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SUPPLEMENTAL PETITION FOR REINSTATEMENT 


OF PATENT UNDER 37 CFR S L378 


Dear Sir: 

Atomic Aquatics, LLC ("Petitioner", "Atomic Aquatics" or just "Atomic"), the present assignee of U.S. 
Patent No. 5,678,541 (the "Subject Patent") now petitions for revival and the acceptance of all 
necessary maintenance fees and surcharges under 37 CFR L378. Petitioner asks for a suspension of 
the rules under 37 CFR 1.183 to the extent necessary to provide consideration of all of the requests and 
issues presented within this petition, and pays the corresponding fee set forth in 37 CFR 1 .17(f). Thank 
you. 


Petitioner now pays the required 7.5- and 1 1 .5-year maintenance fees of $1425 and $2365 as a small 
entity and the $700 fee under 37 CFR 1.20(i)(l). Combined with theJ4ggg{^^^r Ig^^^ 
for suspension of the rules, Petitioner now pays a total of $4,890. If jjfffe^g^^ny deficiency, pleas6S98- 
contact Mr. Robinson immediately at the number at the bottom of this Petition. 
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ATOMIC AQUATICS HAS MET ITS BURDEN TO SHOW THAT THE ABANDONMENT OF THE 
SUBJECT PATENT AND DELAY IN THE PAYMENT OF MAINTENANCE FEES WAS 
UNAVOIDABLE 


In conformance with MPEP 2590(1), the Patentee has explained above (1) that reasonable care was 
taken to pay the maintenance fees for the Subject Patent, (2) the manner in which it became aware of 
the expiration of the Subject Patent, and (3) the steps taken to file this petition promptly. The Patentee 
attaches herewith the exhibits referred to above, supplying documentary evidence supporting the facts 
presented above. The Patentee now pays the required maintenance fee(s) and surcharge(s) to reinstate 
the Subject Patent, and the petition fee under 37 CFR 1.20(i)(l). The Patentee also pays the fee 
herewith under 37 CFR 1 .17(f) for a suspension of the rules, should that be required. 


Now having complied with all the requirements under 37 CFR 1.378(b), the Patentee requests 
reinstatement of the Subject Patent. Should there be any questions, please contact Mr. Robinson at the 
number below. Thank you. 

Respectfully submitted this 14th day of December, 20 IL 


REQUEST 



Everett D. Robinson 


Reg. No. 50,911 
Echelon IP, LLC 
P.O. Box 1047 


American Fork, Utah 84003 
(801)649-5858 
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Please note that the exhibits presented with this petition contain other exhibits: to distinguish, the 
Petitioner has presented its exhibits behind the covers marked "Petitioner's Exhibit". Mr. Robinson 
represents that all of the exhibits presented with this Petition are accurate representations of their 
respective documents as he has received them. 

Petitioner now proceeds v^th its showing under 37 CFR 1.378(b). 

STATEMENT OF FACTS 

The following is a chronological account of the Subject Patent and a number of related patents 
providing a shoving of the conduct and intent of the owners and their legal representative, with 
reference to the supporting exhibits provided herewith. 

• In 1995 Dean R. Garraflfa and Douglas J. Toth formed a partnership under the name of Atomic 
Aquatics engaged in the manufacture and sale of diving equipment. Messrs. Garraflfa and Toth have 
made several inventions over the years, and have secured patents in the United States including patent 
nos. 5,678,541, 5,803,073, 6,463,640, and 6,761,163 (hereinafter "Atomic-l", "Atomic-2", "Atomic- 
10" and "Atomic- 14" referring to their corresponding docket numbers, or collectively as the "Lapsed 
Patents".) Through the prosecution until the present time, Leonard Tachner (hereinafter "Tachner") has 
been the attorney of record of the Lapsed Patents. 

• On October 21, 1997, Atomic- 1 issued to inventor Dean R. Garraflfa. At about that time. Atomic 
reached an agreement wdth Tachner that he would invoice them for the payment of any maintenance 
fees necessary to keep Atomic- 1 and any corresponding foreign patent matters and subsequent patents 
to the Atomic in force, and pay those fees to the U.S. Patent and Trademark Office (hereinafter the 
"Patent Office"). (See Exhibits P and Q, item 6.) 

• In accordance wdth that understanding, Atomic Aquatics received an invoice from Tachner dated 
October 22, 2001 for the first maintenance fee due October 21, 2001 for Atomic- 1, which invoice was 
paid to Tachner on Nov. 28, 2001 . (See Exhibit A.) Also in accordance with that understanding, 
Atomic Aquatics received an invoice fi-om Tachner dated August 1, 2000 for the payment of annuities 
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for foreign cases in the European Patent OfiFice corresponding to Atomic- 1 and Atomic-2, which 
invoice was paid to Tachner on August 15, 2000. (See Exhibit B.) 

• The Patent OflFice mailed to Tachner on August 8, 2001 a notice that a fee deficiency submission 
under 37 CFR 1.28 was accepted, apparently because Tachner had paid the fourth-year maintenance fee 
in the small-entity amount without establishing small-entity status. The Patent OflFice sent to Tachner a 
Notice Of Patent Expiration (Exhibit C) because "payment of the maintenance fee . . . has not been 
timely received". Atomic was not made aware of this. (See Exhibits P and Q, item 1 1 .) 

• Tachner apparently paid the fourth-year maintenance fees in 2002 for Atomic-2, as it issued in 1998 
and there is no notice of expiration entered in 2002 into the record. 

• Atomic- 14 issued on July 13, 2004. 

• The record of Atomic- 1 shows that Tachner received a Notice of Patent Expiration in 2005 for 
failure to pay the eighth-year maintenance fee (Exhibit D). Atomic was not made aware of this. (See 
Exhibits P and Q, item 1 1 .) 

• For Atomic-2, the record does not show that any notice was sent regarding non-payment of 
maintenance fees nor expiration thereof, but the bibliographic information available on PAIR shows 
that the status of this patent was changed to expired as of Oct. 12, 2006, which would correspond to 
non-payment of the eighth-year maintenance fee. As it is standard practice of the Patent OflFice to send 
a Notice of Patent Expiration to the correspondence address of record, it is beyond ordinary doubt that 
Tachner received notice of the 2006 Atomic-2 expiration. 

• On Nov. 15, 2006, the Patent OflFice mailed to Tachner a Notice of Patent Expiration for Atomic- 10 
for failing to pay the fourth-year maintenance fee (Exhibit E). Atomic was not made aware of this. 
(See Exhibits P and Q, item 1 1 .) 

• By Dec. 19, 2006, Atomic had paid the issue fees to receive U.S. Pat. Nos. 7,181,778 and 7,188,869. 


3 


• On Aug. 1 1 , 2008, the Patent Office mailed to Tachner a Notice of Patent Expiration for Atomic- 14 
for failing to pay the fourth-year maintenance fee (Exhibit F). Atomic was not made aware of this. 
(See Exhibits P and Q, item 1 1 .) 

• The 1 1 .5-year maintenance fee came due in 2009 for Atomic- 1 , which was also not timely paid. 

• In 2010 Tachner paid the issue fees for Atomic to receive U.S. Pat. Nos. 7,686,032; 7,704,015 and 
7,712,793. 

• Later in 2010 Atomic was approached by an investor, who requested the status of its intellectual 
property. Atomic then requested of Tachner a status report on its patents and patent applications. (See 
Exhibit G; and Tachnefs declarations of Dec, 22, 2011 or Dec. 31, 2011, items 15-17, entered in 
Exhibits V-Y.) On Nov. 24, 2010 Atomic leamed from Tachner that the Lapsed Patents had expired for 
failure to pay maintenance fees. Prior to Nov. 24, 2010, Atomic was not aware that the Lapsed Patents 
had not been maintained. (See Exhibits P and Q, item 1 1 .) 

• Having leamed of their expirations, Atomic consulted with Tachner to revive the Lapsed Patents 
immediately. On Nov. 29, 20 1 0, Tachner reported to Atomic that the cause of the expiration of these 
Lapsed Patents was the mental breakdown of his secretary, Ms. Foreman, and that that could be 
grounds for revival. (See Exhibit H.) Tachner kept Atomic minimally informed of his efforts to 
prepare and file petitions to revive. On Dec. 2, 2010, he informed Atomic of his preparation of 
petitions using the basis of the "temporary psychosis" of Ms. Foreman, before a diagnosis had been 
rendered by his "physician friend". (See Exhibit I.) Atomic continued to inquire as to the progress 
being made in the petitions. (See Exhibit J.) 

• On Dec. 22, 2010 Tachner filed petitions to revive in Atomic- 1 and Atomic-2, followed by petitions 
to revive in Atomic- 10 and Atomic- 14 on Dec. 3 1, 2010. Tachner did not forward drafts or copies for 
Atomic to review prior to filing; as of Jan. 1 1 , 20 11 Atomic had not received copies of these Dec. 201 1 
petitions. (Exhibit P item 16, Exhibit Q item 13.) Tachner was withholding copies of the petitions for 
Atomic- 1 0 and Atomic- 1 4. (See Exhibit K.) 
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• Atomic continued to inquire as to the status of the petitions, which Tachner minimally provided (see 
Exhibit L.) 

• Between Feb. 10 and Feb. 22, 2011, the Patent Office mailed Decisions in all of the Lapsed Patents 
dismissing the petitions to revive (those patent histories appearing in Exhibits V-Y.) In summary, the 
Decisions in Atomic-2, Atomic- 10 and Atomic- 14 failed because Tachner had not shovm that his 
assistant's mental illness was the cause of the failure to pay the missing maintenance fees. The 
Decision in Atomic- 1 explores the failure in further detail, noting the other three petitions concerning 
the Lapsed Patents as well as three other petitions that were filed in other cases in January of 201 1 . 

• None of the Feb. 2011 Decisions in the Lapsed Patents was sent to Atomic, nor did Tachner inform 
Atomic that the April 201 1 requests for reconsideration had been denied. (Exhibit P item 20, Exhibit Q 
item 16.) Tachner allowed Atomic to believe that these petitions were still pending in the Patent Office, 
and in fact in May of 2011 Tachner told Mr. Garraffa that what he had received were only "requests for 
additional information" (Exhibit N), that in response he had "submitted a second physician's statement 
and statements from me and Janis at the PTO's request" and that "pur petition is still ongoing". (See 
Exhibit M.) Regarding his assistant, Tachner further told Atomic that the Patent Office was "primarily 
interested in having more direct statements fi-om her physician which would attribute her actions to her 
condition" and "the petitions are still being considered." (Exhibit N.) In reality, between April 11 and 
April 22, 2011 Tachner had filed a request for reconsideration of his earlier petitions in each of the 
Lapsed Patents. Tachner concealed the fact that his petitions to revive had been denied, and did not 
provide Atomic with any of the correspondence received or filed regarding any of these petitions. 

• Atomic was kept unaware of the true condition of the Lapsed Patents and the correspondence therein 
until August of 201 1 . Atomic was told by an investor that the petitions to revive had been dismissed, 
and Atomic questioned how this could be verified through the on-line PAIR system. (See Exhibit O.) 

• On October 6,2011, the Patent Office sent a Request For Information in each of the Lapsed Patents 
in response to Tachner's April 201 1 papers, in effect denying all outstanding petitions of revival. In 
these latest papers, the Patent Office notes that by his own admission, Tachner has not been truthful. 
The Patent Office further found that 'it is extremely odd that the people that were closest to Ms. 
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Foreman did not notice that, as stated by Dr. Albert, she exhibited "destabilizing behavior" or that "she 
lost her sense of reality" or "lost her sense of proportionality"* even though no one noticed the claimed 
failures in her primary duties. The Patent Office further found the presentation of Tachner to be lacking 
in credibility without "corroborating evidence of Ms. Foreman's condition from a source that is 
independent of Dr, Albert," From this, the Patent Office itself has now noticed the apparent deception 
of Tachner with regard to the failure to pay the maintenance fees in the Lapsed Patents. 

• As to the October 6, 201 1 Requests, Atomic has yet to receive any notice from Tachner. (See 
Exhibit P item 23, Exhibit Q item 20.) Indeed, at least one of the Oct. 6, 201 1 notices mailed to 
Tachner was returned as undeliverable by the U.S. Post Office. (See Exhibit W.) Were it not for the 
recent due diligence efforts of Atomic's investors. Atomic would have no reason to believe that 
petitions to revive are not pending at the present time against the Lapsed Patents, nor would it have a 
reason to take independent action from the representation provided by Tachner. 

ARGUMENT 

THE POLICY OF THE U.S. PATENT AND TRADEMARK OFFICE WHERE PRACTITIONER 
DECEPTION IS INVOLVED 

The policy of the U.S. Patent and Trademark Office regarding revival under 37 CFR § 1.378 has been 
made clear through the course of many decisions, including that of In re Tan, Pat. No. 5,290,273, 
decided about Mar. 7, 2008. (See Exhbit T.) Quoting from page 4 of Tan: 

The Office must rely on the actions or inactions of duly authorized and 
voluntarily chosen representatives of the applicant, and the applicant is bound by the 
consequences of those actions or inactions. Specifically, a petitioner's delay caused by 
the mistakes of negligence of his voluntarily chosen representative does not constitute 
unavoidable delay within the meaning of 35 U.S. C. §133. 

The actions of the attorney are imputed to the client, for when a petitioner 
voluntarily chooses an attorney to represent him, the petitioner cannot later avoid the 
repercussions of the actions or inactions of this selected representative, for clients are 
bound by the acts of their lawyers/agents, and constructively possess "notice of all facts, 
notice of which can be charged upon the attorney." 

"Courts hesitate to punish a client for its lawyer's gross negligence, especially 
when the lawyer affirmatively misled the client," but "if the client freely chooses 
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counsel, it should be bound to counsel's actions." 

"Presuming for the purposes of discussion that it was an act/omission of Counsel 
that contributed to any of the delay herein, the act(s) or omissions of the attorney/agent 
are imputed wholly to the applicant/client in the absence of evidence that the 
attorney/agent has acted to deceive the client." 

Speaking generally, the Patent Office holds patentees accountable for the representatives they choose. 
As stated in the text above, this is upon a theory that a patentee is provided with sufficient information 
to voluntarily choose his agent/representative before the Office, and that it is he that should bear the 
consequences if he makes a poor choice. Tan also expresses the policy that even where an attorney 
"affirmatively misled" a client out of gross negligence, that is still not a sufficient showing to revive a 
patent. But where an attomey "has acted to deceive the client", and it was an act or omission of that 
attomey that was the cause of the delay, that is beyond the gross negligence standard. 

The Patent Office excuses patentees that are not provided with the information necessary to select their 
representative due to deception on the part of the practitioner: 

Presuming for the purposes of discussion that it was an act/omission of Counsel that 
contributed to any of the delay herein, the act(s) or omissions of the attorney/agent are 
imputed wholly to the applicant/client in the absence of evidence that the attorney/agent 
has acted to deceive the client. (See Exhibit T pgs. 3-4.) 

In re Lonardo, 17 USPQ2d 1455 (Comm'r Pat. 1990): "When an attomey intentionally 
conceals a mistake he has made, thus depriving the client of a viable opportunity to cure 
the consequences of the attorney's error, the situation is not governed by the rule stated 
in Link for charging the attorney's mistake to his client. (See Exhibit S, footnote 10 on 
pg. 3 and Exhibit T, footnote 13 on page 5.) 

Even though a patentee may be able to show that its delay was caused by attomey deception, the 
patentee is still required to show that it acted reasonably and responsibly to keep a patent maintained, 
including a showing of what was done once the neglect or deception on the part of his chosen 
representative was discovered. The Patentee will make that showing below. 


7 


TACHNER'S RECENTLY DISCOVERED PATTERN OF DECEPTION REGARDING THE 
PAYMENT OF MAINTENANCE FEES FOR CLIENTS 


The Patentee will now demonstrate that Tachner has a history of deception with his clients and with the 
Patent Office, specifically involving the payment of maintenance fees for his clients. The Petitioner 
turns now to Petitioner's Exhibit U, which is a petition for revival and corresponding favorable decision 
in U.S. Pat. No. 6,205,885 ("885") for an entity known as Crankbrothers, Inc. or California Crank 
Brothers, Inc. (hereinafter "Crank Brothers"). The exhibits of the Haynes & Boone / Finnegan & 
Henderson petition will be referred to here as Exhibit U-%, where % represents one of his exhibits 
enumerated from A to Y. 

For 885, Tachner first explained that the failure to pay a maintenance fee by March of 2005 was due 
"entirely to confusion between my staff and the client as to who would pay the fee." (Page 2 of Exhibit 
U-A dated Oct. 18, 2007.) This petition to revive of Exhibit U-A was accompanied by the Declaration 
of Janis Foreman, Office Manager for Tachner. She swore that copies of docket sheets attached were 
true copies with annotations that the client would pay their own maintenance fees. 

That petition was followed by another dated July 30, 2008 from Tachner (Exhibit U-C), including his 
own declaration swearing (1) that his firm paid patent maintenance fees when requested by their 
clients, (2) that Ms. Foreman was believed to be confused in this patent with respect to the payment of 
maintenance fees, (3) that he was reducing her workload, and (4) that he had instructed her to always 
confrnn that a client does not want them to pay a maintenance fee. A decision was issued granting that 
petition on Oct. 15, 2008 (Exhibit U-D), followed by a corrected decision vacating that grant on June 3, 
2009 (Exhibit U-E). That latest decision noticed that Tachner had paid maintenance fees in several 
others of Crank Brothers' patents at around the same time as the missing maintenance fee, and there 
was uncertainty over which set of presented facts was correct. In his declaration, Tachner also claimed 
not to have received a Notice of Patent Expiration in the case; however the Haynes & Boone / Finnegan 
& Henderson petition was able to produce one with Tachner's address on it (Exhibit U-P). 

A declaration of Inventor Winefordner was later filed (Exhibit U-R) in which he swore that Tachner 
had withheld the petitions and their supporting declarations in the attempt to revive the *885 patent. He 
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further swore that Tachner had withheld informing Crank Brothers of the expiration of Pat. No. 
5,676,529 in 2001 and 2005, and their subsequent reinstatements. He further swore that Tachner had 
refrained from informing Crank Brothers of the expiration of Pat. No. 5,857,509 in 2007. He further 
swore that inquiries to Tachner resulted in claims that "the patent office website is down" and that 
annuities had been paid as shown in an attached maintenance fee statement. He further swore that fees 
refunded to Tachner were never returned to Crank Brothers. 

The Haynes & Boone / Finnegan & Henderson petition notes several indications of falsehood in the 
Declaration of Janis Foreman, including that the same annotation "error" occurred on several files at 
different times. (Exhibit U, in the petition on pg. 8, quoting the First Decision: "If Ms. Foreman made 
an error, it appears she made the same error on multiple occasions. Any request for reconsideration 
should be accompanied by a full discussion of each occasion Ms. Foreman changed any of the 
petitioner's files to indicate petitioner would pay the fee.") 

The Haynes & Boone / Finnegan & Henderson petition notes several indications of falsehood in the 
Declaration of Leonard Tachner, including that Tachner had claimed not to have a file with any 
materials other than the patent for the '885 patent, and there was confusion over who was to pay the 
maintenance fees there. The Haynes & Boone / Finnegan & Henderson petition was able to produce a 
postcard (Exhibit U-H) changing the correspondence address to Tachner in the case, contradicting 
Tachner's sworn declaration. (Exhibit U, in the petition on pg. 9.) 

The Haynes & Boone / Finnegan & Henderson petition also showed that the copies of the file covers 
submitted to the Patent Office by Tachner were falsified: the handwritten notation that the client was to 
pay the maintenance fees were written on copies of the file covers presented to the Patent Office, but 
were not actually on the covers themselves. (Exhibit U, in the petition on pgs. 10-H .) That petition 
also provided histories of others of Crank Brothers' patents and an email of Janis Foreman, which 
showed that Tachner was engaged in hiding the expiration of these other patents from his client. 
(Exhibit U, in the petition on pgs. 11-13.) 

Therefore, Exhibit U provides a strong showing that Tachner was engaged in deceiving a client other 
than Atomic, and that that deception was across several patents to avoid his client's discovering the late 
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payment of maintenance fees. The evidence of Exhibit U shows that Tachner had a pattern of allowing 
patents to lapse for failure to pay maintenance fees, and then reinstating them, all without informing his 
client, Crank Brothers. 

But this pattem was not limited only to Crank Brothers. The Patentee has been able to find a pattern of 
lapsing and reinstating of applications and patents of the Physical Optics Corporation. This includes 
U.S. Pat. Nos. 6,594,050; 6,595,644; 6,603,770; 6,802,188; and 7,113,489, all of which include an 
abandonment followed by a reviving of a case. 

Thus, this problem Tachner had of allowing patents to lapse was not confined to one client, and where 
he failed to pay maintenance fees he also concealed this fi-om the affected clients. 

TACHNER CONCEALED HIS MISCONDUCT FROM ATOMIC AQUATICS, AND DECEIVED 
HIS CLIENT INTO BELIEVING THE PATENTS WERE BEING APPROPRIATELY MAINTAINED 

The pattem of deception shown to have occurred in the '885 patent against Crank Brothers was 
continued against Atomic. As with Crank Brothers, Atomic was invoiced for the payment of a 
maintenance fee in or around 2001. (Exhibit A.) So the evidence is strong that Atomic had agreed with 
Tachner that he would manage and pay the maintenance fees for issued patents, including the Lapsed 
Patents. (See also Exhibits P and Q items 5 and 6.) Tachner's concealment began in 2001 with the 
failure to timely pay the maintenance fee in Atomic's Patent No. 5,678,541 . Atomic was not made 
aware of the expiration and revival of this patent in 2001 . (See Exhibits P and Q item 1 1 .) Now 
referring to the Statement of Facts above and Petitioner's Exhibit V, upon the expiration of the Subject 
Patent in 2005, a Notice of Patent Expiration was mailed to Tachner. Atomic did not receive this 
Notice. 

Atomic first learned of the lapsing of the Subject Patent in November of 2010 when approached by its 
investor. (Exhibit G; Exhibits P and Q item 11 .) As with Crank Brothers, the expiration of this patent 
did not stand alone; it was one of a set of four that had been neglected. (Exhibits P and Q item 11.) An 
accidental error would have impacted one of a client's patents. Here, this impacted four Lapsed 
Patents. 
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In 2008 for Crank Brothers, Tachner explained the failure to pay the maintenance fee on a failure of 
performance with his Office Manager, Janis Foreman, she being "distracted", "confused" or otherwise 
"not functioning in her usually dependable way". (Exhibit U-C in the Declaration of Leonard Tachner, 
paragraphs 4, 8.) He then swore that he was "taking action immediately to reduce Ms. Foreman^s 
duties." (Exhibit U-C in the Declaration of Leonard Tachner, paragraphs 9.) In 2010, Tachner's 
explanation for the failure to pay the maintenance fees on the Lapsed Patents was "that my secretary of 
over 30 years had some kind of a meltdown." (Exhibit H.) Three days later, Tachner*s report was that 
his physician friend was willing to help and would see his secretary "Janis next week to interview her 
for his diagnosis which will be described in his declaration". (Exhibit I.) He continued: "My plan is to 
file declarations in support of petitions to revive the patents based on unavoidable abandonment 
resuhing from Janis' temporary psychosis." 

On Dec. 2, 2010, temporary psychosis was the diagnosis to appear in the declarations, to be created the 
following week by his physician friend. (Exhibit I.) In Exhibits V-Y, Dr. Albert's statement of Dec. 13, 
2010 includes the following statements: "Ms. Foreman's irrational behavior is a resuU of her reaction to 
a temporary but continually increased work overload which became more than she could handle...", 
"This type of destabilizing behavior resulted in a spiralling down in her ability to think and act 
rationally. She began to do and say unreasonable and unrealistic things. She lost any sense of reality 
. . . Ms. Foreman was suffering from an acute psychotic breakdown ..." In 2008, Tachner swore to 
"reduce Ms. Foreman's duties." In 2010, Dr. Albert's statement tells, with remarkable similarity: "I 
would suggest to her that she should help her employer adjust her office responsibilities to reduce her 
work load if possible." Dr. Albert's statement includes the diagnosis: "Major Depression, severe, with 
psychotic episodes" in accordance with Tachner's plan. 

As with Crank Brothers, Atomic did not receive the petitions filed nor drafts thereof (Exhibit P item 
16, Exhibit Q item 13.) None of the Feb. 201 1 Decisions in the Lapsed Patents was sent to Atomic, nor 
did Tachner inform Atomic that the April 20 11 requests for reconsideration had been denied. As 
spoken of above in the Statement of Facts, Tachner allowed Atomic to believe that these petitions were 
still penduig in the Patent Office, and in fact in May of 201 1 Tachner told Mr. Garraffa that what he had 
received were only "requests for additional information" (Exhibit N), that in response he had 
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"submitted a second physician's statement and statements from me and Janis at the PTO's request" and 
that "our petition is still ongoing". (See Exhibit M.) Regarding his assistant, Tachner further told 
Atomic that the Patent Office was "primarily interested in having more direct statements from her 
physician which would attribute her actions to her condition" and "the petitions are still being 
considered." (Exhibit N.) In reality, between April 1 1 and April 22, 201 1 Tachner had filed a request 
for reconsideration of his earlier petitions in each of the Lapsed Patents. Tachner concealed the fact 
that his petitions to revive had been denied, and did not provide Atomic with any of the correspondence 
received or filed regarding any of these petitions. 

Atomic was kept unaware of the true condition of the Lapsed Patents and the correspondence therein 
until August of 201 1 , when Atomic was told by an investor that the petitions to revive had been 
dismissed. (See Exhibit O.) 

On October 6, 2011, the Patent Office sent a Request For Information in each of the Lapsed Patents in 
response to Tachner*s April 201 1 papers, in effect denying ail outstanding petitions of revival. In these 
latest papers, the Patent Office notes that by his own admission, Tachner has not been truthful. The 
Patent Office further found that 'it is extremely odd that the people that were closest to Ms. Foreman 
did not notice that, as stated by Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her 
sense of reality" or "lost her sense of proportionality"' even though no one noticed the claimed failures 
in her primary duties. The Patent Office further found the presentation of Tachner to be lacking in 
credibility without "corroborating evidence of Ms. Foreman's condition from a source that is 
independent of Dr. Albert." From this, the Patent Office itself has now noticed the apparent deception 
of Tachner with regard to the failure to pay the maintenance fees in the Lapsed Patents. 

As to the October 6, 201 1 Requests, Atomic has yet to receive any notice from Tachner. (See Exhibits 
P and Q.) Indeed, the Oct. 6, 201 1 notice mailed to Tachner was returned as undeliverable by the U,S. 
Post Office. (See Exhibit W.) Were it not for the recent due diligence efforts of Atomic's investors, 
Atomic would have no reason to believe that petitions to revive the Lapsed Patents are not pending at 
the present time, nor would it have a reason to take independent action from the representation 
provided by Tachner. 
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Mr. Doug Toth of Atomic also reports that he was mislead as to the status of an application being 
prepared under the "16desB" docket identifier. Atomic was invoiced for the filing of the application, 
and Atomic was given explanations that the Patent OflBce was just slow when Atomic inquired as to the 
application's status. Mr, Toth later leamed that this application was never filed. (Exhibit Q item 23.) 

The Patentee cannot prove why Tachner had this pattern, but Atomic believes it can state with 
substantial certainly that most clients would notice the non-payment of an issue fee, as a client would 
almost always notice the failure of a patent to issue. Tachner could, however, conceal the lapse of a 
patent, as most clients do not read the Official Gazette looking for their patents and all mailings of 
abandonment or expiration would have been sent to Tachner's address. Thus, even though Tachner 
failed to pay maintenance fees in 2005 (Atomic- 1), 2006 (Atomic-2, Atomic- 10) and 2008 (Atomic- 
14), his office still paid the issue fees for Atomic in 2006 for Pat. Nos. 7,181,778 and 7,188,869. 

With the overwhelming evidence discussed above, the Patentee submits that the evidence is compelling 
beyond any reasonable question that Tachner's actions went well beyond gross negligence and were 
done with deliberate intent and deception, both to the Patent Office and to the Patentee. Regardless of 
whether it was Leonard Tachner himself or one of his staff members, the deception on the part of his 
office including the concealment of the lapsing of Atomic's patents prevented the Patentee fi-om taking 
and maintaining prompt and proper action to revive the Subject Patent. 

ATOMIC AQUATICS ACTED REASONABLY, RESPONSIBLY AND PROMPTLY TO CORRECT 
THE ERRORS CAUSED BY TACHNER'S MISCONDUCT 

1 . Reasonable care was taken to ensure that the maintenance fees would be paid timely. 

At the time of the issuance of the first of the Lapsed Patents, Atomic instructed Tachner to maintain 
them. (See Exhibits P & Q, items 6-9.) Atomic has expected to receive invoices for Tachner's efforts 
in maintaining the Lapsed Patents, which it did in 2001 for Atomic- 1 for the fourth-year maintenance 
fee. Atomic paid that invoice (Exhibit A) and subsequent invoices as Tachner performed further work 
for Atomic. (See Exhibits P & Q, item 10.) 
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2. The petition was filed promptly after the patentee discovered the expiration of the patent. 

The Patentee was unaware that Tachner was allowing the Lapsed Patents to expire, because the Notices 
of Patent Expiration were being sent to him (see Exhibits C, D, E and F). On Oct. 25, 2010, Doug Toth 
requested on behalf of Atomic an inventory of all of its patent matters from Tachner. (See Exhibit G.) 
This was initiated by a request from a potential investor, who wanted to know the status of all of 
Atomic's patents and patent applications. The Patentee did not know until Nov. of 2010 that Tachner 
was allowing the Lapsed Patents to expire. (See Exhibits P & Q, item 1 1 .) 

3. The petitioner took prompt steps to reinstate the patent 

Upon learning of the expiration of the Lapsed Patents in Nov. 2010, Atomic immediately contacted its 
patent attomey, Tachner, and asked what could be done to reinstate them. (See Exhibits P & Q, item 

12. ) Tachner informed Atomic that his secretary had had a "meltdown", and that was the cause of the 
failure to pay the maintenance fees for the Lapsed Patents, (See Exhibit H and Exhibits P & Q, item 

13. ) Tachner reported that he was progressing on petitions to revive the Lapsed Patents through 
December. (See Exhibits I, J and Exhibit P items 14 and 15.) Atomic has continued to follow up with 
Tachner, communicating with him in 201 1 in at least January, February, May, and August (Exhibits K 
through O). 

Prior to August of 201 1 , Atomic had no reason to believe that Tachner was not providing accurate 
information as to the status of the petitions to revive the Lapsed Patents. (Exhibit P item 21 and 
Exhibit Q item 17.) In May of 201 1 , Tachner informed Atomic that the petitions to revive were 
"ongoing" and "still being considered" and that the U.S. Patent and Trademark Office had requested 
additional information in them. (Exhibit P item 18.) Atomic did not learn of the Feb. 201 1 denials 
within the Decisions on Petition, nor of Tachnefs subsequent filings of April 201 1 in each of the 
Lapsed Patents until August of 2011 (Exhibit P items 19 and 20; Exhibit Q items 15 and 16.) Tachner 
has continued to withhold communications from the U.S. Patent and Trademark Office, including the 
Oct. 6, 2011 Requests for Information in each of the Lapsed Patents (Exhibit P items 23 and 24; Exhibit 
Q items 19 and 20.) 
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Had Atomic known about Crank Brothers' difficulty with the '885 matter in 2010, it might have been 
able to develop the suspicion to conduct a further inquiry into Tachner's trustworthiness. But Atomic 
did not discover this until October of 201 1 . (Exhibit P items 21 and 22; Exhibit Q item 1 8.) 
Furthermore, the difficult standard for reviving patents expired beyond two years was not explained to 
Atomic, at a level of comprehensibility by the ordinary public: Atomic did not have the background 
needed to be suspicious of Tachner's conduct. 

In September of 201 1, 1 was asked to provide an independent report on the status of the Lapsed Patents 
and other of Atomic's patents and patent applications. I reported back to Mr. Mark Frederickson, an 
officer acting on behalf of Atomic. Mr. Frederickson asked me to study how feasible it would be to 
revive the Lapsed Patents, which study I performed by October 1 8, 201 1 . My study uncovered 
Tachner's alleged misconduct related to U.S. Pat. No. 6,205,885 ("Crank Brothers") and repeated 
abandonment of applications and expiration of patents assigned to Physical Optics (U.S. Pat. Nos. 
6,594,050; 6,595,644; 6,603,770; 6,802,188; and 7,1 13,489). Only recently has Atomic learned of 
Tachner's apparent misconduct in the Crank Brothers and Physical Optics matters (Exhibit P item 22; 
Exhibit Q item 18.) Upon learning of this, I requested that Atomic provide me copies of its 
correspondence with Tachner, which I reviewed by November 2, 201 1. I made further inquiries of 
Dean R. Garraffa and Douglas J. Toth regarding their affairs with Tachner, which were responded to by 
Nov. 15, 201 1, including copies of invoices containing some charges for the payment of maintenance 
fees and invoices. I have since been preparing these petition materials for submission. (For my efforts, 
see Exhibit R.) 

4. Atomic Aquatics acted reasonably to maintain and revive the Subject Patent. 

Petitioner submits that it acted reasonably in its reliance upon Tachner to maintain the Subject Patent. 
Reasonable persons rely upon their attorneys to manage their affairs, and reasonable patentees rely 
upon their patent attorneys to pay maintenance fees required to maintain their patents. At all times that 
the Petitioner relied upon Tachner, he was an attomey registered to practice before the U.S. Patent and 
Trademark Office. 
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Persons are evaluated with respect to their honesty and integrity before becoming attorneys and before 
becoming registered with the U.S. Patent and Trademark Office, and reasonable persons conducting 
business before the Office do not need to protect themselves from deception by their attorneys 
registered to practice there. 

Furthermore, the U.S. Patent and Trademark Office maintains professional rules of conduct applied to 
those registered to represent applicants and patentees before the Patent Office, and reasonable persons 
rely upon those rules. 

Reasonable persons rely upon patent attorneys to follow correct administrative procedures, and in 
general do not need to leam those procedures themselves. Thus, reasonable persons do not need to 
learn the correspondence procedure used by the U.S. Patent and Trademark Office to pay maintenance 
fees, nor procedures to verify that their attorneys are performing those procedures correctly. 

The U.S. Patent and Trademark Office has a practice of corresponding only with either an applicant or 
his attorney. Thus the Patent Office effectively releases applicants who are represented from directly 
knowing the details of the status of their matters, while at the same time imposing upon their attorneys 
a duty of candor with them. Reasonable persons recognize that they must rely upon their registered 
attorneys to advise them on the state of their matters with the Office, and to act correctly in their behalf 

Until the recent availability of the PAIR system, applicants represented by an attorney had no 
alternative but to consult with their attomey to know of the status of an application or a patent. Even 
with the improved access available today, the Patentee submits that it would still be an unreasonable 
burden upon applicants and patentees to know the procedures and technicalities of the facilities of the 
Patent Office. 

The Patentee's reliance upon Tachner was not unreasonable, and it should not be held responsible for 
Tachner's concealment, deception and/or fraud. 
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CERTIFICATE OF MAILING 

□ I hereby certify that this correspondencS^being de^l^ted with the United States Postal Service "Express 
Mail Post OflRce to Addressee" service under'55c^!Kl . 1 0 with sufficient postage and is addressed to: 

^)sA hereby certify that this correspondence is being deposited with the United States Postal Service with 
'sufilcient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
Mail Stop Petition 
P.O. Box 1450 
Alexandria, VA 223 13-1450 


on V^C. jg"^ 20ll . 
Typed or printed name of person signing this certificate: 
^Everett D. Robinson □ 


Signature_ 


CERTIFICATE OF TRANSMISSION 

I hereby certify that this correspondence is being facsimile transmitted the United States Patent and Trademark 
Office, 

□ Fax No. (571) 273-8300 □ Fax No. ( ) - 

on . 

Typed or printed name of person signing this certificate: 

□ Everett D. Robinson □ 

Signature 
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Petitioner's Exhibit A 


Invoice for 4th-year maintenance fee 
for Pat. No. 5,678,541 (Atomic- 1) 
from Tachner dated 10/22/2001, 
with payment 


Best Available Copy 


LEONARD TACHNER 
A PROFESSIONAL LAW CORPORATION 
REGISTERED PATENT ATTORNEY 
17961 SKY PARK CIRCLE 

SUITE 38-E 
IRVINE, CALIFORNIA 92614 


October 22, 2001 

PATENTS TEL: (949) 752-8525 

TRADEMARKS FAX: (949) 955-2415 
COPYRIGHTS 


STATEMENT OF ACCOUNT 

Mr. Douglas J. Toth 
Mr. Dean R. Garraffa 
ATOMIC AQUATICS, INC. 
17842 Georgetown Lane 
Huntington Beach, CA 92647 

Fees for professional services rendered re: 

ATOMIC-1: 

Payment of first annuity in the U.S. 

Patent and Trademark Office for Patent 

No. 5,678,541 entitled "BREATHING 

REGULATOR APPARATUS HAVING 

AUTOMATIC FLOW CONTROL" by 

inventor Dean R. Garraffa including 

payment of government fees ($440) 

( 1 13 hr. Atty Time @/$300/hr. ): $ 550.00 

\ Current Balance Due $ 550.00 



I 


/ 

/ 
/ 


Best Available Copy 

662 


^ REFERENCE NO. 

DESCRIPTION 

INVOICE DATE 

INVOICE AMOUNT 

DiSCOUNT TAKEN 

AMOUNT PAID 







CHECK DATE 

CHECK NO. 

PAYEE 

DISCOUNTS TAKEN 

CHECK AMOUNT 

11/28/01 

00006629 

Leonard Tachner 


550.0 


@ DELUXE BUSINESS FORMS l'f80»328-0304 nM:daliixstanin.cain 


Mr. Douglas J. Toth 
Mr. Dean R. Garraffa 
ATOMIC AQUATICS, INC. 
17842 Georgetown Lane 
Huntington Beach, OA 92647 

Fees for professional services rendered re: 

ATOMIC-1: 

Payment of first annuity in the U.S. 

Patent and Trademark Office for Patent 

No. 5,678,541 entitled "BREATHING 

REGULATOR APPARATUS HAVING 

AUTOMATIC FLOW CONTROL" by 

inventor Dean R. Garraffa including 

payment of government fees ($440) 

(1/3 hr. Atty Time @/$300/hr. ): $ 550.00 

\ Current Balance Due $ 550.00 



/ 
/ 


Petitioner's Exhibit B 


Invoice for annuity payments for 
EPO applications corresponding to 
Atomic- 1 andAtomic-2 
from Tachner dated 10/22/2001, 
with payment 


LEONARD TACHNER 
A PROFESSIONAL LAW CORPORATION 
REGISTERED PATENT ATTORNEY 
17961 SKY PARK CIRCLE 
SUITE 38-E 
IRVINE, CALIFORNIA 92614-6364 

August 1, 2000 

PATENTS TEL: (949) 752-8525 

TRADEMARKS FAX: (949) 955-2415 
COPYRIGHTS 


STATEMENT OF ACCOUNT 

ATOMIC AQUATICS, INC. 
17842 Georgetown Lane 
Huntington Beach, CA 92647 

Fees for professional services rendered re: 

ATOMlC-l/EPO: 

Payment of yearly renewal for EPO 

Application No. 97915960 which 

corresponding to U.S. Patent No. 5,678,541 

entitled "BREATHING REGULATOR 

APPARATUS HAVING AUTOMATIC 

FLOW CONTROL" by inventor Dean R. 

Garraflfa including associate's fees, government 

fees ($720.65) and our fee ($100.00): $ 820.00 

ATOMIC-2/EPO: 
Payment of yearly renewal for EPO 
Application No. 97915986 which 
corresponds to U.S. Patent No. 5,803,073 
entitled "SECOND STAGE SCUBA DIVING 
REGULATOR HAVING PNEUMATIC- 
DEPENDENT ANTI-SET FEATLTIE" by 
inventor Douglas J. Toth including associate's 
fees, government fees ($720.65) and our 
fee ($100.00): $ 820.00 


Current Balance Due $ 1,640.00 


520 


^ REFERENCE NO. 

DESCRIPTION 

INVOICE DATE 

INVOICE AMOUNT 

DISCOUNT TAKEN 

AMOUNT PAID 

08-01-00 


8-1-00 

1,640.00 


1,640.00 

CHECK DATE 

CHECK NO. 

PAYEE 

DISCOUNTS TAKEN 

CHECK AMOUNT 

8-15-00 

5205 

Leonard Tachner 


$1,640.0 


S) DELUXE BUSINESS FORMS 1 +800-328-0304 


ATOMIC AQUATICS, INC. 
1 7842 Georgetown Lane 
Huntington Beach, CA 92647 

Fees for professional services rendered re: 

ATOMlC-l/EPO: 

Payment of yearly renewal for EPO 

Application No. 9791 5960 which 

corresponding to U.S. Patent No. 5,678,541 

entitled "BREATHING REGULATOR 

APPARATUS HAVING AUTOMATIC 

FLOW CONTROL" by inventor Dean R. 

Garraffa including associate's fees, government 

fees ($720.65) and our fee ($100.00): $ 820.00 

ATOMIC-2/'EFO: 

Payment of yearly renewal for EPO 
Application No. 97915986 which 
corresponds to U.S. Patent No. 5,803,073 
entitled "SECOND STAGE SCUBA DIVING 
REGULATOR HAVING PNEUMATIC- 
DEPENDENT ANTI-SET FEATLIRE" by 
inventor Douglas J. Toth including associate's 
fees, government fees ($720.65) and our 
fee ($100.00): $ 820.00 


Current Balance Due $ 1,640.00 


Petitioner's Exhibit C 


2001 Notice of Expiration 
of the Atomic- 1 Patent 



UNITED STATEs(pPARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 


P75M 

LEONARD TACHNER DATE PRINTED 

SUITE 295 

3990 WESTERLY PLACE 11/27/01 
NEWPORT BEACH CA 92660 


NOTICE OF PATENT EXPIRATION 


According to the records of the Patent and Trademark Office, payment of the maintenance fee 
for the patents listed below has not been timely received prior to the end of the six-month grace 
period in accordance with 37 CFR 1.362(e). THE PATENKS) LISTED BELOW HAS THEREFORE 
EXPIRED AS OF THE END OF THE GRACE PERIOD. 35 U.S.C. 41(b). 


Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the maintenance 
fee and the surcharge set forth in 37 CFR 1.20(m) are paid, AND THE DELAY IN PAYMENT 
OF THE MAINTENANCE FEE IS SHOWN TO THE SATISFACTION OF THE COMMISSIONER 
TO HAVE BEEN UNAVOIDABLE 35 U.S.C. 41(c)(1). 


IF THE COMMISSIONER ACCEPTS PAYMENT OF THE MAINTENANCE FEE UPON PETITION. 
THE PATENT SHALL BE CONSIDERED AS NOT HAVING EXPIRED. BUT WOULD BE SUBJECT 
TO THE INTERVENING RIGHTS AND CONDITIONS SET FORTH IN 35 U.S.C. 41(c)(2). 

NOTICE OF THE EXPIRATION WILL BE PUBLISHED IN THE OFFICIAL GAZETTE. 


U.S. 

PATENT SERIAL PATENT APPLICATION EXPIRATION ATTORNEY 

NUMBER NUMBER DATE FILING DATE DATE DOCKET NUMBER 

5678541 08616223 10/21/97 03/15/96 10/21/01 


Petitioner's Exhibit D 


2005 Notice of Expiration 
of the Atomic- 1 Patent 


United States Patent and WademarkOffice 


Commissioner for Paicnts 
United Stales Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
www.uspio.gov 


P75M 

LEONARD TACHNER DATE PRINTED 

SUITE 295 

3990 WESTERLY PLACE 11/23/05 
NEWPORT BEACH CA 92660 


NOTICE OF PATENT EXPIRATION 


According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C. 41(b). Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, you 
may call the USPTO Contact Center at 800-786-9199 or 703-308-4357. 


U.S. 

APPLICATION PATENT APPLICATION EXPIRATION ATTORNEY 

NUMBER ISSUE DATE FILING DATE DATE DOCKET NUMBER 

08616223 10/21/97 03/15/96 10/21/05 


Petitioner's Exhibit E 


2005 Notice of Expiration 
of the Atomic- 10 Patent 



b\ united States Patent and Trademark office 


Commissioner for Paienls 
United Slates Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
www.usplo.gov 


P75M 


LEONARD TACHNER, A PROFESSIONAL LAW 
CORPORATION 

17961 SKY PARK CIRCLE, SUITE 38-E 
IRVINE CA 926U 


DATE PRINTED 


11/15/06 


NOTICE OF PATENT EXPIRATION 


According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C. 41(b). Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the EHrector to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 


If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, you 
may call the USPTO Contact Center at 800-786-9199 or 571-272-1000. 


ATENT 
lUMBER 


U.S. 

APPLICATION 
NUMBER 


PATENT 
ISSUE DATE 


APPLICATION 
FILING DATE 


EXPIRATION 
DATE 


ATTORNEY 
DOCKET NUMBER 


i>636i»0 


10/15/02 


01/13/00 


10/16/06 


Petitioner's Exhibit F 


2008 Notice of Expiration 
of the Atomic- 14 Patent 


Alexandria. VA 22313-1450 
www.usplo.gov 


P75M 

LEONARD TACHNER 

A PROFESSIONAL LAW CORPORATION 
SUITE 38-E 

17961 SKY PARK CIRCLE 
IRVINE CA 926lV-636'» 

NOTICE OF PATENT EXPIRATION 

According to the records of the U.S. Patent and Trademark Office (USPTO). payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C. 41(b). Notice of the expiration will be published in the USPTO Official Gazette . 

I 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, customers 
should call the Office of Petitions Help Desk at 571-272-3282 or refer to the USPTO Web site at 
www,uspto.gov/web/offices/pac/dapp/petitionspractice.html. The USPTO also permits 
reinstatement under 37 CFR 1.378(c) by electronic petition (e-petition) using EFS-Web; 
e-petitions may be automatically granted if all the eligibility requirements are met For further 
information on filing an e-petition, please call the Electronic Business Center (EEC) at 
866-217-9197 (toU-fr^) or 571-272-4100 or refer to the EEC's e-petition guide at 
www.uspto.gov/ebc/p6rtal/efs/petition_quickstartpdf, 

U.S. 

PATENT APPLICATION PATENT APPLICATION EXPIRATION ATTORNEY 

NUMBER NUMBER* ISSUE DATE FILING DATE DATE DOCKET NUMBER 

6761163 103^7608 07/13/Oi* 01/21/03 07/13/08 ATOMIC-1^ 


DATE PRINTED 
08/11/08 


NOTE: This notice was automatically generated based on the amount of time that elaps^ since the 
date a patent was granted. It is possible that the patent term may have ended or been shortened due 
to a terminal disclaimer that was filed in the application. Also, for any patent that issued from an 
application filed on or after June 8, 1995 containing a specific reference to an earlier filed application 
or applications under 35 U.S.C 120, 121, or 365(c), the patent term ends 20 years from the date on 
which the earliest such application was filed, unless the term was adjusted or extended under 
35 U.S,C 154 or 156. 


Petitioner's Exhibit G 


Request for patent inventory 
from Tachner 
Oct. 25, 2010 


Doug Toth 

From: Doug Toth [dougt@atomicaquatics.com] 
Sent: Monday. October 25, 2010 10:45 AM 
To: *jforemantachlaw@aol.com' 
Subject: patent inventory 
Janice, 

Do you have a detailed inventory of all out patents and their status; pending, issued, expiration, etc.? 

Doug Toth 
Atomic Aquatics 
16742 Burke Lane 
Huntington Beach CA 92672 
ph 714-375-1433 
fax 714-375-1435 


n/w?.on 


Petitioner's Exhibit H 


Email from Tachner to Dean Garraffa 
dated 11/29/2010 
regarding the failure to pay 
Maintenance fees 


Subject: Re: Petitions to revive 
From: <ltachner@aol.com> 
Date: 11/29/2010 6:48 PM 
To: <deanatomic@aol.com> 

Dean: As I explained to you earlier, preliminary indications are that my secretary of over 30 years had 
some kind of meltdo>Affi. Tm not yet sure of the full scope of what has occurred, but it tooks like over the 
2005-2007 time frame she stopped doing things that I had come to rely on her to do without fail. In some 
respects that significantly improves the chance of successfully reviving abandoned patents because an 
employee's sickness (mental or otherwise) is clearly unforeseeable. I believe that our chances for reviving 
your patents are significantly better than if she had just forgotten or simply made a mistake. Leonard 


Petitioner's Exhibit I 


Email from Tachner to Dean Garraflfa 
dated 12/2/2010 
regarding preparation of petition 
and diagnosis of assistant 


Subject: Re: From Dean Garraffa 
From: <ltachner@aoLcom> 
Date: 1272/2010 4:43 PM 
To: <deanatomic@aoLcom> 

Dean: I'm working on declarations for the petitions today. IVe spoken to my physician friend and he's willing 
to help. He'll see Janis next week to interview her for his diagnosis which will be described in his 
declaration. 

The files are being copied, but it will take a few more days. I will be reviewing each file myself to confirm 
the status as described in the table she sent you. I understand the need for urgency, but I need to do 
things carefully to have the best chance for success. My plan is to file declarations in support of petitions 
to revive the patents based on unavoidable abandonment resulting from Janis' temporary psychosis. I 
believe that her behavior resulted from stress that exceeded her limit, but that she is being and will 
continue to be fully cooperative. Leonard 

In a message dated 12/2/2010 2:48:05 P.M. Pacific Standard Time, Deanatomic@aol.com writes: 
Hi Leonard, 

Doug Toth and Jerry Mix have been informed as to how you intend to appeal the Now abandoned 
patents I told them as you explained to me in our conversations yesterday. 

I just wanted to send you this Email to clarify a few items talked about in your office on Monday 

You said it would take a few days to understand what we would need to do. I hope we can have that 
action plan in place before tomorrow as we know as fact that several people have 
now become aware that the patents are abandoned. 


The status list Atomic attached Is the only list we are working from and we want to make certain 
that the items are correctly listed and the information is correct I need to have someone double 
check each item and tell us if we need to act quickly to recover any other patents in trouble How do 
you plan to verify the accuracy of this list? 

Patents we need immediate action on per the list you supplied. 
Atomic 12 10 14 15 16 16DES 16DES-b 20 

It would be very helpful to me if you coukJ keep me informed so I can answer these questions if 
asked. 

The other issue is copies of our files. If you can have them copied this week I am happy to pay for 
the service or costs 

Please call today me if you wish to talk about any progress you have made or information we can 
use to keep the Patents alive. 


Thank you, 


Dean GarrafFa 


™ , , , ^ 

16742 Burke Lane, Huntington Beach, CA 92647 

(714)-375-1433 Fax (714) 375-1435 


Petitioner's Exhibit J 

Email between Tachner to Dean Garraffa 

dated 12/7/2010 
regarding preparation of petition 


Fage 1 ot 1 


Subj: 
Date: 
From: 
To: 


Re: From Dean Garraffa 

12/7/2010 11:00:36 AM Pacific Standard Time 

Ltachn er@aol.com 

De anatomictaaol.com 


Dean: The file copying will be done today, I met with my doctor friend over the weekend and he agreed to help. I wrote 
his declaration yesterday and he's reviewing it today. Janis' and my declarations are being typed today. Leonard 

In a message dated 12/7/2010 10:29:39 A.M. Pacific Standard Time, Deanatomic@aol.com writes: 
Hi Leonard, 

Any progress to report? 
All The Best, 

Dean Garraffa 


Petitioner's Exhibit K 


Email from Tachner to Dean Garraffa 
dated 1/11/2011 
regarding missing copies of 
petitions to revive 


Subject: Re: From Dean Garraffa 
From: <ltachner@aol.com> 
Date: 1/11/2011 5:33 PM 
To: <deanatomic@aol.com> 
CC: <dougt@atomicaquatics.com> 

Dean: Janis says that the petitions for Atomic-1 and -2 were mailed to you Saturday, but IVe asked her to 
e-mail them now also. The petitions for 1 , 2, 1 0 and 14 are essentially identical except for the docket 
numbers and patent numbers referred to. Let me know if you need anything further in this regard. Leonard 

In a message dated 1/11/2011 3:51:44 P.M. Pacific Standard Time, Deanatomic@aol.com writes: 
Hi Leonard, 

Doug and I called you last Friday for a copy of filed petitions to revive our abandoned patents, 
yesterday I received by certified mail contaning the filing for the Atomic -30 Des new dive masl( 
having multicolored frame 

It appears this was sent last Friday, but nottiing else was inside the envelope should we expect a 
separate mailing for the Petitions? 


Dean Garraffa 


Petitioner's Exhibit L 

Email from Tachner to Doug Toth 
dated 2/2/2011 
regarding status of petitions to revive 


Subject: FW: Update 

From: "DougToth" <dougt@atomicaquatics.com> 

Date: 2/10/2011 12:20 PM 

To: "Dean Garraffe" <deanatomic@aoLcom> 


From: Ltadiner@aol.com [mailto:Ltachner@aol.com] 
Sent: Wednesday, February 02, 2011 11:34 AM 
To: dougt@atx)micaquatics.com 
Subject: Re: Update 

Doug: We've heard back oriy in regard to Atomic -19 and Atomic -23 so far. Both have been granted. Leonard 

In a message dated 2/2/2011 9:13:45 A.M. Pacific Standard Time, dougt@atomicaquatics.com writes: 
Leonard, 

Any response at all on any of the petitions filed yet? 

Doug Toth 
Atonnic Aquatics 


Petitioner's Exhibit M 

Email from Dean Garraffa to Doug Toth 

dated 5/5/2011 
forwarding IM conversation with Tachner 


Subject: From Dean Garraffa 

From: "C:Documents and SettingsDean gDesktopleonard Tachner" <patents.pfc@aol.com> 
Date: 5/5/2011 5:02 AM 
To: Deanatomic 

Hi Dan, 

Here is a short instant message conversation I had with Leo 


Deanatomic [9:37 AM]: Hi Leonard 
Ltachner 19:39 AM]: Whafs happening? 

Deanatomic [9:39 AM]: what's new asking again about the patents 

Ltachner [9:41 AM]: WeVe submitted a second physician's statement and further statements from me and 

Janis at the PTO's request 

Deanatomic [9:41 AM]: is that good for US? 

Ltachner [9:42 AM]: Ws hard to tell. But our petition is still ongoing. 

Deanatomic [9:43 AM]: Would you send me a short email that I could share this infomnation? 
Ltachner [9:43 AM]: Sure 

Deanatomic [9:44 AM]: Great when could you send this? 

Ltachner [9:45 AM]: Tm out of the office today, but I can get to it tomon^ow morning 
Deanatomic [9:45 AM]: OK can I use any of the text in this IM ? 
Ltachner [9:46 AM]: Oh sure. 

Deanatomic [9:46 AM]: Great I am sending him something to say we will send more tomorrow 
Ltachner [9:47 AM]: Very good 
Dean Garraffa 


16742 Burke Lane. Huntington Beach, CA 92647 
(714)-375-1433 Fax (714) 375-1435 


Petitioner's Exhibit N 


Email from Tachner to Dean GarrafFa 

dated 5/6/20 11 
regarding status of petitions to revive 


Subject: Status 
From: <ltachner@aol.com> 
Date: 5/6/2011 1:44 PM 
To: <deanatomic@aol,com> 

Dean: Further to yesterday's brief communication, bet\ween mid-April and this last Monday vje responded 
to requests for additional information from the USPTO in regard to the pending petitions. They >were 
primarily interested in having more direct statements tiiat Janis' illness was the cause of the problems. 
They specifically asked for another statement from her physician which would attribute her actions to her 
condition. We also submitted addrtional declarations from us to further describe the circumstances. 
I doni know whether this is newly submitted material will satisfy the USPTO, but we know that the petitions 
are still being considered. Leonard 


Petitioner's Exhibit O 


Email from Dean Garraffa 

dated 8/31/2011 
containing IM conversation 
with Tachner 


Subject: From Dean Garraffa 

From: "C:Documents and SettingsDean gDesktopIeonard Tachner" <patents-pfc@aoLcom> 

Date: 8/31/2011 9:23 AM 

To: <nschneider@seedmackall.com> 

CC: <dougt@atomicaquatics.com> 

Hi Nick. 

Please send this to Steve if you wish I just got this from Tachner if s the latest information. 


Deanatomic [1 :38 PM]: Hi Leonard, 
Ltachner [1:38 PM]: Hi 

Deanatomic [1:39 PM]: I have some questions about atomic 1 
Ltachner [1:39 PM]: Go 

Deanatomic [1 :40 PM]: Buyer said the patent office has now fully rejected all of your requests is this true? 
Ltachner [1:43 PM]: We have a call into the petitions branch examiner to inquire directiy from horse's 
mouth. PTO web site has no such indication. 

Deanatomic [1 :45 PM]: Ttheir side said the patent office rejected meaning all of the petitions you submitted. 
Deanatomic [1 :47 PM]: We need to see the hard copy but tiiey will not send it to me I went to theUSPTO site 
and there are many doucuments 
Deanatomic [1:47 PM]: documents sorry! 
Ltachner [1 :48 PM]: Til email you what we can see. 

Deanatomic [1:49 PM]: httD://DortaLusDto.QOv/external/portal/Dair here is where I went 

Deanatomic [1:52 PM]: I have a document tiiat says petition is dismissed Have you seen tiiis it's dated 

feb22 

Deanatomic [1:53 PM]: ??? 

Ltachner [1:56 PM]: Feb 22 was date of initial refusal to which we responded in April with additional 
infornration. That April resubmission is what we're waiting for a decision on, 
Ltachner [1 :58 PM]: Just emailed you log showing April date. 

Will do 

In a message dated 8/31/2011 2:13:11 P.M. Pacific Daylight Time, Deanatomic@aol.com writes: 
Hi Leonard, 

Their side is requesting a second opinion we need to hire and submit his findings by today or 
tomonrow. 

Please send your guy in to tiie Patent office as my urgent request to save our Atomic 1 and 
Atomic 2. 

As the top priorty. 


Dean Garraffa 


16742 Burke Lane, Huntington Beacti. CA 92647 
(714)-375-1433 Fax (714) 375-1435 


Attachment not found: C:\Documents and Settings\Dean g\My Docuinents\log-patent- 
actions.pdf 


Petitioner's Exhibit P 

Affidavit of Dean R. Garraffa 


DECLARATION OF DEAN R. G ARRAFFA 


SUPPORTING REINSTATEMENT OF U.S. PATENT 
NOS. 5,678,541; S.803.073; 6.463.640 and 6,761 J63 

I, Dean R. Garraffa, declare that I have direct knowledge of all facts set forth in this Declaration and: 

1. I am the sole inventor of the subject matter claimed in U.S. Patent No. 5,678,541 (the "'Subject 
Patent"). 

2. I am one of two founders of Atomic Aquatics (hereinafter "Atomic'*), an S-corporation founded in 
the state of California in 1996, the other founder being Douglas J. Toth. 

3. In 201 ] Atomic was reorganized as a limited liability company in the state of Delaware, which 
organization continues to this day. I am the President of Atomic, and Douglas J. Toth acts in the 
position of Vice President. 

4. During the period of 1 995 until the present year, Atomic has engaged the services of Patent Attorney 
Leonard Tachner ("Tachner") for substantially all of its patent prosecution and maintenance needs, 
including the maintenance of U.S. Patents 5,678,541; 5,803,073; 6,463,640; 6,761,163; 7,188,869; 
7,181,778; 7,686,032; 7,704,015 and 7,712,793 (the "Atomic Patents"). 

5. At all times. Atomic has considered the scheduling and payment of patent maintenance fees to be 
administrative, but vital acts best performed by a reliable entity regularly engaged in that practice. 

6. At the time of the issuance of the first of the Atomic Patents in 1997, Atomic had discussed the 
payment of maintenance fees. At about that time, Atomic gave instructions to Tachner to manage the 
maintenance fees of patents issuing while in Tachner's care, advising and invoicing Atomic as needed, 
which Tachner agreed to do. 

7. At no time has Atomic instructed Tachner not to pay a maintenance fee, and Atomic expected that 
Tachner would inform Atomic of any actions or moneys needed to maintain all of the Atomic Patents in 
force. 

8. Atomic received an invoice from Tachner dated August 1, 2000 including charges of "government 
fees" of $1440 for the "Payment of yearly renewal" in the European Patent Office for two patent 
applications. Atomic paid those fees to Tachner using check no. 5205 dated 8/15/00. 

9. Atomic received an invoice from Tachner dated Oct. 22, 2001 including charges of "government 
fees" of $440 for the "Payment of first annuity in the U.S. Patent and Trademark Office for Patent No. 
5,678,54 r\ Atomic paid those fees to Tachner using check no. 6629 dated 1 1/28/01 . 

10. Atomic continued to receive invoices from Tachner as work was performed in patent matters from 
2002 through 2010, which Atomic timely paid. 
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1 1 . In November of 20 1 0 and for the purpose of providing for an evaluation of the intellectual property 
of Atomic for potential investors. Atomic requested of Tachner a detailed status of the Atomic Patents. 
On Nov. 24, 2010, Atomic received from Tachner a status report of matters in his care, detailing the 
status of the Atomic Patents. In that report Atomic received its first notice that the maintenance fees for 
Patent Nos. 5,678,541; 5,803,073; 6,463,640 and 6,761,163 (hereinafter the "Lapsed Patents") had not 
been paid and these patents had lapsed. 

12. Upon learning of the lapsed status of the Lapsed Patents on Nov. 24, 2010, Atomic immediately 
contacted Tachner and inquired what could be done to reinstate the Lapsed Patents. 

13. On Nov. 29, 2010, 1 received an email from Tachner informing me that his secretary had had a 
"meltdown" of some kind that caused the failure of the payment of the maintenance fees for the Lapsed 
Patents. 

14. By Dec. 2, 2010, Tachner informed me that he was working on papers to be filed to revive the 
Lapsed Patents. 1 remained in regular contact with Tachner about the preparation of those papers. 

15. On Dec. 7, 2010, Tachner informed me that he was making progress in the preparation of the 
papers to revive the Lapsed Patents. 

16. Atomic was informed no later than Jan. 1 1, 201 1 that petitions had been filed to accept late 
payment of the maintenance fees in each of the Lapsed Patents on Dec. 22, 201 0 and Dec. 3 1 , 201 0. 
Atomic was not provided with copies of these petitions nor any supporting documentation. 

17. Atomic was informed by Tachner on Feb, 2, 201 1 that the petitions to revive filed in each of the 
Lapsed Patents had not yet been decided upon, 

18. On about May 5, 201 1, Atomic was informed by Tachner that the petitions to revive in each of the 
Lapsed Patents were "ongoing", the "petitions were still being considered", and further that the U.S. 
Patent and Trademark Office had requested additional information. 

19. From a source other than Tachner, I learned that he had filed subsequent requests/petitions dated 
and transmitted between April 1 1 and April 22, 201 1 in each of the Lapsed Patents. 

20. Atomic did not learn of the Decisions On Petition mailed in Feb. of 201 1 in each of the Lapsed 
Patents denying the acceptance of the late maintenance fees and reinstatement until August of 201 1 
when infonned by its investor. 

21. Prior to August of 2011 and not until learning of the Feb. 201 1 Decisions, I had no reason to 
believe that Leonard Tachner was providing misinformation regarding the status of the Lapsed Patents, 
nor had I any reason to believe that Tachner was not providing competent service. 

22. Neither 1 nor Atomic knew of the allegations of deception and misconduct made against Tachner 
by the Crank Brothers, Physical Optics Corporation or any other prior to October of 201 1 . 

23. Tachner has yet to inform Atomic of the Request for Information mailings of Oct. 6, 201 1 in each 
of the Lapsed Patents suggesting misconduct on the part of Tachner and/or his employees. 
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24. 1 did not learn of the Request for Information mailings dated Oct. 6, 201 1 in each of the Lapsed 
patents prior to October 18,2011. I learned about these mailings through agents of our investor. 

25. As of Nov. 1 5, 20 11 , 1 was not aware that there was no petition to revive pending against any of the 
Lapsed Patents. 

26. Prior to Nov. 24, 2010, Atomic had never received any notification of the lapsing of any of the 
Atomic Patents, including the lapsing of the *541 Patent in 2001. 

27. At any time, had Atomic had notice of the expiration of any of the Lapsed Patents, from Tachner or 
otherwise, it would have taken immediate action to revive them. 

28. 1 have reviewed the two invoices dated Oct. 22, 2001 and Aug. 1, 2000 with the accompanying 
copies of the checks used to pay them appearing in the Exhibits, and the email messages from or from 
me dated 11/29/2010, 12/2/2010, 12/7/2010, 1/11/2001, 2/10/2011, 5/5/2011, 5/6/2011, and 8/31/2011 
also appearing in the Exhibits, and report that they are accurate representations of their respective 
communications. 

29. I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by fine 
or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the Atomic Patents, of which the Subject Patent 
is one. 


Name: Dean R. GarrafFa 


Signature: 



Date: 
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Petitioner's Exhibit Q 

Affidavit of Douglas J. Toth 


DECLARATION OF DOUGLAS J. TOTH 


SUPPORTING REINSTATEMENT OF U,S, PATENT 
NOS, S,678>541: 5,803.073; 6.463,640 and 6.761.163 

I, Douglas J. Toth, declare that I have direct knowledge of all facts set forth in this Declaration and: 

1. I am the sole inventor of the subject matter claimed in U.S. Patent Nos. 5,803,073, 6,463,640 and 
6,761,163 (the '"Subject Patents"). 

2. I am one of two founders of Atomic Aquatics (hereinafter "Atomic"), an S-corporation founded in 
the state of California in 1 996, the other founder being Dean R. Garraffa. 

3. In 20 11 Atomic was reorganized as a limited liability company in the state of Delaware, which 
organization continues to this day. I am the Vice President of Atomic, and Dean R. Garraflfa acts in the 
position of President. 

4. During the period of 1995 until the present year, Atomic has engaged the services of Patent Attorney 
Leonard Tachner ("Tachner") for substantially all of its patent prosecution and maintenance needs, 
including the maintenance of U.S. Patents 5,678,541; 5,803,073; 6,463,640; 6,761,163; 7,188,869; 
7,181,778; 7,686,032; 7,704,015 and 7,712,793 (the "Atomic Patents"). 

5. At all times, Atomic has considered the scheduling and payment of patent maintenance fees to be 
administrative, but vital acts best performed by a reliable entity regularly engaged in that practice. 

6. At the time of the issuance of the fu^t of the Atomic Patents in 1997, Atomic had discussed the 
payment of maintenance fees. At about that time. Atomic gave instructions to Tachner to manage the 
maintenance fees of patents issuing while in Tachner's care, advising and invoicing Atomic as needed, 
which Tachner agreed to do. 

7. At no time has Atomic instructed Tachner not to pay a maintenance fee, and Atomic expected that 
Tachner would inform Atomic of any actions or moneys needed to maintain all of the Atomic Patents in 
force. 

8. Atomic received an invoice from Tachner dated August 1, 2000 including charges of "government 
fees" of $1440 for the "Payment of yearly renewal" in the European Patent OflBce for two patent 
applications. Atomic paid those fees to Tachner using check no. 5205 dated 8/15/00. 

9. Atomic received an invoice from Tachner dated Oct. 22, 2001 including charges of "government 
fees" of $440 for the "Payment of first annuity in the U.S. Patent and Trademark OflBce for Patent No. 
5,678,541". Atomic paid those fees to Tachner using check no. 6629 dated 11/28/01. 

10. Atomic continued to receive invoices from Tachner as work was performed in patent matters from 
2002 through 2010, which Atomic timely paid. 
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1 1 . In November of 201 0 and for the pxirpose of providing for an evalxiation of the intellectual property 
of Atomic for potential investors. Atomic requested of Tachner a detailed status of the Atomic Patents. 
On Nov. 24, 201 0, Atomic received from Tachner a status report of matters in his care, detailing the 
status of the Atomic Patents. In that report Atomic received its fu"st notice that the maintenance fees for 
Patent Nos, 5,678,541; 5,803,073; 6,463,640 and 6,761,163 (hereinafter the "Lapsed Patents") had not 
been paid and these patents had lapsed. 

12. Upon learning of the lapsed status of the Lapsed Patents on Nov, 24, 2010, Atomic inmiediately 
contacted Tachner and inquired what could be done to reinstate the Lapsed Patents, 

13. Atomic was informed no later than Jan. 11, 2011 that petitions had been filed to accept late 
payment of the maintenance fees in each of the Lapsed Patents on Dec. 22, 2010 and Dec. 3 1, 2010. 
Atomic was not provided with copies of these petitions nor any supporting documentation. 

14. Atomic was informed by Tachner on Feb. 2, 201 1 that the petitions to revive filed in each of the 
Lapsed Patents had not yet been decided upon. 

15. From a source other than Tachner, I leamed that he had filed subsequent requests/petitions dated 
and transmitted between April 1 1 and April 22, 201 1 in each of the Lapsed Patents. 

16. Atomic did not learn of the Decisions On Petition mailed in Feb. of 201 1 in each of the Lapsed 
Patents denying the acceptance of the late maintenance fees and reinstatement until August of 201 1 
when informed by its investor. 

1 7. Prior to August of 20 1 1 and not until learning of the Feb. 20 1 1 Decisions, I had no reason to 
believe that Leonard Tachner was providing misinformation regarding the status of the Lapsed Patents, 
nor had I any reason to believe that Tachner was not providing competent service. 

18. Neither I nor Atomic knew of the allegations of deception and misconduct made against Tachner 
by the Crank Brothers, Physical Optics Corporation or any other prior to October of 201 1 . 

19. Tachner has yet to inform Atomic of the Request for Information mailings of Oct. 6, 201 1 in each 
of the Lapsed Patents suggesting misconduct on the part of Tachner and/or his employees. 

20. I did not leam of the Request for Information mailings dated Oct. 6, 201 1 in each of the Lapsed 
patents prior to October 1 8, 201 1 . I leamed about these mailings through agents of our investor. 

21. As of Nov. 15, 201 1, 1 was not aware that there was no petition to revive pending against any of the 
Lapsed Patents. 

22. Prior to Nov. 24, 201 0, Atomic had never received any notification of the lapsing of any of the 
Atomic Patents, including the lapsing of the '541 Patent in 2001. 

22. At any time, had Atomic had notice of the expiration of any of the Lapsed Patents, firom Tachner or 
otherwise, it would have taken immediate action to revive them. 
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23. For one matter under the docket identifier of "Atomic 16desB", I had made inquiries as to the 
status of this application. Atomic was invoiced for the filing of this application, which Atomic paid, 
and upon inquiry Tachner's assistant would report that the Patent Office is just slow. I later learned that 
this application was never filed. 

24. I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and fijrther that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by fme 
or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such 
willfiil false statements may jeopardize the validity of the Atomic Patents, of which the Subject Patent 


IS one. 


Name: 


Douglas J. Toth 


Signature: 



Date: 
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Petitioner's Exhibit R 

Affidavit of Everett D. Robinson 


THE DECLARATION OF EVERETT a ROBINSON 


SUPPORTING REINSTATEMENT OF V.S. PATENT 
NOS, 5.678,541; 5,803.073; 6.463.640 and 6J6M63 

I Everett D. Robinson, declare that I have direct knowledge of all facts set forth in this Declaration 
and: 

1 . r am an attorney licensed to practice in the State of Utah and registered to practice with the U.S. 
Patent and Trademark Oftlce under registration no. 50,91 1. 

2. On September 19, 201 1 I was first introduced to U.S. Patent Nos. 5,678,541 ; 5,803,073; 6,463,640; 
and 6,761J63 (hereinafter the ''Lapsed Patents'') through a request to investigate the status of those 
Patents and others on a schedule provided to me for Atomic Aquatics. I responded to that request by 
September 27, 201 1 with a report that these Patents had expired due to nonpayment of maintenance 
fees. 

3. On September 27, 201 1 I participated in a telephone conference with Mr Mark Frederickson and 
Mr. Jon Christensen, both attorneys acting on behalf of Atomic Aquatics, to discuss these Lapsed 
Patents. Our discussion included the possibility of revival of the Lapsed Patents, and the difficulty of 
such revivals under the ''unavoidable" standard of 37 CFfl 1.378(b). 

4. On September 28, 201 1 1 was asked to perform a study into the feasibility of reviving the Lapsed 
Patents. 1 conducted that research in federal caselaw and through other large compilations of 
correspondence histories with the Office of Petitions available on the Internet and reported to Messrs. 
Frederickson and Christensen by October 18, 201 1. 

5. Between October I S and 26, 201 1 I received from Messrs. Frederickson and Christensen 
compilations prepared at my request of correspondence between Leonard Tachner and Atomic 
Aquatics. 

6. On November 2, 2011 I had reviewed the compilations provided in October and reported back with 
further requests for information. 

7. On November 8, 201 1 1 conversed with Mark Frederickson over the telephone about further 
information to be supplied in support of petitions to revive, and sent to him some questions for Atomic 
Aquatics principals to answer in preparation for the petitions of revival for the Lapsed Patents and 
declarations thereof 

8. On November 14, 201 1 1 received answers to my questions of IMovember 8 prepared by Dean R, 
Garraff^a and Douglas J. Toth. 1 returned to Messrs. GarrafTa and Toth some further questions, which 
were responded to on Nov. 15, 201 1 with copies of invoices from Leonard Tachner containing charges 
for the payment of maintenance fees and annuities. 
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9. Since November 23, 201 1 I have been regularly drafting the petition papers to revive the Lapsed 
Patents. 


10. I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by fine 
or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the Atomic Patents, of which the Subject Patent 


IS one. 


nine: 


Everett D. Robinson 


Signature: 



Date: 
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Petitioner's Exhibit S 


Decision in In re Georgialis, 
Pat. No. 4,740,967 
May 12, 2005 



United States Patent and Trademark Office 


CoMMiaatoiMeR for Patcnts 
Unitcd Statcs Patemt ano Trademark QFrice 

P.O. Box f 4SO 
AlcxaimORIA, VA 223 13- 1430 
www.uscnro.oov 


NICHOLAS C. GEORGALIS 
6981 IVANDALE 
INDEPENDENCE OH 44 1 3 1 


In re Application of 

NICHOLAS C. GEORGALIS 

Application No. 07/043,863 

Patent No. 4,740,967 

Filed: January 7, 1987 

Issue Date: April 26, 1988 

Title: DISPERSED SWITCHING 

TELECOMMUNICATION SYSTEM 


Paper No. 22 

COPY MAILED 

WAY 1 2 2005 
OFRttOFPEnnONS 

DECISION ON RENEWED PETITION 
UNDER 37 C.F.R.§ 1.378(E) 


This is a decision on the renewed petition filed November 16, 2004, under 37 C.F.R. § 1.378(e), 
requesting reconsideration of a prior decision pursuant to 37 C.F.R. §L378(b)^ which refused to 
accept the delayed payment of two maintenance fees for the above-referenced patent. On 
December 14, 2004, Petitioner submitted supplemental material. 

The request to accept the delayed payment of the maintenance fee is DENIED^. 

The patent issued April 26, 1988. The grace period for paying the year maintenance fee^ 
provided in 37 CFR 1.362(e) expired at midnight on April 26, 1996, with no payment received. 
Accordingly, the patent expired at midnight on April 26, 1996. 


* Any petition to accept an unavoidably delayed payment of a maintenance fee filed under 37 C.F.R. § 1 .378(b) must 
include: 

(1) The required maintenance fee set forth in 37 C.F.R, §1 .20 (e) through (g);. 

(2) The surcharge set forth in 37 C.F.R. §1 .20(i)(l), and; 

(3) A showing that the delay was unavoidable since reasonable care was taken to ensure that the 
maintenance fee would be paid timely and that the petition was filed promptly after the patentee was 
notified of, or otherwise became aware of, the expiration of the patent. The showing must enumerate the 
steps taken to ensure timely payment of the maintenance fee, the date and the manner in which patentee 
became aware of the expiration of the patent, and the steps taken to file the petition promptly. 

2 This decision may be regarded as a final agency action within the meaning of 5 U.S.C. §704 for the purposes of 
seeking judicial review. SeeMPEP 1002.02. 

3 The PTO's Patent Location and Monitoring System software does not show that the VA year maintenance fee was 
received. However, Petitioner has submitted evidence on renewed petition by way of a Maintenance Fee Statement, 
mailed by the Office on November 14, 1991, which establishes that this maintenance fee was paid. 
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Decision on renewed petition under 37 C.F.R. § 1.378(e) 
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With the original petition submitted on October 1, 2004 under 37 C.F.R, § 1.378(b), Petitioner 
submitted payment in the amount of $455, $1045, and $1610 for the delayed payment of the 
required 314 year , 7!4 year, and 1 1 i4 year maintenance fees, respectively, as well as the 
surcharge associated with the filing of this petition. 

The application issued on April 26, 1988. Petitioner asserted that due to financial hardship, he 
was unable to submit the required maintenance fees until the present time. 

To establish unavoidable delay, Petitioner submitted a statement of facts where Petitioner 
asserted financial hardship. A decision was mailed on November 15, 2004 which dismissed the 
petition for failing to establish that the delay was unavoidable in that Petitioner failed to submit a 
complete and thorough showing of his financial condition during the entire period between April 
26, 1996 and the date on which the petition was submitted. 

With the instant petition pursuant to 37 C.F.R. §1. 378(e), Petitioner has again failed to meet the 
requirement under 37 C.F.R. § 1.378(b)(3) of an adequate showing that the delay was 
unavoidable, A discussion follows. 


The standard 

35 U.S.C. §41(c)(l) states: 

The Director may accept the payment of any maintenance fee.. . after the six-month grace period if the delay^ is 
shown to the satisfaction of the Director to have been unavoidable. 

§ 1.378(b)(3) is at issue in this case. Acceptance of a late maintenance fee tinder the unavoidable 
delay standard is considered under a very stringent standard. Decisions on reviving abandoned 
applications on the basis of "unavoidable" delay have adopted the reasonably prudent person 
standard in determining if the delay was unavoidable: 

The word 'unavoidable' ... is applicable to ordinary human affairs, and requires no more or greater care or diligence 
than is generally used and observed by prudent and careful men in relation to their most important business^. 

In addition, decisions are made on a "case-by-case basis, taking all the facts and circumstances 
into account." ^ Nonetheless, a petition cannot be granted where a petitioner has failed to meet 
his or her burden of establishing that the delay was "unavoidable," 


4 This delay includes the entire period between the due date for the fee and the filing of a grantable petition pursuant 
to 37 C.F.R. § 1.378(b). 

5 In re Mattullath. 38 App D.C. 497, 514-15 (\9\7)(guoiins Ex parte Pratt. 1887 Dec. Comm'r Pat. 31, 32-33 

f 18871): see also Winkler v. Ladd. 221 F. Supp. 550. 552. 138 U.S.P.Q. 666, 167-68 (D.D.C. 1963), aflTd, 143 
U.S.P.Q. 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec. Comm'r Pat. 139. 141 (1913). 

6 Smith V. MossinghofT, 67 1 F.2d at 538, 213 U.S.P.Q. at 982. 
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An adequate showing that the delay in payment of the maintenance fee at issue was 
''unavoidable" within the meaning of 35 U.S.C. 41(c) and 37 CFR 1 .378(b)(3) requires a 
showing of the steps taken to ensure the timely payment of the maintenance fees for this patent. 
Where the record fails to disclose that the patentee took reasonable steps, or discloses that the 
patentee took no steps, to ensure timely payment of the maintenance fee, 35 U.S.C. 41(c) and 37 
C.F.R. § 1.378(b)(3) preclude acceptance of the delayed payment of the maintenance fee tmder 
37 CFR 1.378(b). 

A delay caused by an applicant's lack of knowledge or improper application of the patent statute, 
rules of practice, or the MPEP is not rendered "unavoidable" due to either the applicant's 
reliance upon oral advice from USPTO employees or the USPTO's failure to advise the applicant 
to take corrective action^. 


Presuming for the purposes of discussion that it was an act/omission of Counsel that contributed 
to any of the delay herein, the act(s) or omissions of the attomey/agent are imputed wholly to the 
applicant/client^ in the absence of evidence that the attomey/agent has acted to deceive the 


The portions of the MPEP relevant to the facts as presented 

2504 Patents Subject to Maintenance Fees 

37 CFR 1 .362. Time for payment of maintenance fees. 

(a) Maintenance fees as set forth in § § 1 .20(e) through (g) are required to be paid in all patents based on 
applications filed on or after December 12, 1980, except as noted in paragraph (b) of this section, to maintain a 
patent in force beyond 4, 8 and 12 years after the date of grant 

(b) Maintenance fees are not required for any plant patents or for any design patents. Maintenance fees are not 
required for a reissue patent if the patent being reissued did not require maintenance fees. 

(c) The application filing dates for purposes of payment of maintenance fees are as follows: 

( 1 ) For an application not claiming benefit of an earlier application, the actual United States filing date of 
the application. 

(2) For an application claiming benefit of an earlier foreign application under 35 U.S.C. 1 19, the United 
States filing date of the application. 

(3) For a continuing (continuation, division, continuation-in-part) application claiming the benefit of a prior 
patent application under 35 U .S.C. 120, the actual United States filing date of the continuing 


7 Haines. 673 F. Supp. at 316-17, 5 U.S.P.Q.2d at 1 131-32. 

8 See In re Sivertz. 227 USPQ 255, 256 (Comm'r Pat. 1985). 

9 The actions or inactions of the attomey/agent must be imputed to the petitioners, who hired the attomey/agent to 
represent them. Link v. Wabash Railroad Co. , 370 U.S. 626, 633-634, 82 S.Ct. 1386, 1390-91 (1962). The failure of 
a party's attorney to take a required action or to notify the party of its rights does not create an extraordinary 
situation. Moreover, the neglect of a party^s attorney is Imputed to that party and the party is bound by the 
consequences. See Huston v. Ladnen 973 F.2d 1564, 23 USPQ2d 1910 (Fed Cir. 1992); Herman Rosenberg and 
Parker Kalon Corp. v. Carr Fastener Co. , 1 0 USPQ 1 06 (2d Cir. 193 1 ), 

10 When an attorney intentionally conceals a mistake he has made, thus depriving the client of a viable opportunity 
to cure the consequences of the attomey's error, the situation is not governed by the stated rule in Link for charging 
the attorney's mistake to his client. In re Lonanlo. 17 USPQ2d 1455 (CommY. Pat. 1990). 
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application. 

(4) For a reissue application, including a continuing reissue application claiming the benefit of a reissue 
application under 35 U.S.C. 120, the United States filing date of the original non-reissue application on 
which the patent reissued is based. 

(5) For an international application which has entered the United States as a Designated Offtce under 35 
U.S.C. 371, the international filing date granted under Article 1 1(1) of the Patent Cooperation Treaty 
which is considered to be the United States filing date under 35 U.S.C. 363. 

(d) Maintenance fees may be paid in patents without surcharge during the periods extending respectively from: 

(1) 3 years through 3 years and 6 months after grant for the first maintenance fee, 

(2) 7 years through 7 years and 6 months after grant for the second maintenance fee, and 

(3) 1 1 years through 1 1 years and 6 months after grant for the third maintenance fee. 

(e) Maintenance fees may be paid with the surcharge set forth in § 1.20(h) during the respective grace periods 
after: 

( 1 ) 3 years and 6 months and through the day of the 4th anniversary of the grantfor the first 
maintenance fee. 

(2) 7 years and 6 months and through the day of the 8th anniversary of the grant for the second maintenance 
fee, and 

(3) 1 1 years and 6 months and through the day of the 12th anniversary of the grant for the third maintenance . 
fee. 

(f) If the last day for paying a maintenance fee without surcharge set forth in paragraph (d) of this section, or the 
last day for paying a maintenance fee with surcharge set forth in paragraph (e) of this section, falls on a 
Saturday, Sunday, or a federal holiday within the District of Columbia, the maintenance fee and any necessary 
surcharge may be paid under paragraph (d) or paragraph (e) respectively on the next succeeding day which is 
not a Saturday, Sunday, or Federal holiday. 

(g) Unless the maintenance fee and any applicable surcharge is paid within the time periods set forth in paragraphs 
(d), (e) or (0 of this section, the patent will expire as of the end of the grace period set forth in paragraph (e) 
of this section. A patent which expires for the failure to pay the maintenance fee will expire at the end of the 
same date (anniversary date) the patent was granted in the 4th, 8th, or 12th year after grant. 

(h) The periods specified in § § 1 .362 (d) and (e) with respect to a reissue application, including a continuing 
reissue application thereof, are counted from the date of grant of the original non-reissue application on which 
the reissued patent is based. 

Maintenance fees are required to be paid on all patents based on applications filed on or after December 12, 1980, 
except for plant patents and design patents. Furthermore, maintenance fees are not required for a reissue patent if the 
patent being reissued did not require maintenance fees. Application filing dates for purposes of determining whether 
a patent is subject to payment of maintenance fees are as follows: 

(A) For an application not claiming benefit of an earlier application, the actual United States filing date of the 
application. 

(B) For an application claiming benefit of an earlier foreign application under 35 U.S.C. 1 19(aHd), the actual 
United States filing date of the application. 

(C) For a continuing (continuation, division, continuation-in-part) application claiming the benefit of a prior patent 
application under 35 U.S.C. 120, the actual United States filing date of the continuing application. 

(D) For a reissue application, including a continuing reissue application claiming the benefit of a reissue 
application under 35 U.S.C, 120, the United States filing date of the original nonreissue application on which 
the patent reissued is based. 

(E) For an international application that has entered the United States as a Designated Office under 35 U.S.C. 37 1 , 
the international filing date granted under Article 1 1 ( I ) of the Patent Cooperation Treaty which is considered 
to be the United States filing date under 35 U.S.C. 363. 

2506 Times for Submitting Maintenance Fee Payments 

37 CFR 1 .362(d) sets forth the time periods when the maintenance fees for a utility patent can be paid widiout 
surcharge. Those periods, referred to generally as the "window period," are the 6-month periods preceding each due 
date. The "due dates" are defined in 35 U.S.C. 41 (b). The window periods are (1 ) 3 years to 3 1/2 years after the 
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date of issue for the first maintenance fee payment, (2) 7 years to 7 1/2 years after the date of issue for the second 
maintenance fee payment, and (3) 1 1 years to 1 1 1/2 years after the date of issue for the third and final maintenance 
fee payment. A maintenance fee paid on the last day of a window period can be paid without surcharge. The last day 
of a window period is the same day of the month the patent was granted 3 years and 6 months, 7 years and 6 months, 
or 1 1 years and 6 months after grant of the patent. 37 CFR 1 .362(e) sets forth the time periods when the 
maintenance fees for a utility patent can be paid with surcharge. Those periods, referred to generally as the "grace 
period," are the 6-month periods immediately following each due date. The grace periods are (1)3 1/2 years and 
through the day of the 4th anniversary of the grant of the patent, (2) 7 1/2 years and through the day of the 8th 
anniversary of the grant of the patent and, (3) 1 1 1/2 years and through the day of the 12th anniversary of the grant 
of the patent. A maintenance fee may be paid with the surcharge on the same date (anniversary date) the patent was 
granted in the 4th, 8th, or 12th year after grant to prevent the patent fi-om expiring. Maintenance fees for a reissue 
patent are due based upon the schedule established for the original utility patent. The filing of a request for ex parte 
or inter paries reexamination and/or the publication of a reexamination certificate does not alter the schedule of 
maintenance fee payments of the original patent. If the day for paying a maintenance fee falls on a Saturday, 
Sunday, or a Federal holiday within the District of Columbia, the maintenance fee may be paid on the next 
succeeding day that is not a Saturday, Sunday, or Federal holiday. For example, if the window period for paying a 
maintenance fee without a surcharge ended on a Saturday, Sunday, or a Federal holiday within the District of 
Columbia, the maintenance fee can be paid without surcharge on the next succeeding day that is not a Saturday, 
Sunday, or a Federal holiday within the District of Columbia. Likewise, if the grace period for paying a 
maintenance fee with a surcharge ended on a Saturday, Sunday, or a Federal holiday within the District of 
Columbia, the maintenance fee can be paid with surcharge on the next succeeding day that is not a Saturday, 
Sunday, or a Federal holiday within the District of Columbia. In the latter situation, the failure to pay the 
maintenance fee and surcharge on the next succeeding day that is not a Saturday, Sunday, or a Federal 
holiday within the District of Columbia will result in the patent expiring on a date (4, 8, or 12 years after the date of 
grant) earlier than the last date on which the maintenance fee and surcharge could be paid. This situation results 
fi^om the provisions of 35 U.S.C. 2 1 , but those provisions do not extend the expiration date of the patent if the 
maintenance fee and any required surcharge are not paid when required. For example, if the grace 
period for paying a maintenance fee with a surcharge ended on a Saturday, the maintenance fee and surcharge could 
be paid on the next succeeding business day, e.g., Monday, but the patent will have expired at midnight on Saturday 
if the maintenance fee and surcharge were not paid on the following Monday. Therefore, if the maintenance fee 
and any applicable surcharge are not paid, the patent will expire as of the end of the grace period as listed above. A 
patent that expires for failure of payment will expire on the anniversary date the patent was granted in the 4th, 8th, 
or 1 2th year after the grant. 


Application of the standard to the current facts and circumstances 

Petitioner's explanation of the delay has been considered, and it has been determined that it fails 
to meet the standard for acceptance of a late payment of the maintenance fee and surcharge based 
on unavoidable delay. 

In the original petition under 37 C.F.R.§ 1.378(b), submitted October 1, 2004, Petitioner set forth 
that he was not able to pay the maintenance fees at the lime which they were due. In the decision 
mailed November 1 5, 2004, Petitioner was instructed to submit a complete and thorough 
showing of his financial condition during the entire period of delay. 

With the renewed petition, Petitioner has supplied a rather voluminous packet of information 
containing, among other things, a statement of facts, charts showing cash flows from 1991 - 
1995, a Net Worth Table spanning from 1987 - 2003, a receipt which confirms submission of the 
31/2 year maintenance fee, tax returns for 1991 - 1995, end of year bank statements for this same 
time period, a listing of home mortgage payments from 1991 - 2004, end of year credit card 
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summaries for 1 99 1 - 1 995 and 2002, utility payments for 2004, a summary of Petitioner's 
severance pay and pension buyout, and a personal statement of benefits from Petitioner's former 
employer. 

As set forth in the previous decision, Petitioner should be made aware that the standard 
associated with the filing of a petition under the unavoidable standard is extremely diflFicult to 
meet. 

Petitioner's explanation of the delay has been considered, and it has been determined that it fails 
to meet the standard for acceptance of a late payment of the maintenance fees and surcharge, for 
the reasons which follow". 

Petitioner has not made an adequate showing that the failure to pay the maintenance fee was 
unavoidable, given the exercise of due care. The period for paying the 7/4 year maintenance fee 
without the surcharge extended from April 26, 1995 to October 26, 1995, and for paying with the 
surcharge from October 27, 1995 to April 26, 1996. Thus, the delay in paying the VA year 
maintenance fee extended from April 27, 1996 to the filing of the petition on October 1, 2004. 


The entire period of delay is the relevant period : 

Petitioner states that he does not agree that the entire period of the delay should be considered, 
but rather the only time that is relevant is the time when the maintenance fee was due. Petitioner 
states that if the Office were to consider only the period following the date the maintenance fee 
was due would be to provide "no rational basis for explaining why the maintenance fee was not 
paid at the time that it was due thereby making the delay in payment unavoidable in the first . 
instance*^." Petitioner is reminded that the statue^ 35 U.S.C. 41(c)(1) cited above, requires that 
the delay in submitting the maintenance fee was unavoidable. By definition, the delay inherently 
includes the period following the date the maintenance fee was due. Petitioner's argument is 
inconsistent with the statute. See also MPEP 71 1.03(c) and 37 C.F.R. § 1.378(b)(3), which 
requires 

A showing that the delay was unavoidable since reasonable care was taken to ensure that the maintenance fee would 
be paid timely and that the petition was filed promptly after the patentee was notified of, or otherwise became 
aware of, the expiration of the patent. The showing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware of the expiration of the patent, and 
the steps taken to file the petition promptly . (Emphasis added). 

Since the petition which Petitioner has filed requires a showing that the delay was unavoidable. 
Petitioner is required to establish that he could not submit the maintenance fees from the time 


See: In re AoDlication ofS. 8 USPQ2d 1630. 1632 (CommV Pats. 1988). Where there is a question whether the delay was unintentional, the 
petitioner must meet a burden o f establishing that the delay was unintentional within the meaning of 35 U.S.C. § 4 1 (a)(7) and 37 C.F.R. 
§ I 137(b). Sec: In re Aoplication of G. 1 1 USPQ2d 1378, 1380 (Comm'r Pats. 1989). 

12 Supplement to renewed petition, page 2. 
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that they were due until the time that they were eventually submitted to the Office, Put another 
way, Petitioner is required to establish that the entire period of delay was unavoidable. 

Petitioner argues, inter aha, "that it is unreasonable to expect that [a "financial hardship"] 
standard can be met for the entire period [from 1995 to 2004];" that "the standard vn\l always 
lead to a denial of the petition, hence thwart the intent of the law," and that the "effect of high 
standards relating to unavoidable delay of maintenance fees required by the Patent Office is to 
deny permanently the property rights of an inventor granted under the Patent Law and the United 
States." Petitioner asserts that the standard applied by the Office is arbitrary and capricious.'^ 
Unfortunately for Petitioner, the heavy burden necessary to establish that a delay was 
xmavoidable is precisely what Congress required when 35 U.S.C. §4 1(c) was enacted. See 49 
FR34716: "The legislative history of Pub. L. 97-247, House Report. 47-542 (Committee of the 
Judiciary) which indicates that "[ajfter the expiration of a reasonable period of time, the patentee 
would bear a heavy burden of proof that the delay was unavoidable." It was because of the 
difficulty in satisfying the standard that prompted Congress, in 1992, to amend 35 U.S.C. §4 1(c) 
to include the lesser standard of "unintentional" delay, subject to the 24 month time period. See 
House Report 102-993 ("The 'unavoidable' standard has proved to be too stringent in many 
cases. Many patentees have been deprived of their patent rights in failure to [pay the 
maintenance fees for reasons that may have been unintentional yet not avoidable.") 

Petitioner has failed to address the entire period of the delay, and it is not clear why Petitioner 
waited until recently to submit his maintenance fees. The 714 year and 1 1 V2 year maintenance 
fees, at the time which they were due, were $995 and $1455, respectively. As will be shovm 
below, Petitioner was clearly financially capable of making these payments. 

The issue of affordabilitv/financial hardship : 

Petitioner has alleged that he was unable to submit the maintenance fees for the above-identified 
patent. Petitioner has a wife and four children, and was employed by the local phone company 
as an engineer and manager until he was laid off in September of 1994. At the time of his layoff, 
Petitioner received $50,000 after taxes. 

In 1995, Petitioner's daughter transferred to Cleveland State University after spending a year at 
Ohio State University, and Petitioner assisted her in her expenses'"*. 

In 1997, Petitioner paid for his oldest son to attend Case Western Reserve University, the cost of 
which Petitioner estimated at $20,000 per year. It is assumed that his son attended the school for 
four years*^. This same year, Petitioner purchased a new car for $23,000*^. Petitioner also 
makes mention of expenses for a "long planned vacation to Greece'^." Petitioner's "End of Year 
Credit Card Summary for 2002" shows, inter alia, credit card charges to restaurants totaling over 


13 Id. 

14 Renewed petition, page 4. 

15 Id, 

16 Id. at page 8. 

17 Id, 
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$5000, retail charges of over $1 1,000, lodging and airfare charges over $3000, miscellaneous 
charges over $6,000, etc. 

Petitioner explains: 

these expenses along with my diminished prospects about my future retirement as well as the expectation of at least 
13 more years of college payments*^ played a pivotal role in my decision regarding the payment of maintenance fees 
in 1995. 

Renewed petition, page 5. 

Clearly, Petitioner had the means to submit the maintenance fee, but allocated these funds to 
other sources. Petitioner has reported his net worth for the years 1996 and 1997 as $3 1 1,634 and 
$333,973, respectively. A net worth amount of $201,915 appears to be indicated for year 2002, 
though the data in this column appears incomplete. It is noted that Petitioner has not reported his 
present net worth, or the net worth for years 1 998-200 1 or 2003. 

In the supplement to the petition, received on December 14, 2004, Petitioner states that he is not 
asserting financial hardship, which Petitioner understands as implying that he must show that he 
was in bankruptcy in the entire period, but rather that when he was laid off, his perception of his 
future net worth diminished*^. As such, Petitioner asserts that the standard should not be 
financial hardship, but rather affordability, and as such, "the projected loss of net worth can be 
used to make a reasonable judgment regarding the ability to pay the maintenance fee at the time 
that it was due and thereafter as welP*^." In other words, Petitioner realized that he would not 
have as much money in the future as he once though that he might, and as such, present spending 
had to be curtailed so as to prepare for the diminishment in his perceived future new worth. 
Petitioner adds that his case is unique in that his business interests and his family interests are 
bound together. Every person with a family has business interests which cannot be separated 
fi-om his family interests. 

Petitioner has asserted that he simply could not afford to pay the $995 maintenance fee in 1996 
and the $1455 maintenance fee in 2000. However, Petitioner has made it clear that he was able 
to afford to send his son to a rather expensive university, he was able to afford the purchase of a 
brand new car, he was able to afford a trip to Europe, he was able to eat out at restaraunts and 
stay at hotels, etc. This, coupled with the fact that his net worth was hundreds of thousands of 
dollars, suggests that Petitioner had the $995 in 1996 and the $1455 in 2000, had he chose to 
spend it. It is clear that Petitioner could have submitted the payments, but chose not to, since he 
had other priorities which were placed above the maintenance of this patent. 

On page 4 of the supplement to the renewed petition under 37 C.F.R. §1 .378(e), Petitioner 
correctly sets forth that the standard adopted by the courts is that of a reasonably prudent person 
acting in relation to their most important business . Petitioner then immediately writes that the 


18 There were still two younger children who would eventually be attending college. 

1 9 Supplement, page 2. 

20 Id. 
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payment of the maintenance fee was not his most important business^'. As such, Petitioner has 
set forth that he cannot meet the standard required under this rule, in that he has set forth ihaX 
paying his current debts, paying his mortgage, food, clothing, fuel, utilities, taxes, insurance, 
home and car maintenance, entertainment, saving for college tuition, saving for his retirement, 
contributing to his church, and contributing to charities are each more important to him than his 
patent. As such. Petitioner has not treated this patent as his most important business, because he 
has other obligations which are more important to him. As stated above, the failure of a patentee 
to treat his patent as his most important business precludes the granting of a petition under 37 
C.F.R, §L378(e). 

Furthermore, Petitioner has set forth that if this petition is denied, that would have the effect of 
the PTO reordering his personal priorities through beauracratic fiat^^. Such is not the case. The 
reasonably prudent person standard recited above comes not from beauracratic fiat, but rather 
from judicial decree interpreting the statutory requirements that the delay be "unavoidable^'^." 

Finally, as stated above, Petitioner had the means to pay the maintenance fee, but chose to 
allocate his financial resources to other matters. Petitioner has set forth that he believed that 
failure to submit the maintenance fee in a timely fashion would result in the patent becoming 
dormant, but not expired^'*. As such. Petitioner was clearly misinformed, and this belief indicates 
a lack of understanding of the consequences which befall patentees when maintenance fees are 
not timely paid. The lack of knowledge pertaining to failure to submit maintenance fees will not 
shift the burden of monitoring the time for paying a maintenance fee from the patentee to the 
Office, and as such, a lack of understanding cannot be used to support a finding that the delay 
was "unavoid.able^^" 


CONCLUSION 

The prior decision which refused to accept, under 37 C.F.R §1 .378(b), the delayed payment of a 
maintenance fee for the above-identified patent, has been reconsidered. For the above stated 
reasons, the delay in this case cannot be regarded as unavoidable within the meaning of 35 
U.S.C. §41(c)(l) and 37 C.F.R. §1. 378(b). 

Since this patent will not be reinstated, Petitioner is entitled to a refund of the surcharge and the 
three maintenance fees he submitted with the original petition. The $130 fee associated with the 
filing of a renewed petition under 37 C.F.R. § 1 .378(e) will not be refunded. A treasury check 
will be issued in due course. 


21 Id. at 5. 

22 Id. 

23 In re Mattullath , supra. 

24 Supplemental petition, page 5. 

25 See In re Sivertz, supra. 
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This is a decision on the renewed petition filed on October 1, 
2007, pursuant to 37 C/F.R, § 1.378(e)- requesting 
reconsideration of a prior decision pursuant to 37 C.F.R. 


1 Any petition to accept an unavoidably delayed pa^'T^ent of a maintenance fee 
filed under 37 C.F.R. § 1.378 (b) must include: 

(1) The recruired maintenance fee set forth in 37 CF.R. §1.20 (e) through 
(g); 

(2) The surcharge set forth in 37 C.F.R. § 1.20(i)(l), and; 

(3) A showing that the delay was unavoidable since reasonable care was 
taken to ensure that the maintenance fee v;ould be paid timely and that 
the petition was filed promptly after the patentee was notified of, or 
otherwise became aware of, the expiration of the patent. The showing 
must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became 
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§ 1.378(b), which refused to accept the delayed payment of 
maintenance fees for the above -referenced patent. 
The request to accept the delayed payment of the maintenance fee 
is DENIED^ 

The patent issued on March 1, 1994, The grace period for 
paying the 7^-year maintenance fee provided in 3 7 C.F.R. 
§ 1.362(e) expired at midnight on March 1, 2002, with no payment 
received. Accordingly, the patent expired on March 1, 2002 at 
midnight . 

Mr. Tan is the inventor. The Assignee is a corporate entity by 
the name of Cynosure, Inc. (Cynosure). The Petitioner is a 
member of the law firm Hamilton, Brook, Smith L Reynolds (HBSR) . 

An original petition pursuant to 37 C.F.R. § 1.378(b) was filed 
on November 6, 2006 to reinstate the above -identified patent. 
This petition was dismissed via the mailing of a decision on 
August 1, 2007, for failure to establish that the entire period 
of delay was unavoidable. 

Petitioner has submitted, inter alia, the surcharge associated 
with a petition to accept late payment of a maintenance fee as 
unavoidable, the 7M and llM-year maintenance fees, a statement 
of facts, and the surcharge that is associated with the filing 
of this renewed petition. 

Petitioner has met the first and second requirements set forth 
in 37 C.F.R, §1. 378(b). A discussion of the third requirement 
follows . 


The standard 

35 U.S.C. §41(c)(l) states: 

The Director may accept the payment of any maintenance fee., 
after the six-month grace period if the delay^ is shown to 
the satisfaction of the Director to have been unavoidable. 


aware of the expiration of the patent, and the steps taken to file the 
petition promptly. 

2 This decision may be regarded as a final agency action within the meaning 
of 5 U.S.C. §704 for the purposes of seeking judicial review. See MPHP 
§ 1002.02. 
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§1.378 (b) (3) is at issue in this case. Acceptance of a late 
maintenance fee under the unavoidable delay standard is 
considered under the same standard for reviving an abandoned 
application under 37 C.F.R. § 1.137(a). This is a very 
stringent standard. Decisions on reviving abandoned 
applications on the basis of "unavoidable" delay have adopted 
the reasonably prudent person standard in determining if the 
delay was unavoidable: 

The word 'unavoidable' ... is applicable to ordinary 
human affairs, and reqxiires no more or greater care or 
diligence than is generally used and observed by 
prudent and careful men in relation to their most 
important business^ . 

In addition, decisions are made on a "case-by-case basis, taking 
all the facts and circumstances into account," Nonetheless, a 
petition cannot be granted where a petitioner has failed to meet 
his or her burden of establishing that the delay was 
"unavoidable"" . " 

An adequate shov^ing that the delay in payment of the maintenance 
fee at issue was unavoidable" within the meaning of 35 U.S.C. 
§ 41(c) and 37 C.F.R. § 1.378(b)(3) requires a showing of the 
steps taken to ensure the timely payment of the maintenance fees 
for this patent. Where the record fails to disclose that the 
patentee took reasonable steps, or discloses that the patentee 
took no steps, to ensure timely payment of the maintenance fee, 
35 U.S.C. § 41(c) and 37 C.F.R. § 1.378(b)(3) preclude 
acceptance of the delayed payment of the maintenance fee under 
37 C.F.R. § 1.378 (b) . 

The burden of showing the cause of the delay is on the person 
seeking to revive the application^. 

A delay caused by an applicant's lack of knowledge or improper 
application of the patent statute, rules of practice, or the 


3 This delay includes the entire period betv;een the due date for the fee and 
the filing of a grantable petition pursviant co 37 C.F.R. §1.37S(b). 

4 In re Mattullath , 38 App . D.C. 497, 514-15 (1912) (quoting Ex parte Pratt , 
1887 Dec. Comm'r Pat. 31, 32-33 (1887)); see also Winkler v. Ladd , 221 F. 
Supp. 550, 552, 138 U.S.P.Q. 666, 167-68 (D.D.C. 1963), aff_'_d, 143 
U.S.P.Q. 172 (D.C. Cir. 1963); Ex parte Henrich , 1913 Dec. cfomni'r Pat. 139, 
141 (1913) . 

5 Haines , 673 F. Supp. at 316-17, 5 U.S.P.Q. 2d at ''131-32 
g Id. 
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MPEP is not rendered "unavoidable" due to either the applicant's 
reliance upon oral advice from USPTO employees or the USPTO's 
failure to advise the applicant to take corrective action'^. 

The Office must rely on the actions or inactions of duly 
authorized and voluntarily chosen representatives of the 
applicant, and the applicant is bound by the consequences 
of those actions or inactions^. Specifically, a 
petitioner's delay caused by the mistakes of negligence of 
his voluntarily chosen representative does not constitute 
unavoidable delay within the meaning of 35 U.3.C. § 133^' 

The actions of the attorney are imputed to the client, for 
when a petitioner voluntarily chooses an attorney to 
represent him, the petitioner cannot later avoid the 
repercussions of the actions or inactions of this selected 
representative, for clients are bound by the acts of their 
lawyers/agents, and constructively possess "notice of all 
facts, notice of which can be charged upon the attorney^^'. " 

Courts hesitate to punish a client for its lawyer *s gross 
negligence, especially v/hen the lawyer affirmatively misled 
the client," but "if the client freely chooses counsel, it 
should be bound to counsel's actions"*." 

Presuming for the purposes of discussion that it was an 
act/omission of Counsel that contributed to any of the delay 
herein, the act(s) or om.issions of the attorney/agent are 
imputed wholly to the applicant/client^^ in the absence of 


7 See In re Sivertz, 227 USPQ 255, 256 {Comm'r Pat. 1585). 

8 Link V. Wabash , 370 U.S. 626, 633-534 (1962), 

9 Haines , 673 F.Supp, at 316-17, 5 U,S.P.Q.2d at 1131-32; Smith v. Diamond , 
209 USPQ 1091 (D.D.C. 1931); Potter v. Dann , 201 USPQ 574 (D.D.C. 1978); Ex 
parte Murray , 1891 Dec. Comm'r Pat. 103, 131 (Comm'r Pat. 1891). 

10 Link at 633-634 . 

11 Inryco, Inc. v. Metropolitan Engineering Co., Inc. , 708 F.2d 1225, 1233 
(7th Cir. 1983). See also , Wei v. State of Hawaii , 763 F.2d 370, 372 (9th 
Cir. 1985); LeBlanc v. I.N.S. , 715 F.2d 685, 694 (1st Cir, 1983). 

12 The actions or inactions of the attorney/agent must be imputed to the 
petitioners, who hired the attorney/agent to represent them. Link v. V?abash 
Railroad Co. , 370 U.S. 625, 633-634, 82 S . Ct . 1335, 1390-91 (1962). The 
failure of a party's attorney to take a required action or to notify the 
party of its rights does not create an extraordinary situation. Moreover, the 
neglect of a party's attorney is imputed to that party and the party is bound 
by the consequences. See Huston v. Ladner , 973 F.2d 1564, 23 USPQ2d 1910 
(Fed Cir. 19d2) ] Herman Rosenberg and Parker Kalon Corp. v. Carr Fastener 
Co., 10 USPQ 106 (2d Cir. 1931) , 
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evidence that the attorney/agent has acted to deceive the 
client .^^ 

Moreover, Link sets forth: 

" [I] f an attorney's conduct falls substantially below what is 
reasonable under the circumstances, the client's remedy is 
against the attorney in a suit for malpractice. But keeping [a) 
suit alive merely because plaintiff should not be penalized for 
the omissions of his ov/n attorney would be visiting the sins of 
plaintiff's la\Tyer upon the defendant'* , 


Portions of the Code of Federal Regulations and the MPEP 
relevant to the cLbandonment of this application 

37 C.F.R. § 1.362 Time for payment of maintenance fees. 

(a) Maintenance fees as set forth in §§ 1.20(e) through (g) are required to 
be paid in all patents based on applications filed on or after December 12, 
1980, except as noted in paragraph (b) of this section, to maintain a patent 
in force beyond 4, 3 and 12 years after the date of grant. 

(b) Maintenance fees are not required for any plant patents or for any design 
patents. Maintenance fees are not required for a reissue patent if the patent 
being reissued did not require maintenance fees. 

(c) The application filing dates for purposes of payment of maintenance fees 
are as follows: 

(1) For an application not claiming benefit of an earlier application, the 
actual United States filing date of the application. 

(2) For an application claiming benefit of an earlier foreign application 
under 35 U.S.C. 119, the United States filing date of the application. 

(3) For a continuing (continuation, division, continuation-in-part) 
application claiming the benefit of a prior patent application under 35 
U.S.C. 120, the actual United States filing date of the continuing 
application . 


13 When an attorney intentionally conceals a mistake he has made, thus 
depriving the client of a viable opportunity to cure the consequences of the 
attorney's error, the situation is not governed by the stated rule in Link 
for charging the attorney's mistake to his client. In re Lonardo , 17 USPQ2d 
1455 (Comm'r. Pat. 1950). 

14 Link at 634. See also Mekdeci v. Merrell Nat ' 1 . Laboratories , 711 F.2d 
1510, 1522-23 (ilth Cir. 1583) ("'There is no constitutional or statutory 
right to effective assistance of counsel on a civil case.' . . . [A] 'party 
- . does not have any right to a new trial in a civil suit because of 
inadequate counsel, but has as its remedy a suit against the attorney for 
malpractice.'") (q^joting Watson v. Moss, 619 ?.2d 775. 776 {3th Cir. 13S0)) 

Kushner v. Winterthur Swiss Ins. Co. , 620 ?.2d 404, 403 (3rd Cir. 1980) 
( "An^aggrieved party in a civil case, involving only private litigants unlike 
a defendant in a criminal case, does not have a constitutional right to the 
effective assistance of counsel. The remedy in a civil case, in which chosen 
counsel is negligent, is an action for malpractice."). 
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(4) For a reissue application, including a continuing reissue application 
claiming the benefit of a reissue application under 35 U.S.C. 120, the United 
States filing date of the original non- reissue application on which the 
patent reissued is based. 

(5) For an international application which has entered the United States as a 
Designated Office under 35 U.S.C. 371, the international filing date granted 
under Article 11(1) of the Patent Cooperation Treaty which is considered to 
be the United States filing date under 35 U.S.C. 363. 

(d) Maintenance fees may be paid in patents v/ithout surcharge during the 
periods extending respectively from: 

(1) 3 years through 3 years and 6 months after grant for the first 
maintenance fee, 

(2) 7 years through 7 years and 6 months after grant for the second 
maintenance fee, and 

(3) 11 years through 11 years and 6 months after grant for the third 
maintenance fee. 

(e) Maintenance fees may be paid v;ith the surcharge set forth in § 1.20(h) 
during the respective grace periods after: 

(1) 3 years and 6 months and through the day of the 4th anniversary of the 
grant for the first maintenance fee. 

(2) 7 years and 6 months and through the day of the 8th anniversary of the 
grant for the second maintenance fee, and 

(3) 11 years and 6 months and through the day of the 12th anniversary of the 
grant for the third maintenance fee. 

(f) If the last day for paying a maintenance fee without surcharge set forth 
in paragraph (d) of this section, or the last day for paying a maintenance 
fee with surcharge set forth in paragraph (e) of this section, falls on a 
Saturday, Sunday, or a federal holiday within the District of Columbia, the 
maintenance fee and any necessary surcharge may be paid under paragraph (d) 
or paragraph (e) respectively on the next succeeding day which is not a 
Saturday, Sunday, or Federal holiday. 

(g) Unless the maintenance fee and any applicable surcharge is paid within 
the time periods sec forth in paragraphs (d) , (e) or (f) of this section, the 
patent will expire as of the end of the grace period set forth in paragraph 
(e) of this section. A patent which expires for the failure to pay the 
maintenance fee will expire at the end of the same date (anniversary date) 
the patent was granted in the 4th, 8th, or 12th year after grant. 

(h) The periods specified in §§1.362 (d) and (e) with respect to a reissue 
application, including a continuing reissue application thereof, are counted 
from the date of grant of the original non- reissue application on which the 
reissued patent is based. 

(49 FR 34724, Aug. 31, 1984, added effective Nov. 1, 1984; paras, (a) and 
(e) , 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991; paras, (c)(4) and 
(e) revised and para, (h) added, 58 FR 54504, Oct. 22, 1993, effective Jan. 
3, 1994) 


Application of the standard to the current facts and 

circumstances 

Petitioner's explanation of the delay has been considered, and 
it has been determined that it fails to meet the standard for 
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acceptance of a late payment of the maintenance fee and 
surcharge, as set by 35 U.S.C. § 41(c) and 37 C.F.R. 
§ 1.378 (b) (3) . 

The arguments and exhibits submitted on renewed petition have 
been reviewed and considered, and they have not been deemed to 
be persuasive. 

The period for paying the 7^^-year maintenance fee without the 
surcharge extended from March 1, 2001 to September 1, 2001, and 
for paying with the surcharge from Septem.ber 2, 2001 to March 1, 
2002, Thus, the delay in paying the 7M-year maintenance fee 
extended from March 1, 2002 at midnight to the filing of the 
original petition on November 6, 2006. 

The underlying facts are summarized as such: 

• The inventor assigned all patent rights to Cynosure. 

• On March 1, 1994, the present patent issued. 

• At the time of issuance, Horace Furumoto was the President 
of Cynosure; Emanuel Crespo served as Cynosure's in-house 
attorney, and Cynosure relied on outside counsel (David 
Prashker) to track its maintenance fee payments. 

• The 3i^-year maintenance fee v/as timely submitted on 
November 20, 19 97, along with the required surcharge, by an 
unknown entity. 

• In 2003, Cynosure underwent a corporate restructuring, Mr. 
Furumoto retired, and Mr. Crespo left the company. 

• Prior to the restructuring, George Cho was responsible for 
Cynosure's clinical studies, regulatory affairs, and 
quality assurances. After the corporate restructuring, he 
became responsible for regulatory affairs and management of 
Cynosure's intellectual property. 

• Upon assuming responsibility for Cynosure's patents, Mr. 
Cho was given a list of what was intended to constitute 
Cynosure's entire patent portfolio. The present patent did 
not appear on the list, which had been had previously 
maintained by Mr, Crespo. 

• It is not clear when Cynosure ceased using David Prashker 
as outside counsel, and retained the services of HBSR, 

The decision on the original petition set forth that Petitioner 
had failed to establish that the entire period of delay was 
unavoidable for the following reasons: 
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1. It was not clear who submitted the first maintenance fee. 

2. It had not been established that Mr, Prashker had any steps 
in place for ensuring the timely payment of the mainteinance 
fee . 

3. Petitioner had submitted a statement of facts from George 
Cho, however Mr. Cho does not have firsthand knowledge of 
"the facts involved at the time of expiration of the patent 
for failure to pay the second maintenance fee." 

4. The decision further indicated that a statement of facts 
would be required from Messrs. Furumoto and Crespo, 
indicating why this patent was not included in the list 
that was presented to Mr. Cho and represented as Cynosure's 
complete patent portfolio. The decision also indicated 
that a statement of facts would be required from Mr. 
Prashker . 

Regarding the first and second points above ^ it has not been 
determined who submitted the first maintenance fee, nor has it 
been established that any steps were in place for ensuring that 
the maintenance fee would be submitted in a timely manner. 

Petitioner has set forth that "[t]he evidence suggests that Mr. 
Prashker did pay the first maintenance fee../^" Petitioner has 
further asserted "(tlhe evidence furthest suggests that Mr. 
Prashker...had a system in place for monitoring deadlines and 
paying maintenance fees...*^" Each assertion amounts to mere 
supposition and conjecture. In essence, Petitioner has based 
his first assumption on the fact that Mr. Prashker was acting as 
outside counsel at the time. The second assumption is based on 
the first - if Mr. Prashker submitted the first maintenance fee, 
then he must have had a system for tracking the maintenance fees 
that was reliable. 

Petitioner further set forth "[wjhatever system v;as in place 
that resulted in the first maintenance fee being paid, the 
evidence suggests that this system failed with respect to the 
fee due in 2001-2002^-." 

Petitioner has not described what steps, if any, Mr. Prashker 
had in place for ensuring the timely siibmission of the 
maintenance fee. 


15 Renewed petition, page 3. 

16 Ia_^ at 4 . 

17 Id. 
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Petitioner has added that HBSR handled *'the majority of 
Cynosure's patents" during "the time period relevant to this 
case (i.e. 2001-2002)*'^." The inclusion of the word ^'majority/' 
coupled with the assertion regarding the failure of the system 
that Petitioner has asserted that Mr. Prashker had in place 
strongly suggests that HBSR was not in charge of tracking the 
maintenance fees for this patent at the time of expiration. As 
such, the system that HBSR had in place is not relevant to the 
expiration of this patent. 

Assuming arguendo that HBSR v/as in charge of tracking the 
maintenance fees for this patent at the time of expiration, it 
is not clear why this maintenance fee was not timely submitted. 
Petitioner has described the tracking system that HBSR has in 
place, and has indicated that a patent is entered into the 
docketing system "upon receipt of the Issue Notification from 
the USPTO*^." This patent issued in 1994. As such, it does not 
appear that this patent would have been entered into HBSR's 
docketing system, and no mention has been made of any provision 
for when HBSR assumes responsibility of issued patents. 

Regarding the third point above , Petitioner has asserted that 
Mr. Cho is "directly knowledgeable of Cynosure's current and 
historical practices v;ith respect to maintenance fee payments^^," 
and has cited to the fourteenth paragraph of Mr. Cho's 
declaration of facts. This paragraph has been reviev/ed, and it 
appears that his knowledge is limited to an approximate number 
of patents that Cynosure ovms, the fact that Cynosure relies on 
outside counsel, and that this system has worked "well to date." 
Mr. Cho does not appear to have any firsthand knowledge 
pertaining to the docketing system that Mr. Prashkar might or 
might not have had in place, or the identity of the party v.*ho 
submitted the first maintenance fee. These are the relevant 
issues, and it is clear that Mr. Cho does not have any firsthand 
knowledge relating to them.. 

The requirement that Petitioner must address the issue of why 
this patent was not included in the list that v;as presented to 
Mr. Cho, and represented as Cynosure's complete patent 
portfolio, does not appear to have been addressed. 


18 Id. at 2 . 
20 Id. 
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Regarding the fourth point above , a statement of facts has not 
been provided from any of these three individuals. Petitioner 
has asserted that Mr. Furumoto is deceased. It appears that 
Petitioner has made the conscious decision not to provide a 
statement from Messrs. Crespo and Prashker, based on their 
indication to Petitioner that they had no recollection of any 
information related to this patent^\ Nevertheless ; statements 
from these individuals were required^^, and they have not been 
provided. Without statements from the parties responsible for 
the payment of the maintenance at the time the patent lapsed, a 
determination as to whether the failure to pay the maintenance 
fee was unavoidable cannot be made. In the absence of such 
statements, we are left with speculation and conjecture as to 
what happened. 


Conclusion 


The prior decision that refused to accept, pursuant to 37 C.F,R 
§ 1.378(b), the delayed payment of a maintenance fee for the 
above -identified patent, has been reconsidered. For the above 
stated reasons, the delay in this case cannot be regarded as 
unavoidable within the meaning of 35 U.S.C, § 41(c)(1) and 37 
C.F.R. § 1.378 (b) . 

Since this patent will not be reinstated, Petitioner is entitled 
to a refund of the surcharge and the l)i and llM-year maintenance 
fees, but not the $400 fee associated with the filing of this 
renewed petition pursuant to 37 C.F.R. § 1.378(e). These fees 
will be refunded to Petitioner's Deposit Account in due course. 


21 See renewed petition, page 4. 

22 On the fourth page of the renev;ed petition. Petitioner sets forth "...the 
Office suggested (emphasis added) that a renewed petition include statements'' 
from these individuals. The fourth pace of the decision on the original 
petition clearly set forth that the submission of these statements v/as not a 
mere suggestion, but rather that these statements were '^required." 
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Telephone inquiries regarding this decision should be directed 
to Senior Attorney Paul Shanoski at (571) 272-3225^'^. 


i 

Charles Pearson 
Director 

Office of Petitions 


cc: Kevin Shaughnessy 

Hamilton Brook Smith and Reynolds PC 
530 Virginia Road 
P.O. Box 9133 
Concord, MA 01742 


23 Petitioner will note that all practice before the Office should be in 
writing, and the action of the Office will be based exclusively on the 
v/ritten record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is 
reminded that no telephone discussion may be controlling or considered 
authority for any further action (s) of Petitioner. 
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Commissioner for Patents 
United Slates Patent and Trademark Office 
P.O. Box 1450 
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HAYNES AND BOONE, LLP 
IP Section 

2323 Victory Avenue 
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Dallas, TX 75219 


In re Patent of Hermansen 
Patent No. 6,205,885 
Issue Date: March 27, 2001 
Application No. 09/391,709 
Filing Date: September 8, 1999 
Attorney Docket No. 70614.30 


MAILED 

FEB 082011 
OFRCEOFPEimONS 

Decision on Petition 


This is a decision in response to the communication filed July 21, 2010, which is being treated as 
a petition under 37 C.F.R. § 1.183 and a petition under 37 C.F.R. § 1.378(b). 

The petition under 37 C.F.R. § 1.183 is granted. 

The petition under 37 C.F.R. § 1.378(b) is granted. 

The Office has charged the required petition fee ($400), the required surcharge ($700), the 
3.5 year maintenance fee ($490), and the 7.5 year maintenance fee ($1,240) to Deposit 
Account No. 08-1394. 

Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Steven Brantley at (571) 272-3203. 



Charles Steven Brantley 
Senior Petitions Attorney 
Office of Petitions 
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IN THE UNITED STATES PATENT AND TRADEM'ARK OFFICB 

Aitomey Docket No. 706 1 4.30 


]n re app.Ucali.oii of; 

Bvmk HERMANSEN, et a1. 

Applu. No.: 0!^/391.,7!09 

lulled; Sept, 8, 1999 

For: CUFLESS BICYCLE PHDAL 


§ 

§ 


U.S. Patent No.: 6,205.885 
Issued: March 27, 2001 


AN:D ACCEFrANCE OFDELAVED PAyMENT 

OF Maintenance pees unpers? cf.r. s§ 1.182, i.i8:^.and 1378 


IVfail Stop Petitions 
Cotnmissloner bf Patents 
P.O. Box. 1450 
Alexandria, VA 22313-1450 

Dear Sir: 


t>2/a7/fc{)il CKHLOX 80386823 881394 6205885 

01 ^C:Lo51 490.00 DA 

Ki.EL;»t,2 1240.63 Sft 
tCiiitii/ /tig.0S DA 

yCii^bt 463.00 DA 


Ci-ankbrothera, Inc., formerly kfiown as California Crank BToihers, Inc. ("Cra«k 
Brothers"), the fis&ignee of U.S. Patem No. 6,205,8§5 to Herinansen (".I krmanscn '885'*) .submits 
this Supplemental Petition to the Cotnmissioner to m'ive I lermansen '885 and to accept delayed 
pityment of Uje .first maitJtenance fee, atui renewed timely paytnent of tire refunded second 
maintenance ice, for Hermansen '885. This Supplemental PetitioTj is filed in i'espoosc to the 
Decision on Petition mailed June 3, 2009. 

Crank Brothers and the undersigned attorneys greatly appreciate the availability of Acvins 
Asaistanl Conirjiissloner for .Patent Examination Policy Robert W, Bahr to meet and discuss 
Hermun.sen '883 on May 19, 2010. Crauk Brot].ier.s respectfijlly requests consideration of this 
dchiyecl Supplemental Petition submission under 37 C.F.R. §§ 1.1 82^ 1.183, aitd./or 1,378 to 
wsiivc the requirement to reply within two months of the Decision on Petition mailed June 3., 
2009 in view of the apparently falsified record created by Crank Brothers' former patent counsel 
Leonard 'fachner ('^Tachner") or his employees, 'fhe inaccurate facts and apparently falsified 
documents in the record, coupled with incorrect U.S. Patent and Trademark Office ("U8P TO") 
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records hindered the investigation as to the Inie facts relating to Hcrniaiisen '885. This 
extraordinary request is made in vie*w of the i-ccent di.*^covefy of I'achjier or his employees' 
apparently fraudulent concealmeiiit of the actual facts while atteiirpting to have the delayed 
maintenance ttes accepted, as vs/cil as the Iniportance of 1 femiansen *8i{5 to C.-rauk J)rother». 

BACKgROlJNia 

Hennansen '885 issued on March 27, 2001. I ferniansen *885 names as inventoi-s, the 
principals of Granlc Brothers, namely* Carl VVinefordncr and Frank Hemiansen* The first 
maintenance tee for Hermanscn *885 could have heen paid between Maich 27, 2004 m^d Monday 
March 28, 2005, The first inaiiitenance fee was not timely paid hod Hermansen *885 expired at 
midnight on Mm:oh 2% 2005. 

A Petition for Acceptance of Delayed Payniant of Maintenance Fee Under Rule 1 .37S(b) 
(the ''Petifion'O xvas filed by Tacbner on October 18, 2007. A Decision (the ^*Firj^t Decision'*) 
dismissing the Petition Avas mailed to Tachner on AptriJ 9, 2008. A Request for Reconsideration 
of Petition for Acceptance of Delayed PajTOcnt of Maintenance Fee Under Rulc.T378(b) (Ihc 
'^Request") was filed by Tachner on July 3.1, 2008. A Decision (the "Second Decision") granting 
the Petition was mailed to Tachner on Octoher 15, 2008. As a result of the Second Decision, 
I-fenuuisen *885 was rdustated. The second maintenance fee and the i^^quired surcharge were 
ihcn timely submiited by Tachner on November 6^ 2008. A ''correeled*' Decision (the 'Third 
Decision'*X vx'liich vacated the Second Decision mid denied the Petiiion, was mailed to Tachner 
on June 3, 2009 and roughly concurrently the USPTO apparently refunded to Tachner\s deposit 
account all fees associated with the first and second maintenance fee payments. Copies of the 
Petition, the First Decision, the Request, the Second Decision and the Third Decision are 
attached a?s; Eixhibiti^ A-B, respectively. 

I'his StippJenienial. Petition for Reconsideration and. the Macheci Declaration Md .l^xhibibi 
conslitute a verifietl showing titat the delay in the payment of the first maintenance fee for 
flermansen *885 was unavoidable, despite the exercise of rea^sonable care by Crank Brothers to 
ensure tlmt the first maintenance fee wonJd be timely paid. Specifically, thjs Petilion ^md lhc 
attached Declarations demonstrate that the delay in the pa>'meiit of the first maintenance fee 
resulted from one or nione- of a docketing error and a clerical enor commilted apparently by 
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tachncr'^ staff and the apparent fabricaiioa of evidence by Tacbncr or Im staff to actively 
<?onccal such- enors while at the smiio time attempttng to reinstate the patent. 

EVIPENCE IN S0.P.PORT OF PETillON 

Attached to this Supplemental. Petition k the Dciclaratioti of 1 oni Chen (Exhibit J^), Crai^lc 
Br<)thers' current patent counsel llie (;hen Declaration together with ILxbibits A-K and I^xhibits 
G- Yj demonslTate that: 

(1) One or more of a dooKeting ciior and a clerical error was the cause of ibe deJay 
in payment of the :l5rst maintenance fee for Werrnansen 

(2) Tachncr or liis staff intentionally deceived Winefordner, Hcrniansen, Crank 
-Brothers and the USPTO as to the onrorstbat led to the delay in payment of the 
first nxakuenance tee for Hennanijen and 

(3) Wtncfordner, Bcnnanscn and Crank Brothers have at all times exercised due 
care and been diligent in pursuing the reinstatemcni and pa^nnent of maintenance 
fees for Hermansen '885. 

ARGUMENT IN SUPPORT OF PETmON GRAM' 

35U.S^\ § 41(c)(1) and 37 CFR § L378(b) provide thai the Director may accept the 
pavment of any maintenance fee d ue on a patent after the expiration of the patetii if* upon 
petition, the delay in payment of the miiintenance fee is shown to the satisfaction of the 
Commissioner to have been unavoidable. 

As noted in the Third Decision, 37 CFR § L378(b)(3) states that any petition to accept 

dela^^*d payment of a maintenance fee must include: 

"A showing that , . . reasonable care was taken to ensure that the maintenance fee 
would be paid timely and that the petition vvas fded promptly after the patentee < . 
, became aware of . , ,the expiration of the patent. The showing must emunerate 
the steps taken to emure timely pnymcnt of the maintenance fee, the date, and the 
manner in which the patentt*e became aware of tJte expiration of the patent," 
pliird Decision, page 2). 

The Third Decision also stales that: 

'*ln order for a party to prove unavoidable delay, the Office requires the party 
demonstrate the pany exercised the *care or diligence tha|;l] is generally used and 
observed by prudent and careful men in relation to their most impoitant 
business.''* (Third Decision, page 2). 


As noted in iVlPEP § 71 1.03(c)(2) decisiom on reviving abaadoncd applieaiion.s on the 

basis of ^unavoidable" delay f()llow the reasonably prudent person standard to detemiine if a 

delay was unavoidable. This section of the MPEP goes on to note that in the context of the 

reiJsonably prodenl person slandartl; 

''The word "unavoidable* . . . is applicable lo ordinary humiui aflairs^ and 
ireqiiires .no more or greater care or diligence than is generally used and observed 
by prudent aiid careful inen in relation to their most important busineSvS. It permits 
them in the exercise of thif? care to rely upon the ordinary and trustvvoilhy 
agencies of mail and telegiaph, worthy and reliable empIo>'cc$, and. $uch other 
means and inHtrumentalities as are itsually employed in such important business, 

unavoidable, all of her cbncUikms 0fj)rgn}j>we^^^ being present. 

(Emphasis added) 

Also as noted in MPEP § 71 L03(c)(2); 

*'A delay resulting from m error (eg,, a docketing error) on the pan of an 
employee in the performance of a clerical function may provide Ihe basis for a 
showing of ^iinavoidiible' delay, provided ii is shown that: 

(A) tlie cri'ar was the cause of the delay at issue; 

(B) there w^is in plaee a business routine for perfonning the clerical 
function tliat could reasonably be relied upon to avoid arrors in its 
perfonnance; and 

(C) the employee was sufficiently tniiaied and experienced with regmi to 
the function and routine for its performiinco that reliimce upon such 
employee represented the exercise of due care/* 

J. CRANK BROTHERS RELrED UPON TAC:HNER TO PAY THE 
MAIKFENANCE FEES FOR HEimANSEN ^885 

As stated in the Declarations of Carl Winefordner and Frank Fennansen submitted with 
thcKcquest, Crank Brothers engaged Tachner to provide various services with respect to the 
preparation, prosecution and maintenance of Crank Brothers' U.S. and corresponding foreign 
patents. While the degree of reliance by Crank Brodiers on Tachner for services related to the 
preparation and prosecution of patent matters varied, one thing was consistent Tachner was 
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always responsible for the dockctltig ajid pasincnt of maintenance fees and annuities with respect 

to all oiXrank' Btolhc-ns' U.S. und foreign patent matters. 

With rejjpect to HerniaDSfn '8S5> Winefordrier and Hennan.<ie}:i wrote tlie underlying 

application while Tachner edited the application and wrote the claims. Winefotdner and 

Hcmiansen ftled. the application and it was allo.wt*d on the first action, Winefordner and 

Hemiansen paid the issue fee and thereafter met with Tachner and liis staff and requested tliat 

Tachner assume responsibility for Honnansen *885 including the docketing and pajTOcnt of 

nmmtenance fees. ObvioUvSf y, once the issue fee was paid, the only action left to be taken with 

respect to riermansen *885 was the payment of the first, second and third rt:iaintenance fee.s. If 

Graillc Brothens had no! intended for Tachner io handle the ti mely payment of maintenance fees 

for Hermansen '885;, there would have l>een no reason for Winefordner and MernmnvSen to meet 

and request that Tachner assume further responsibiliiy for ihc patent Indeed, according io the 

Winefordner Deciai^ation, Winefordner stated that! 

'*Our plan was to turn over this patent to Mr. Tachner as soon as we received the 
fim Office Action> but as It timicd out> this patent was approved without aiiy 
Office Actions. So Frank and I psid for the patennssuc fee directly, and then met 
with Mr. Tacbner's secrctar\', Jajiis Foreman, and requCvSted that the Um Ofllce of 
Ix^onard Tachner talCB over farther re?r()onsibi1ity for this patent hieluding future 
maintenance fees/* ( Winefordner Declaration, paragn^ph 4, pages 2-3). 

WinefordJier also stated that; 

'1 mn 100% sure that I gave Mr. Taclincr*$ .5ecrefar\', Janis Foreman, instructions 
10 pay the maintenance fees on onr *885 patent and 1. am without any doubt sure 
that Tnever told her that I or we would pay it oui'sclves. I specifically told Ms. 
Foreman this in person while Frank and I visited the law office/' (Winefordner 
Declaration, paragraph 5, page 3). 

Finally, Winefordner stated that: 

'Trank [Hermansen] and I specifically communicated to the Law Offices of 
Leonard Tachner to take over patent responsibilhies ar^d pay the maintenance fees 
of the *885 patent/' (Winefordner Declaration, paiagraph 1 page 5). 

According to the I lermansen DccJaration, Hermansen substarniates the statemet^ts made 
by Winefordner as follows: 

'1 recall that we paid for the patent issue fee directly and then met with Mr, 
Fachner's secretary, ianis 1?oreman, to request that the Law Office of Leonard 
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Tachner take over all responsibility for this patciU including pa>'niont of future 
Tnaintenaiicc fees/' (Hermansen Declaration, paragraph 3, page 2). 

"\ye made our instruction?? and intenitcns ver>* clear to Mr. Tachner's secretar>'.'' 
(HerraanJsien Declaration, paji^iVgrapf) 4, page 2). 

**i am completely positive that wc requested the Law Of flee of Leonard I'achner to 
pay the maintenance fees on this patent a.s 1 present during this conversation," 
(Hemiansen Declaralion, paragraph 5, page 2). 

In vkw of the WineJbrdner and Hcrrnansen Declarations, it is clear that Graiik Bothers 
was never confused about whose responsibility it was to pay tlie maintenance fees for Hcnnansen 
*885 - Tachner was responsible at tdl times. As will be shown below, Tachrtcr wa.s not confused 
eitlier "he knew he was responsible for those maintenance fees. 

It is important to note tbalHennansen *885 is the brightest gem in Cmxik Broihei^;' 

Americ-an success s*story and it has and. does protect a signifieajit portion of Cnmk Brothers* 

domestic bicycle pedal revenue from substantial foreign competition headquariered in> for 

example, Japan and Fnmce.* Attached as Exhibit G is a copy of an email from Winefordner to 

Tachner dated March 27, 2008 which stat:es that; 

'*There are many millious of dollars of ix? venue poientially riding on [the 
reinstatement of Hermanisen *88$], because Fm sure that vvo will be copied 
heavily if the bike industry figures out that we don*t have an active patent. Last 
year we sold over §7.000,000 worth of pedals under this patent, and this year it 
will be more* It is this majority of our business still/' 

Thus, based, solely on the Declarations of Winefordner and Hcrmajisen sxibmitted with the 
Request, the record is clear that Crank Brotliers never informed Tachner or his staff that Crank 
Brothers would pay the maintemmce fees for llermunsen *885 or any of C^rank Brothers' other 
U.S. and foreign patents handled by Tachner, The USPTO, however, vvas apparently misled by 
the Declaration of Janis Foreman submitted with the Petition and the Declaration of I^onard 
Tachner submitted with the Rcc|uest which are discussed below, as to the facts surrounding the 


* It should hi* noted that Crank l^votliei.s became part of a forctgn-osvjied entity aikr Janumy, 2008 alter the 
tveists kadingio t)u? Pctiiion wid t}».i? fihng of ihv Fcirtioii itiielf. Oank Broihe.i:,s still hua ihc^ j>3inc imocipals ami 
substantially xhc same n^tiufnctiiring IbciliUes in the U.S- as befoie ihi.s cbatig«, tnici siiM quaiitle.^ for snwll entity 
stams. 
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delayed maintenance fee- paynient In tJermansen '885 when issuing the First Decision and the 
Third DeciSLion. 


2. TACHNER ALLEGED THAT CRANK BROTHERS ASSUMED 

B:ESI»ONSIBIHTY FOR P/iYME-NT OF MAINTENANCE FEES FOR 
HI:RMANSEN '885 

According to ihe P<;tilioa> which wjvs uuthortxl by T«ichner, U^e delay in payment of ihc 

first maintenance fce for Hcmlanscn '885 was allegedly due to confusion between Tacboer's 

staff (u^d Crank Brothers as to who would pay the maintenance fee. In an attempt to document 

the alleged confusion, the Petition included the Declaration of Janis* I'oreman, Tachner's Office 

Manager and secretary, which Jstated tluU; 

*'[15]efore the first annuity became due (September 27. 2004) :i. ente^-ed a statement 
on the face of the fi le that the client would pay the anmrities , , . As shown in the 
attached Exhibi t C which is a photocopy of the face of our Docket No, SLIP-2 1 , it 
is noted the client will pay the maintenance fee. All of the iis^ned patent file face$ 
For this client $1tow^ that the client will pay their own amvaities* as of mid-2004 (see 
sample photoooplCvS attached as Exhibits Di-D6). I recall doing so based on a 
discussion with the client indicating tliat they would, pay their own annuities/* 
(Foreman Declaralion, paragraph 4, page 2). 

As wtll.be demonstrated below, the above-noted statement in the Forenum I>eelaration 
was apparently false and was presumably made in an apparent attempt to fraudulently conceal tlie 
cause of the error that led to the late payment of Ihe tlrst maintenance fee for Hennanseii *88S. 

The above-noted appiirently fiUse statement in the Foreman Declaration Wiis extremely 

important to the effort to reinstate Hennansen *885. Indeed, the First Decision stated diat: 

**Based on the facts in tlic records it appears tlie mUsi likely explanation for 
petitioner's failure to pay the fee is: 

(1 ) Pethioner informed the law Bun petitioner would pay nuvintenanee 
fees in the tiiturc, 

(2) Petitioner failed. to take steps to ensure the fees would be timely 
paid, and 

(3) Petitioner fai.1e<l to pay tlie fees." (First Decision, page 3). 
The First Decision also stated that: 
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**l.f pctitioncT nev<2;r iufonncd the law fitiii that petitiot)[er] would pay tlie 
fees> tlien Mis. I'otemmv's conduct does not appcai* to have been reasonable. Ms. 
Foreman did not simply mwko a typographical or minor clerieal error. Instead near 
Tnid-2004, sh<? inteulioniilly changed inost, jf iiot all of petitioner's fdes, to 
indicate petitioner would be paying the fee. 

The Office notes Ms. Foreman has stated, 'All of the i^ssaed patent files for 
thh client $how that the client will pay their o\vn annuities as of mid-2004.- 
However, the front of the files for Patent No, 6,85 Kl 89, and P«ttent No, 
7,225,703, render the comment ainbiguous. The front of each file appears to 
h)dicate the 'client to pay' entries wcit? made after nnd-20Q4. For Patent Mo, 
6,851,189, the entry indicating *oUem to pay i^nnui ties' follows the entry 
indicating the issue fee was paid December 3(1 2004. :For Patent No, 7,225;703, 
the entry indicating *elient pays annuities* follows the cnn7 indicating the issue 
fee was paid April 16. 26Ci7, If Ms, Foreman made an error, it appears she tnade 
tl)e same error on. multiple occasions, Aiiy request for reconsideration should be 
accompanied by a full discussion of each occasion Ms. Foreman changed iiny of 
petitfOTier\s files to indicate petitioner would pay the fee." (emphasis in original) 
(First Decision^ pages 4-5). 

The Third pecision also refers, to the appar^^ntIy false statement in the Foreman 
Declaration: 

*'In this ease, the facts arc clear thai petitioner initially retained Tachner 
and relied on Tachner to inform petitioner of when .maintenance fees became due 
fc)r petitioner's patent.^, However^ at some point prior to September 22, 2004, 
when the first maintenance fee became due, an cntiy vvas made in the docket 
record.s that *the client will pay their own annuilies.' The record is not clear tliat 
an error in docketing the payment of the maimenance fees occurred. The fact.5 
set forth in the Foreman deoU^ration do not show that any ermr in docketitig was 
made by the party responsible for tnaintaining the docket records. What tlic facts 
of record show is that tltere was confusion between the client and the attorney 
over who would pay the maintenance ice.'' (Third Decision, page 6). 

i.s well esuiblished that failure in communications between a client arid 
his or her attorney doe^ not constitute unavoidable delay. Here it would appear 
that a mistmderstanding has occurred over who would be responsible for tracking 
m\d paying the maintenance fee. The failure in communication is not considered 
to be unavoidable error/^ ('niird Decision, page 7). 

Thus, it is clear that the apparently false statement in the Foremaii Declaration alleging 
that there was confusion between l^achner's ofKce and Crank Brothers over who would track and 
pay the nciaintcnance fees for Hermansen *885 were the key ''facts" relied upon in the I'irst and 
lliird Decisions in which die Petition to rein.state Flermansen *8H5 was denied. 
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In addition to the apparcntiy false statement in the Foreman Declaration, tiie Request 

included the Declatiitipn of Leonard TachncTr, which also included potentially false statements 

concerrnng Iferman.sen *885. Specifically^ the Tacbner Declaration stales that: 

^'Because J did not file or prosecute the *885 patent, have no file history 
for h. Apparently, Mt^srs. Winefordner and lilermansen still have the prosecution 
documents for the *885 patent; We have made a sivhstiiutc file in which there is 
only a copy of the issued patent and a copy of our October 2007 petition. Aity and 
all docume^its that migl>t have been received by our office th>ni the USPTO in 
tcgml to the patent should, he contained in that :fiie. but there ate none.*' 
(^(vachner Declaration, paiagraph 6, page 3), 

Contrary to the Tachner Declaration and as slated in the Chen Declaratioi), Tachner^s file 
for Hennanscn *885 contains a stamped postcard receipt dated May 17, 2004 which confimis that 
Tachner changed the correspondence address {o ensure receipt Of USPTO coirespondonee for 
Hennansen 'S85. A copy of this stan>ped postcard receipt is attached as Exhibit H . it is 
impomint to note that Tachner filed the change of correspondence address documentation during 
the time the window vyas open for pasarient of the first malTrtenaiice fee for llermansen *885, ie., 
between March 27, 2004 and March 28, 2005, Tachner prcsum ably changed tJie coirespondence 
address for Hennanscn '885 so he could receive reminders regarding the maintenance lees, 
which be was responsible for paying, directly from the USP'fO. 

Therefore, the Tachner Declaration was factually incorrect in stating; (i) there was 
nothing in lachner's trie for llermansen *88S besides the patent, and (ii) there \vas confusion as 
to who was responsible for the maintenance fee payment. In reality, no confusion existed at the 
Vime» Thus, it is clear that Tachner was responsible for the pajtncnt of maintenance fees for 
Hennanscn 'S85 at the time the first and second maintenance fees were due. 

3, TACHNER APPARENTLY FR/\U©l)LENTLY CONCEALED THE ERROR 

THAT LED TO THE LATE PAYMENT OF IME FIRSl^ IVlArNTENANCE FEE 
FORHERMANSEN ^885 

On or about April 14, 2009, at tlie rcc)uc$i of Crank Brothers, Tachner tnmsfenxjd all of 
his files concerning Crank Brothers' patent and trademark matters io Haynes and Boone. LLP. 
Consequently, f:Iaynes and Boone now has custody of Tachner 's actual files including the 
original file cox'crs that were prepared by Tachner or his staff in coaneclion witli the filing, 
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prosecution and maintenance of Crank Brotherii' U.S. patenl filings. Auachcd as Kxhibits i-N 

lire mie and correct photographs of the? flic covers thai Tachner or hh i>taff pa?parcd in 

connection with the following US. Patents owned by Crank Brothers: 

as. Patent No. 5,676,529 
Patent No. 6,027,3 19 
U.S. Patent No. 5.857,509 
U.S. Patent No. 6,059,245 
U.S.PatwtNo. 6.851,189 
US. Patent Ko. 7,225,703. 

Upon receipt of the traujiterrcd patent files from I'achaer, Crank Brothers' current patent 
counsel placed a tracktBg label in the upper lell corner and an attorney docket number in the 
upper right comer of the file covers. As a res.uh» the notations placed on the file covers by 
Tachnor or hh staff remain untouched, hi this regard, see paragraph 7 of the Chen Dcclanition. 

With respect to the notations pJacod on the file covers by Taeluier or his stafT, Exhibits I-^ 
N con'cspottd exactly to Exhibits Dl - D6, respectively; to the Foreman Declaration, except for 
one 5lgi\ificam detail Specifically, the handwritten notations of '^clicni will pay'\ **c.lient payj>'\ 
**c!ient to. pay annuities", or *'clia>t pay.^ anmn tie*?" that ap]>ear in. the right-hand column next to 
the due dates for the ai:jnuitics for such patents as weil a$ tl).e semircircidar bracket <^hovvn in 
Exhibits Di*D6 to the Foreman Declaration arc absent Ironi the photographs in Kxhibits J-N. 
The photographs in Exhibits I*N also demonstrate tl>at there are no alterations, erasures, white- 
oute or cover ups on the file covers. This is also conih-med by pai^agraph 7 of the Chen 
Declaration. Consequently, the only explaitation forthc discrepancy between Ex})ibits 1-N and 
Exhibits DI-D6 to the Foreman Declaration is thai Tachner or his staff niade plioiocopies of the 
respective file covers, entered the handwritten notations on the photocopies, made photocopie:s of 
the hand-altered photocopies and is.ubmitred diem under oath as being true copies of tite file 
ct^vers. It is clear tVom Exhibits I-N that the handwritten notaiipn.s shown in Hxlnbits D1-D6 to 
the Foreman Declaration were never actually written on the file covers. 

Attached as .Exhibit O is a photograph of the cover of Tachner's tile for Hermansen * 885. 
Exhibit O corresponds exactly to B?<hibit C to the Foreman Declaration, except for the tracking 
labeJ and attorney docket number placed on the file cover by Crank Brothers' current patent 
counseh Contrary to Bxhibits Exhibit O docsj show that the handwritten notation ''client to 
pay annuities" vvas actually written on the file cover and was subsequently crossed out (perhaps 
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immediately after being wri(ten) when Tachner atteinptcd to pay the first maintenance fee with 

the Petition on October 18, 2007, II follows then that if the handwritten notations shown in 

nxhibtfs^D1-D6 tothe Foreinan Declaration had actnallyhecn written on thcfile covers- when 

the maintenance fees were later paid by Tachnen the handwritten notations would be crossed out 

like they wore on Exhibit O. This inconsistency idw suppyrts the cowcj iision that n\ther thiui 

being auihcmie copies of tlie file covers of Tachner's files concerning Crank Brothers' b\S. 

patents. Exhibits D1-D6 to the Foronm Declaration appear to have been intentionally faWified - 

presumably to supprt Tachner's contention that there was confusion as to whether Tachner or 

Crank Brothers was responsible for the trackhig and payment of tlie frrst matmenanee fee for 

Hermansen *885* Consequently, it appears thiii lachner inteaiionally tiaudulently concealed 

from Crank Brotliers and the USPTO the docketing or cleric-al error committed by Tachner*s stiiil 

that led to the delay in tiie payinent of the fii^t maintenance fee for Ifermansen *885, Since the 

file covers of Exhibits D1-D6 to the Foreman Dectlanuion bearing himdvvritten notations have 

been shown to have been apparently fakified, the ventcity of the allegedly, corroborative, 

handwTitten docket sheets attached to the Foreman Declaration as Bxliibiti; A and B] -B3 arc also 

suspect and wilt not be comxnented upon herein. 

Tachner and his staff apparernly had clear motivation to conceal tlie docketing or clerical 

error from D-ank Brothers atid the USPTO. Tachner <md his staff were well aware of the 

.significance of Hermansen ' 885 to Cnuik Brothers' compethive position in the bicycle pedal 

indusn*y. Indeed, Tachner stated intlie Rcciuest that: 

**[Tjf tliis request for reconsideration of the petition is found lacking, lam 
personally at risk for a staggering liability which would likely terminate a 36-year 
career » . , and negatively affect the rest of my life." (Request, pages 2*3). 

V'urlher, dirrhig die course of tlie maintenance history concemit:^g Bermansen *885 there 
were four documents that showed a negative effect on tire stiitus of Hermansen '885. These 
documents are; 

1 . The Maintenance I'ee Statement that would have been routinely mailed on or 
abou( September 27, 2004 (thi^e and oTie-half years after the issue date of 
Hermansen *885) ip Tachi^er as the'*Fee Addressee'*; 

2. The Notice of Patent Expiration dated April 27, 2005, a copy of which is 
attached i^i* Exhibit P; 
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3^ The First DecLwni; and 

4. The Third Decision. 

Each of these documeTvls wiis properly iultlressed to Tachner, but Tachiier clairm to have 
never recei ved any of tbcni (Sec paragraph 5 of the Taclmer Declaration and paragmph 5 of the 
Chen Declaration), On the other hancl> the only positive document follov^ing the i{>s«ancc of 
Itermanseu *8S5, namety the Second Decision, was received by Tachner. In light of Tachncr's 
apparent inlentionai faisification of clocunrents.aad potentially active concealment of the cxxov in 
the payment of the first maintenance tee for Hermansen '885, it .stretches credulity to believe tkit 
Tachner and his static did not receive even a single one of the four above-noted docianents that 
bore negatively on the status of Hermatisen '885. Instead., what seems likely is thai 'f acltiier or 
his staff did receive such documents bat destroyed them to further llie conceahnent of errors 
concerning Hermansen *885. 

As further evidence, of the apparent concealment of Ihe error concerning Hermansen *885 
by Tachner or his staffs it should be noled that Winefordner and Hermansen were completely 
unaware of the contents of the .Petition, the Foreman. Declaration^ the Request and the Tachner 
r)eelaration. Instead, Winefordner and Jiennmisen had only been permitted to review their ov/n 
Declanuions,. and therefore could tiot have possibly understood the facts and positions that 
Tachner stated (and those he omitied) in pursuing the reinstatement of Mermansen *885 by the 
filing of the Petition and the Request. In this regard, see Winefordner'^ ennui dated July 1 4, 
2()0S to 'lachner attached as Exhibit Q which states that *^[vv;]e don't know what you incUidcd in 
the petition." Also, see the Declai^lion of Cad Winefordner C^Wihefordner 11 Declaration'^) 
attached hereto as Rvhibit R. 

Still fiurther, att^Kjied as Exhibits S and T are the transaction histories for Crank Brothers' 
U.S, Patent NoSv 5^676,529 and 5>857,509> respectively. As notc<l in Exhibit S, U.S. Patent No. 
5,676,529 expired (wicc, namely on November 20, 2001 aiid on November 1 6, 2005. Also, a 
Petition to Accept Late Paynient of Maintenance Fee vvas filed, on October 3> 2007 and a 
Decision on the Petition was mailed on October 3, 2007, As noted in Exhibit U.S. Patent No. 
5,857,509 expired on February 14, 2007, a Petition to Accept Late Payment of Maintenance Fee 
was filed on October 3, 2007 ajid a Decision on tlie Petition was mailed on October 3, 2007, As 
noted in the Winefojxlner IT Declaration, Tachner never told Crank Brothers that U>S. Patent No, 
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5,857,509 bad expired nor that U.S. Ihximt No. 5,676,529 had expired twice. Rather, iracbner 
hid these adverse events aiid correspondence from the USPTO from Crank Brothers., although In 
those cases he vvivs able to revive the expired patentji without Crank Bix>t]aers* involvement or 
knowledge (VViiiefordner U Declaration, at paragraphs 4-6), 

As noted in paragraph 8 of the Chen Declaration, evciy single one of the Notices of 
Patent Expiration, Petitions to Accept Late Payment of Maintenance Fee and Decisions on 
Petition for U»S. Patent Nos. 5>676>529.and 5,857,509 was missing from the files 1 achner 
transferred to Crank Brothers* current patent cquniieK In addition, the Petition and the Request 
are missing from Tachner *s file for Hermiinscn *88S. Finally, as noted in paragraph 8 of the 
Chen Declaration, in a telephone conversation between Chen and Tachner on July 7, 20.10, 
Tachner contlnned tliat he had transferred to Crank Broti'iers' cunxjnl patent counsel all of his 
files and documents concerning Crank Ikothers' patent matters. Eveiy single one of these 
documents, especially those prepared by Tachner or his staff, should be in the files. The absence 
of these documents from Tachner's files certainly suggests they were intentionally removed in 
furtlierancc of the concealment trom Cnmk Brothers and the USPTO of the errors concerning 
Hcrmanscn '885 and other parents owned by Crank Brothers. When an attorney intentionally 
conceals various substantive mistakes fiiom his client, fairness requires that the client not be 
adversely prejudiced by requiring diligent action until after the client understands the extent of 
Ihedeceit. In re Lananfo, 17 ILS.P^Q/ld 1455 (Corner Pat, 1990). 

FinallVi attadied as Exhibit U is a copy of art email from Janis Foreman of Tachner's 
ofQce to Winefordner dated October 3, 2007. Exhibit IJ demonstrates that Tachner and/or his 
staff discovered several concurrent maintenance fee pa^blems regarding Crauk Brothers* U.S, 
patents for which Tachner was responsible, and iutempted to con'cct these problems without 
explaining to Crank Brothers that the affected patents had expired. Exhibit U. of course, came 
well aller niid-2004 when the I*oreman Declaiation allejies Crank Bix^thers was responsible for 
all of C'rank Brothers* annuity payments. Importantly, Exhibit U does not state that Crank 
Brothers missed the maintenance fee deadline as it would if they were responsible, but rather, 
Tachner takes responsibility tV>r tbe missed maintenance fees and indicates corrective action has 
been taken (without Crank Brodiens^ input) to **correct the situation.'* Why? Because Tachner 
was responsible for all maintenance teepa>rments. Attached at Bxhibil V is a list of Crank 
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Brolhei^' UiS* and foreign patent, matters being handled by Tuchner, The list is dated October 3, 

2007 mid was attachetl to the email shown m Exhibit II Asj will be noted, the list shown m 

Exhibit V includos the d.ue dates for all throe maiutenimce .fee paynietil§ for Mermnnsen *885. 

Exhibit V a.lso reveals another app^rcritly false statement in. the F'oreman Declaration. 

Specifjcally, the Foreman Declaration states that; 

**Around March 2001 , when tlie Firm received the above^captiohed issued patent, 
I supcA'ised Miller to a$»sufe that entries were made in the doclcei .by$leni for 
September 27, 2004 {3,5 yr anmuty), September 27, 2008 (7.5 yr annuity) and 
September 27, 201 2 { 11 .5 \t annuity) deadHnes for payn^ont of the maintenance 
.fees, md to send a letter to tl)e client explaining the rcquia^ment for paying the 
maintenanoe fees?' (Foreman Declaration, paragraph 3: page 2). 

While Hermansen '885 wtis issued ota March 27, 2001 , it seems likely that Tachner did 
not receive insiructions from Crank Broihers to do tm>4hing with respeet to }'Iermai>sen '885 until 
sometime between March 16> 2004 and March 26» 200S. Specifically, the lijjt in Bxhibii V 
demoitstrate^ that Taebner's jsystem for naming files for Crank Brothers \yas to designate the 
olieiit with tire term ''SLIP'' oj^d to then open new matters in a chronological sequence. Had 
Tachner actually received Mermansen *S85 around March 2001 and opened a matter for it so that 
the maintenance fee$ could be docketed, l^achnet*?^ mauter name for it would have been SLIP-6, 
This ivS becan,se Tachmr's matter immber 55LIP-5 was for VS. Patent AppUeatiot^ No. 09/679,078 
filed May 14, 199S ajid Tachner's matter number ST[P-6 was .for U;S. .Patent No. 6,851,189 
which i$$x\o<i txom U.S. Patoit Application Wo. 10/375,243 .filed .Februajy 27, 2003. 

Instead, as shown in Exhibit V, Tachncr's matter number tor Hcrmansen *885 was "SLIP- 
21". Tachner's matter number SLir-20 was for U.S. Patent No. 7,225,703 which issued from 
U.S. Patent Application No. 10/802,105 filed March 16, 2004 and Tachner's .matter nuinber 
SUP-22 was for U,S: Patent Application No. n/13ST34 filed March 26, 2005. Consequently, 
what $c^em{^ likely h that Tachner or his staff received Flennansen *885 frorn Crank Brothers 
shortly before the filing of the Change of Correspondence Addrc^is evidenced by the stamped 
postcard receipt dated May 1 7, 2004 imd atuiched as Exhibit 11. As noted above, Tachner filed 
the Change of Correspondence Address during the time the window wa.s open for payment of the 
fi.fst maintenance fee for Hermansen '885, i,e. between March 27> 2004 and M:areh28, 2005. 
The only logical conclusion is that Crank Brothers gave Hermansen *885 to Tachner and 
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requested that he file the Chaoge of Correspondence Address so tlial Tachncr conld receive 
.niainicnaiice fce.remindet^ directly from the USPT() and pay such maintenance fees when due. 

The appareiitly false statement in the l^^orenian Declaration about the tinietrame in which 
Tacliner or his staff set op a .file and docketed the maintenance fees for Hermansen ' 885 is 
another exmnple of bow Tachuer subrnitted apparently False statements in an effort to conceal tJie 
error that led to 1h(^ late payment of the first rnaitiienaace fee for Merrnansen *885. 


4. IF TACHNER HAD NCrr APyARENTi. V KRAUOOLENTLY -CONCEALED THE 
ERROR THAT LEI) TO THE LA'TE PAYMENT OF THE FIRST 
MAINTENANCE FEE FOR HERMANSEN *885, IT WOUI^D HAVE LIKELY 
BEEN REINSTATED 


Ah noted above, MPEP § 71 l;03(c)(2) i^tutes thai: 

delay ivsuUlng from an error (e.g.. a docketing ermr) oo the part of an 
employee in theperfomianoe of u ekrieal function may provide (he basis for a 
showing of * unavoidable* dekiy> provided it is shown that: 

(A) the error \vm the caujj.e of the delay at issue; 

(B) there was in place a business routine for performing the clerical 
ftmctioft that caxdd reasonal^ly be relied upon to avoid errors in its 
performance; and 

(C) the employee was §uflfi.ciently trained and experienced with regard to 
the function and routine for ils performance that reliance upon such 
employee repre^sented the exercise of due care." 


As detailed above, tire docketinaor clerical error was clearly the cause of the delay in the 

piiymentof the first maintenance fee for Hermansen *885. 

The Tachner Declaration submitted with fheJlequest states that: 

^'Over a period of almost thirty years \ personally trained Ms. Foremcui to 
carry out Bunierous duties in. niy practice, [ncluded among ti^esc duties is that of 
being responsible for the timely payment of maintenance fees for ot^r clients' 
issued U.S. patents, 1 have also instructed her in coiTjmuniearing with clients in a 
timely manner to learn whether they wish to have us pay mahitenancc fees for 
them so that we can anticipate being reimbursed for that payment and bej.og paid a 
reasonable service fee. Over that period of time I have come to rely on Ms. 
Foreman to properly cany out these duties, she has paid hundreds of maintenaiiec 
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jfee$ to the U.IS. .Patent uikI Trademark Office." Crachner Deelaration, paragmph 

The Tachner Dcclanition submilted with the Reqtie^it also stales that: 

"Ms. Foreman has been a hard-working, dedicated and loyal employee of 
niy fimi for decades. l*ve Tiot previously had reason to doubt her word or question 
Im actioiifj, Ms, Foreman has tluough many ycar$ of her scivico to the fimi ond in 
hen^lation with cHonts over that period, convinced me thai she could be relied 
upon to communicate unambiguously with clients and to follow instructions from 
me and. from clii£?nt^ in regard to what to pay or not pay to the Patent {;)f{ice in 
behalf of clients.** 'l^achner Declaration, paragraph 7, page 4). 

Thus, it is .apparent from the Taehner Declaration that there wa.s' in place a business 
ix>utine for peifoiwing the clerical function that could reasonably be relied upon to avoid, errors. 
in its peiformancCj and the employee (Ms, Fdreniaii) was sufficiently trained and experienced 
with regard to tlie ftuKtion and routine for its peiforniance that reliance upon such emploj'ee 
represented the exercise of due care. Consequently, had Tachner admitted in the Petition or the 
Request that Ms staff bad made at least one of a docketing and clerical error tliat led to the delay 
in thep?iyment of the first nmintenance fee for I lermansen '885» it would have been likely that 
Hermansen '885 would have been reinstated, 

;in his attempts to reinsuvte Hermansen '885 » l^achner was then, faced with tlie prospect of 
admitting the error but was likely con.cenied that if Ihc reinstatement otTort was unsuccessful, the 
admission of the error could be used against him in any resulting malpractice claims brought by 
Crank Brothers. ln*?toad of doing the ri.ght thing, Tachner or his staff appears to have chosen to 
cover up the error by submitting apparently falsified documents and testimony, 

5. TAOINKR CONCEALED FROM CRANK BROTHERS THE REFUND OF 
MAINTENANCE FEE PAYMENTS FOR HERMANSEN *88S 

In connection with the unsoliched Third Decision, on or about June 4, 200.9, the USPTO 
refunded to Tachner*s deposit account the fee payments in connection with the first and second 
maintenance fees for Mermansen *885. Tachner had previously invoiced Oank Brothers and had 
received payment from Crank Brothers for the first and second maintenance fees for Hemiansen 
*885 (Winefordner 11 Declaration, paragraph 8). 
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To date, Tachiier has not inlbniied Crank Brothers that the fees have been refunded to his 
deposit account atid he has failed to rein.)burse Crank Brothers for such fees (Wioefordner 11 
Declaration, piwagraph 8)* Rcgiirdless of whether or not Tachner actually received the Third 
Decision, he certainly should have been, aware that the .first and second nuvintenanoe fee$J had 
been refunded to bis USPTO deposit account. He al$o should have ixjfunded these fees to Cnmk 
Brothers, 

Thus^ in addition to apparently concealing the error and submitting apparently falsified 
documents and tcstiinony in connection with his attempts to reinstate I Icrmansen ^885, Tachner 
also trailed to notify Ciank Brothers that the USPTO reftmded the first and second maintenance 
fees to Tachner s deposit accoimt payments and he also failed to refund such fees to Crank 
Brothers. 

6. ClUNK BROTHERS SHOULD NOT BE BOUND BY TACHNER^S CONDUCT 

As detnonsirated above, Tachner or his staff appear to have tampered with the file covers 
that were CKhihits to the Foreman Declaration submitted with the Petition in a successful attempt 
to create the lUusion that there was confusion between Crank Brothers and 1 achner or his staff 
about who was i^.^pomiblc for payment of the maintenance ftses for Ilermansen *885, In reality, 
there was no con fusion— •Tachner was re^sponsible, htit apparently his staff had simply made a 
clerical error likely in docketing about who was responsible. Cmnk Brothers should not be 
puni$>bed io view of its diJigcnt e{lort;s regarding Hcrmansen. '885 and die unknovs'n and 
unforeseeable actions of Tachner and bis staff, given that Tachner, and possibly his employees, 
acted outside the scope of his authority, acted without kuowlcdge of CriUik Brothers as to 
portioasof the lihngs regarding tlie reinstatement of Mermanscn '88$. misSlcd Crank Brothers as 
to the specifics of the Petition and tlie Request, failed to make other filings authorized by 
Petitioners (Le.^ the maintenance fees), failed to keep Crank Brothers updated on the status of 
Bemiansen *885, apparently failed to notify Crank Brodiers about the refunded fust and second 
maintenance fees and to refund these fees, and apparently acted outside the scope of his 
professional responsibilities. While the general rule is that an ationiey*s conduct is chai'geable to 
his client, the general rule has an important exception as noted by the ([lominissioner of Patents 
and Trademarks in In re Lonardo, 17 U.S.P.Q. 2d 1455 (ConrrPat., 1990): 
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*'W.hca an iUtonicy inlcntiojniily coTiceais a nustake he has made, thus depriving 
the dk*nt of a viable opporiutiitv to cum die consequences of the atlomey*s error, 
the. sitiuuiojti is not governed by the . , .rule . . . fbr ch«rging the attorney's mistake 
to his client" (17 U.S.P.Q.2d at 1458). 

Jn a jnaTiTier similar to the fiicts of the [n re Lonardo decision, here Taclvner and/or his 
staff iippear to have knowingly and intentionally misled Crank Brothers and the DSPTO as to the 
error that led to the late payment of the fct maintexjance tee for Hermansen *8S5 as well as the 
contents of his submissions over the course of tl)e revival effons. 

Now that the record has been clarified as to the actual facts concerning the understanding 
of Taclmer and his j>ti\ff regarding the paymeni of maintenance fees for Hernianscn '885, it 
should be clear that the unavoidable error dmt led to the late pavinent of the first maintenance fee 
for Hermansen '885 was not caused or commilted by Crank Brotliers. Rather, Crank Brothers 
Telied. on Tachjier^s apparently reasonable procedures, but a docketing or clerical error occurred 
which error was compounded by Tacliner- s or his staif s eHbris to apparently conceal the nature 
of the error. Crank lirothens was unable to discover this problem until Hermaasen *885 iuid 
another patent entrusted to Tachner were both rouglily concuiTcntly discovered to have lapsed 
due to failure to pay maintenance fees. These lapses by Tachner and his staff occurred despite 
Crank Brother$' jmtmctions to Tachner and his staff to pay all such. maintenaiKC fees and to 
confmm with Crank Brothers about suchpayanents in advance in case Cr^i\k Brothers elected to 
abandon any of its patent ri gh ts; It vvas only at that juncture that Crank brothers had any idea 
that Tachner's procedures were either not entirely reliable or were not folio vved> and that an error 
or two had occurred. But even then, Cmwk Brothers still did not tmderstand that Tachner's 
allempta to revive Hennansen '885 were also unreliable at best - and in reality based on 
i^parently falsified documents and testhnony appamUly designed to conceal reality from Crank 
Brothers and the USPTO, Because Crmdc Eirolhers was not able to review the Petition, the 
Request, the Foreman Declaartion, and the Tachner Declaration, given that Tachner never 
provided drafts or copies of these documents, Crank B rothers had no reason to suspect tliese 
submissions were inaccurate and coukl not have discovered the incorrect facts submitted by 
Tachner, {See, e.g., Exhibit Q). 

Thus, it was not until a few weeks ago that Crank Brothers aiul current counsel of record 
discovered the apparently falsified documents and leslimony previously submitted by 'fachner in 
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connootion with the Polition and the Request as well a$ the iiccompanyiDg Declarations of 
Forcm^i aiid Tachner. This discovery pcrmitled Crmk Bruthers with an opportunity to 
understand what Tachncr and bis staff had actually done aud what (enoneous) facts had actually 
been presemed to the Patent Office in connection with the Petition and the Request In view of 
Taclxiier'Sj and his stalFs, apparentty falsiGed submissions in connection witli the maintenance 
lbcvpa>wents and attempted revival of Hermansen *SS5, it would contravene the baijic notions of 
equity for Grank Brothers to be forced to stand in Tachner's shoes. 

Indeed, in concert, with the decision of the Conunissioner of Patents and Trademarks in fn 
re Lomtrdo, the USPTO should ignore- the liine j">eriod of delay caused by prior counsel's 
deception, and should instead look only to Crank Brothers' intent and prompt action once mm 
of the truenature of the problem. In re LonardiK 17 U.S.P^Q. 2d 1455 (t;om'r Pat., 1990), 
Further, Cm^k Brothers' request for consideration is based on the recently diiscoYered inaccurate 
Ificts subtnitted in the Petition and the Request, coupled with the corrected facts now diligently 
discovered and submitted in connection vinth reviving Mermansen '885 for laic pa\Tnent of the 
fin&t and second maintenance l^es vviih surcharges and petition fees now past due, despite the 
exercise of reasonable care to ensure that the lees would be timely paid. Despite the procedures 
in place by Tachner> a$ submitted in the Petition and Request including the docketing of USPTO 
deadlines and monitoring of same, the docketing notation and possibly other errors by 'I achner's 
staff nullified the existing checks and balances he established to ensure timely payment of the 
maintenance fees -upon which Crank Brpfhas reasonably relied as shown herein. Al no point 
in time did Crank Brothers ever intend for their most important patent. I letniimsen *885, to lapse 
for any reason (See Exhibit Q. stating to 1 achner on July ] 4, 2008 that '*we never intended this 
patent to go inactive.'*). 

7, PETITIONERS JIA^'E BEEN DIUGENT-: THE ADDITIONAL DELAY FROM 
MISLEADING PRIOR COUNSEL ACTS AND INCORRECT USPTO RECORDS 
FROM THEIR DISCOVERY TO TH..K PRESENT WAS UNAVOIDABLE 

To clarify and support that the delay from issuance of the unsolid.tcd Third Decision was 
also unavoidable, Crank Brothers provides additional new facts below regarding the delay from 
that time to the submission of this Supplemental Petition. Initially, Tachner claims to have never 
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received tfie unsolicited Third Decision denying tJie Request^ nor would anyone have been 
expecting such a docuitieTii. Despite the Coite^potidcpcc Address correctly idetitiiying rachnei - $ 
currcTJl office addres$, Tachner loki Crank Ba^thtjrs that he never received aivy further IJSPI'O 
c{)n3mumcalion.s regarding Hermansen *885 to dale despite the correspondence address being his 
then citrrent office address, (Chen Declaration, pan^graph^ 5-6, pages 1 -2). 

.tetead, Crank Bmtliers* Itvniian patent counsel APIA sent an email to Wincfordner on 
December 15., 2009 to which v\^us atmched a list of Craiik Brothers ' patents which list indicated 
that Hennunsen '885 wa.s '^granted-'abandoned/* See attached Exhibit X> which includes a copy 
of this email and the attached list. Crank Brothers replied to APTAby anail on December 18, 
2009 and Mated that Hermajisen '885 is not abandoned because the previous attorney ( rachner) 
made a mistake and did not pay the maintejianee fee on time which caused it to be briefly shown 
as abandoned, but that the attorney had petitioned lo the liSFTO and wnxs able to pay the fee and 
make the patent active again. See attached Exhibit X which includes a copy o.F(;!n\nk Brother.^' 
email sent on December 18» 2009. Thtis^ even up to this point, Grank Brothers had no reason to 
suspect that a clock was licking or tliatHcnnanscn '885 was agmn in jeopardy. 

On January 21., 201 0, APIA sent an email to Tom Chen and asked if any confimiation 
existed from U\e USPTO about the late payment of the maintenance fees for I fcrmansen *885. 
(Sec lixhihit Y which includes a copy of this email, and the Chen Declaration, paragraph 3> page 
1), The same day, Mr. Chen sent an email to his assistant Ms. A nnie McNiiliy and asked her to 
check on AFFA^s request for infonnation about the h\te payment of the maintenance fees for 
Jiermansen -885 (See Exhibit Y). On that saine day, Ms. McNaily learned that the Request 
appeared to have ultimately been denied in June, 2{M)9, that a decision to that effect had been 
mailed to Tachner, and that based on USPTO records lilermansen '885 had expired on March 27, 
2009'* (see Exhibit Y, the Chen Declaration, pamga^ph 4, page 1 and Jixhibit I to the Chen 
Declaration)* As shovsoi in Exhibit W, the erroneous expiration date for tkrmansen *S85 is to 
this day still shown in the records of the USPTO. Thus, as of Jaintary 2 1 , 20 1 0, Mr. Chen and 
Craj)k Brothers understood that Hermtlnscn *885 had somehow expired or gone abandoned again 
on Mai-ch 27, 2009 based on USl^O records (Chen Declaration, paragraph 4, page 1 ). It would 
therefore have been possible to fde a Petition to Revive under the unintentional standard since 
the lapse had been within the last two yean? (Le., from March 27, 2009 one would have until 
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March 27, 201 1). The file history for Heimaiisen *S85 wus not Aen and is not now avaihibic 
electronically on the L'SPTO PAIR system, 

Tht official filq histoiy for Jierniamcn '885 was ordered on Januarj' 22, 201 0. As shown 
in Exhibit Y, Ms. McNally contacted the USPTO on January 25, 2010 to confrrm when 
Hermaasen *88S aclualJ y expir-ed given the confusing onilne history for Bermansen *885. 
According to Exhibit Y, she was told by Michael Eason at the Petitions^ Office that he could not 
detennine the fact$ since there \yas nol much available clecironically; and that be would pxill the 
:Olc and call Ms, McNally back. Several weeks passed and ai> shown in Exhibit Y, on February 
16, 2010, Mb. MciSlalJy told Mr. Chen she was checking np on the request for infomiation, but 
that the USPTO had been closed for four days due to a snow cn.iergency. As also shown in 
Kxhibit Y, a message was left with the Petitions Branch by Ms, McNally on February 1 7, 2Q10 
after she was informed that Steven Brantley had responsibility fox iiermansen *88l 

On February 17, 2010, Mr> Chen spoke with Taehiier who state<i thai he assumed 
Hermansen *885 had been reinstated beciuise the Petition ibr Acceptance of Delayed Payment of 
Maintenance Fee5 was granted, which was the lai>t he had hoard about this matter* (Chen 
Declaration, paragraph 5, pages 1 "2). tachner also stated Ibat he was unaware of any fees being 
credited to his USPTO Deposit Account or the subsequent imsolicited Third Decision denying 
the requested relief (Chen Declaration, paragraph 5 '6^ pages 1-2), 

On February 26, 2010, the file histor>' for I lermansen. '885 was received from the USPTO 
and transmitted to Randall Brown, Chair of Haynes md Boone, .IJ.P^s IP and Technology 
Transactions Section, for his review. On March 2, 2010, Mr. Brown acknowledged receipi> and 
between March 7 md April 1, 201 0 Mr. Brown reviewed the file history and cotiducted research 
ai^d held various discussions to determine eomscs of action for reviving Hermansen *885. On 
April 1, 2010, Mr, Brown contacted Mr. van Horn to discuss the situation. 

On April 27-28, 2010, Mr. van Horn contacte<3 tlie USP TO to discuss an appropriate 
avenue to proceed to rectify the injustice of the expiration of Herman.sen ^885 and the 
undersigned attorneys were asked to as\si.st with this effort, Mr, van Horn subsequently arranged 
the meeting noted above, which was held at Mr. EJahr's earliest convenience on May 1 9, 20 10, 
Additional evixlence has been obt^nned periodically since May 1.9 from Crank Brotlicrs, whose 
records have been partially compromised with the passage of time. In sboit, Crank Bix>thers and 
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their new counsel "have diligently pursued the actual tacts regarding Hcrmanscn \*{8S, and have 
diUgcnily prepared this submission, during the time from about December 19, 2009 (vveM before 
the actual state of Hcrmanscn '885 was known to Crank Brotl^ers) to the present, despite, being, 
hindered by Incorroit (JSMX) records as to the actual date of ex|>iration, lack of an electronic 
USl^TC) file history for lilermansen '885, lack of complete contemporaneous contispondence 
between Crank Brothers and 'Pachn(>r, and (;!rank iirothm* present inability to rely on iiccurate 
inforrnation from. Tachner and bis stiiff, 

Based on the coi-rected rcconl mid the new facts showing dihgence by Crank Brothers, it 
is believed that Tachner and his. staffs appaa^nt fraudulent and deceptive actions should be 
eliminated from consideration of the unavoidable delay in seeking reinstatement of Hcrmanscn 
'885, Therefore, it is i*espectfttUy submitted that the relief previously granted in the Second 
Decision was appropriate and should be reinstated or that aMief be gitnvled ba*sed on the Petition 
when taking the corrected facts and eliminaVion of the incorrect, facts into account. 

SUMMARY 

It is respeoifully subniitted that the- delay in the payment of the first maintcnarice fee for 
Hemxansen *885 has now been demonstrated to have been unavoidable* Specitkally, the delay 
resulted fix>m errors committed by Tacluaer^s staff that vverc later apparently actively and 
intentionally concealed from Crank Brolhcrs as well as tlie USl^TO. Also, it has conclusively 
been shown that: 

(1) the error was the cause of the delay at issue; 

(2) there was in place a business routine for performing the clerical function that could 
reasonably be relied upon to avoid errors in its performance; and 

(3) the employee was sufficiently trained and experienced with regard to the function, and 
routine for its performance (hat reliance upon such employee represented the exercise of 
due care. 

The second maintcnynce fee, despite being timely paid and acceptcnl, was later apparently 
refttnded to Tachner in connection with the issuance of the unsolicited Third Decision, 
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In conclasioji, all of the foregoing demonstrates that h. was the docketing or clerical errors 
committed by Tachner's statlthat resulted in tire delay in payment of tlie first maintenance fee 
for Heiraansen *S85. Also, the error was apparently intentioniUly concealed by Tachner and his 
staff, which concealment prevented {"rank Brothers from having an opportunity to cure the 
consequences of tilie error. iFinaliy, bad the error not been concealed, it would have been likely 
that Hemiansen '885 would have been reinstated since the error appears to have been committed 
despite the exercise of due care by Tachner and his staff, such thai the en'or was unexpected and 
unforeseen and, ihereforc, was unavoidable. 

As shown herein, tliore was no confusion bctvyeen Crank Brothers and Tachner. Rather, 
it Hus a docketing error or misundemanding solely on tire part of Tachner's staff, likely in the 
improper docketing and/or fi le jacket notation **cHeTit will pay/' Thus, the main reason 
previously relied upon by the USPTO to deny relief to Crank Brothers was incorrect. The error 
was indeed unavoidable and completely due to a dock<?ting eiror, which, was imdiscoverable until 
Crank Brothers requested the undersigned to investigate the facts, and was not due to any 
miscommunication on tlie part of Crank Brothei^. 

As dcn^onstrated. herein, all of the delay from the time Orank Brothers bccan^e aware of 
the Thiitl Decision until the fi l ing of this Supplemental Petition was unavoidable. Orank 
Brothers accordingly requests that the Commissioner grant tins Supplemental Petition and accept 
submission of pay meat for both the first and second maintenance fees for Mernianseri '885 so 
(hat the patent can be reinstated, 

If any additional infonnation would assist a decision on this :Pctitioa please contact the 
undersigned attorneys for Cnmk Brothers. The Commissioner is hereby authori2e<l to charge all 
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iees associated with this Supplomenlal PeHlion, incliKlitig but not littulctl to tlie Peiitiow fee, (ii'st 
and second mainlynance fees and applicable surcharges Id. Deposit Account. No. 08-1 394, Order 
No. 70614.30. 

Respectfully submitted, 

FINNEGAN, JIENDERSON, FAR.AFJ(.>W, 
GARRETT & DIJNNBR, LLl> 

Date ~ Cku-ies:k.VanHon) (Reg. No. 40,266) 

HAYNBS AND BOONE, UJP 


Dm 


Jeffrey A. Wolfeon 


(Reg. No. 42,234) 


HAYNES & BOONK lAA* 
Cuslbmer No, 27683 
Phone: 202-654-4565 
Fax: 214-200-0853 


Exhibits A-Y 


I hereby twtify ihat tiii.s cofrci!{)ondencs is being liletl with 
Ihc Uniied States JMtent and Tiadcniark OlJiceVis KrS-Web 
on tlic foDowitijj dale. 

Dale 
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tees associated wiih (his SupplcmeniaJ Petition, including but not limiiad to ihe Petition fee, fim 
and second inamtenance fees and applicable surchaegcs to Deposit Accouirt No. 08-1 394, Order 
Ho. 70614,30. 


ReS|>ectfully submitted, 



ZOlo 


RNNl-GAN. HKNDEKSON. FARABOW. 
GARJRE'IT & DIJNNRR, LLP 


Charles E Van Horn 


(Reg. No. 40,266) 


HAYNBS AND BOONB, LLP 


ExlbibttsA-V 


Jeffrey A. Wolfon 


(RegllNo. 42,234) 


HA\1SEkS & BOOM? hh? 
Customer No. 27683 
Phomi; 202-()54..4565 
Fax: 214-200-0853 


I hereby txaify thiit. tbs$ correspondence is bsing .Oted wiih 
;h6 UniUKJ Siiites j'atcRl .tiid I'nidctKark. Oflicc vis BFS- WeD 
on the rcliuwini; Oate. 
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HE UiprED STATES PATENT AND TRADEMARiv OmCE 


)ny<mtOT : l-Vank Hewn a rtsoi ct 4I 

Paten; Na; (>35.S$5 
k^Ticci: March 2.7. -2.001 
Titic: CtipJcss Bic^ycle PcUal 

MAIL STQPi PETrriQNS 
Commissioner for Patents 
U.S. Patent '& Trademark Office 
P.O, Box 1450 
Ale3<andf5a» VA 22313-1450 


Sir: 


Assigticc: Califv)Tjiia CiTtnK Broihcrs, 
Inc. 

SmoJNo.: 09.''39iJ09 

I Filed: September iW 
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The Petitioner hctcirt, Leonard Tattmer, respectfully r<sq\jests jgrajcttinH of ihiK peiiUon, 
fwmely, a finding iha- expiration of the abovt'^capiioned ptrtcnf. upon a delay of 24 moatlis 

tut ^k^i^ M>^i»^ Cfi 

Bnclosed hcfcia are tht? rcquird mtiimeiiance fee.* the ret^viirtJd surcharge am! a showing 
;i$ called for in Rule K378{b). shewing imdcr paragraph {3) of I -.^^SCb) ij* pnn-iUed herein 
in the form ofo Dedaraiion of my OHicc Mai^igcr, innis Foreman. 


In Ms, Foreman's Ikdaraiioii, she expiams under oath that the delay in payrRtnt resulted 
fnwi im unfortunate confusitm hetv^een oui opTice stalYajid ihc patentee to who would pay tl»c 
majTitchaacc fees for thisclidit.. Ms. Foreman beiicvcJ (ha- .she had received ui^lrucnon from 
the client ihat they would pay ihcir own maintenance fees nn 
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notation to thai cffm ovi alt appropriate doclcct shce^ and on uJI contisporiding file wrapper 
covers. Ms> Foreman \m bij(?n:my pnncipal sl«ff employee Tor over 3.9 years m:icl OIYicc 
Manager fcfr about 25 yiiiirs. 

On or about October 3, 2007 we ieamcd that the clitmt/patemeehfid riot psid tlie 
inaitUcnanc<* fee. Wa Icamcci ihtii the paienteo h6d apjjarently forgotten tire instaiction 
comtnunicaced to Ms, roronun and insiciid had a&sumcd tjiai our slatThaci paid ihv Ice in « 
timely mnner;. We innyiedirtieJ.y se? nbotji to detem)lne the eau^je of Ih? delf-y in p«yntc»t and 
have $irtce <J«enmr)ed tbd tlte euuse w«s tl)e Aeniwdto»ed cotifysion between the ir-stnictlon 
frw* the cliem and the clicat *s apparent assumption ttwt there was no such wiminumcation. 
believe that ik cUcjit*^ comrnimication c«inc m 20(>4 shtortiy aftct we pftid lac first niaintennoce 
fee ort two earlier patents in Febftiiiry of Uut yettr and billed the eli<^')t. accord inKly- Wt; believe 
thai the ciient had {brgouen thai they had K'vcn such »r instruction to out staJT. 

Hie uiKiersigttcd pciitioiicir has a vcr>' aoiive patent prosecution practice which has 
rwuited in the issuance of upwftftis of ienst 500 U.S, paicnis over the past 29 yeaiB. Wc depend 
to 3 great extent on docket entries aod file wappc^r entries in fReetinK deudJines ;jie|udmg if and 
wheii 10 pay fRaint«ji»nce fcus, H^e deJay in paymen; ofthe itiaintei^ancc tee in regarKi (o fh« 
ebovc-eaptioned patent was due entirely to confusion Hetwe^fn niy sttilTaxitl the client as to who 
would pay the fea sooti iis w learned ot'Jhe problem, we started to dctcnTiinc v/hai had 
occurred and to prcpan: this pelitton and aitathmcnts. We 6re tubmiuing ;his petition 3 weeks 
beyond the two ycur !imit laider Rule 1.378(c) for ur>intemion»! delay. 
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^gT^TtOK F0» ACtKmNce of dklavko 


PAYMENT OF MAINTENANCE WS, CNDRR 


It 14 my eamcsl be! jcv thst the tenfosion acd tesuttmg payment {lelny wius yna voidable 
Nevcrrtielcss. I have instructed Ms. roreman to rely only on written iiistrutiion from 6 client not 
to pay *niaiijtenan<x» fue for any rcasort In Ihc ftUore. 




Attorney of Record/ Petitioner 
Registration No. 26,344 


(049) 752^S525 tde^ihone 
(940) 1)55-241 5 t<;!efax 


CCftttfiSSIOfiEft FOR PAtfeSs 

uA Patent and TFWcMAfiK mm 
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PETITIi 


PT UNAVOiOABLY DeiAYED PAYriftHNT OF 
eg IN AN EXPIRE D PATENT (37 CFR t378(b}; 


C£mvD^^Oi>dr tor Piilwtfi 
P.O. Box 145C 


numivjr (Of misfiuo (53t3m fh/mbftf. if a^rcisisuti) iHsd i2) app£«it!o<> mmm oi Uie 
ac»um iJ,S. ftpplicoiiOA \0f f^A3u« loaUjrjg tf> issu-jniift of thai pai©ai to 


01 KtUW 


ThD 5ib<>v«>«i(tentirfO(j patent: 


appfJcalkw ,. fii«<J Of I . 


CERfjf ICATE.OF MAIIJNO OK Tft A»SM*aSI0t1 (37 C^ft 1,8(3}) 
J h(tfiei>y ce/tify thflJ p3p«i {atoiig.with sfiy papoc refeirfcrf tf> being iSiwcnKi of ffrfr.k>sed} i« 
(!•) lioinc Oopc^ilDU w*m m»j Stoles Pdstai Sarvico mt* dort» ^:^.cv-ffi Uukw/ with sufT-ctent 

P.O floxH&0.AU«amjfi3.VA 223l3-t45COn 

it) trpnsnmtwJ by facsimile on tho cl^to shcrv^ CiqIow io We Unilc^iJ Siaios Paiferu anlTiariomarH 


Duto 

m^w cccc^AO ^^es 


91 ?CH599 


*on-^*, tnc^^ caini6.iR5. p:ti»<r-Q. soi iobwain^ £5SWiJ«toJ (din; te Ci* OSPTO. TWW ta« <«iii(W*-^ vnm v^tjt.t^fcuai cwcl Any 


1.SMAU CNTiTY 

2. or ESTTfaEMENT TO SMAtt E^fTiTY STATUS 

Q Patantee tefio bng&r cpftiiiet; io«fna3 enuiy ttslus. See 37 OVIX t27(p}. 

Tfwj ap(5«?f?nmo fnajfttenaftco tee musi he sdbmUtfta W^h titts (>etiUcn, unlasa it was pekJ ernHaf. 



NOT Small P-nlHvr 


Small entity 


Fee (Codfti 




□ s- . 

. 3l/2yrfBS (1SS1) 

IS) s.A5a.... 


(2551) 

D 0 

,. . 7i/2yrfn« (1552) 

□ * 

„ 7 1/2 yr fee 



111/2 yrfoc (1555) 

D $ 

i/2yffoo 



^^AiNTeNANOK Fee m^c> smmtiio $w 


4. SURCHAROS 


$gRCHAROe Fee BPfNG SU8M!neO 5 iop„ 


..tree Co<J£» ^667) mii?U bo.pairf 36 a condition of 


S. MANNER or i>AVMSNT 

friido^Qd ie 3 check icr tho stim of 5 .„t jL.L?i 

r j i^oase cfinr^e Ot*p(»<Kt Accuun; No. 

PI! Piiyn^ent &•/ atm cam. rafrn pt 0-5035 is ii«achi>d. 


> $«m of $ 


A (iyptote copy £»f frd a 


6. AtiTHOJ^t2ATtONTO CKAf^GE AMY f f:K Or.FiCieNCY 

Tne Olrector ie tieruby iwaicfJiw* to c'lwnse 8'7 rr.»Jn!9mv»ctt fee, surcharge or peW^n foo ootcioj^cy to Dftpoafr 
Acccyr.! Mo. ^,JSi^3J^i A tfupiiwte ccpy of vw a-j*horix<jwn U «a3c*ie0. 


7.0V£RPAri«eNT 

OR 

CI3 dond r^f^ ch^. 



Pct^nor^p^lcdnt <s couiion^ri t6 i3vok! sscbmtivnd potKOfuu tftlctrmeib^ In docufnfj5\t» TJed }n ft p.iicni apptlcation thai mtty 
otwUi'&'j;« -10 ibei>ti;y theft. J*e:wf?;iJ infyfn^alfejfi such as fiocisl eecuriiy mjfntrfjrfe; haMi* accourn rti/rr*er3, o'' crecU oau'd 

.USPTO to support a pcli*Jon or sn ftpptieattor., \t iJxiB lype of porecnfi; ifif(ifntaii>n Is itu^'iidod tn dycuniftril* sitfcmJned U) 
iiHv USP.TOt peSlk>n«g^>*u^pi^ams tshauic ccnsitw/ feuacting such personal it}1mm(in fm) tfio t;oci)mfiiits befom vWbmilting 
t'iem to iftt* U^J'TO. ' f*oiiwCinef/appl:G!J?i> i$ Otfvitwil that 1>W rocord 0? » patyni appSuition auj^if^Ne to th9 pubRe i"JftW 
pdia5c3Uon of ihe sopjkiayc.'i (urto^a a non^hlicoi'iGn fc^^Uaat :r. compHftnto wHh 3? CFJ^ 1.213(a) is frjiitf^ in thj> ftprOfcuJiion) 

isjKtorvitt f)/ a pk^nt Fvrtinem^ofo. ine nxicm ffo«j an *;t>rtartore(i ftrjpJicatff;n may aisd bo avaUabio te tho nubble If Uio- 
appitcifiinn is referenced jf> <i pyuis^ad iippiicatHw* or wt ^S(»ed pajaM J7 CrR v.l'i). ChijrJcs ^^-.c credit «trc 
aythorJtuikjn town* f'T6-203S «ubm!:l(#d ior paymoni purpa$«s art? r>;>i nfrt^f^^ti »ft me ;ipiiiittatici'. iifi) ard ihefcfwe aro not 
pubif-iy 3V36<ibtd. 

6. SHiAVJNG 


The «ndtiti6d fii3i<fim«n; wkI sr-ow that U>o do:«(/ in i)?TKJJy paymnn? m^JftiartfJfKrc waii 
u^i'«iE>!d^hee ^irt'^ n7fl&prtot>[€ euro Was tftkoti vnsjra that thcr matn^df^cj^ fo«} Kvpiild bo pdfrf rrmo^ 
fjn?J imi mti potUiin to b.o^*^ ftltid pmmptly nftor Oio patanw) was ncUftetl of, w fjiii*MwitHj u^frm 
avysre of, (he expir aUoo of tho patent. T he jtatajneni niusl mystrti^tm tho liiep* iJike.n to dnsu-ra uW't«v 
paypiert o( iho ftuinisnani;© fao. Iho dale and mo mmincf in wttcn Uit* fjaienlee became awiif^ mo 
cxpi.'a*Jo<)oJ mo p;iifcr»J, fWHl thi* stops taKcn to.fto .tiip piJWion prompUy. 



^i^^^^^ „ 


IKOSAHD TACUNKR 

Typed crpnntcd namu{sj 

J 7961 SKY fARK CXKaE> SUr^^^^ _ 

AtiSfdStf ' **" 

XRVttrK, CAti^omA 92 eu ^ 

eNtXOSURES: 

fx ] SlattmiontvyT?y 'n^ntonsncefeevrOff no)p{Udlif?:o}y 

S3 Sunrft^rse under V OFH 1 .20^)1 1 ) {*«d fw fplofj tha maiiilejvif taa fttmktn) 

Q ClhfJr: 


Dm 


9.t.9-;.'}2-0:i2$ 


37 CFR 1.376(d) statee: 'Any petition un<Jef ihis eectioa fiwst l>o &y on fttiyrnoy ^^ent 
reyiS-arccJ w pracUce befo.'e inw Paient and Tf adefnark Offic6» or !>y a»e paienti&<j. the Qssig.w, 
or olhisr oprt* ir> inlBro^l." 

V^cmM^^ ™ /^..?^a2.. 


lypeS^Of .p'imvKTnairvo RegiairaUon Number, If 6ppHc«t)le 


{In use spsce &«low. piesse provide U^.^ s^iowing of unavoid^iErfo (Jciay recKed m parayr^ph 8 abwe,) 


^i ^^mrm states miEm and trademaric office 


Issued; Miirch27,200l 

1 uJe: C'lipli^.^ BicN^cie Pwial 


i Assignee! 
I 

i Scriai No.: 


! IT. 


September V9^>f> 


Commisstoner for Patents 
U,$. Potent & Tradomsrk Office 
P.O. 80X1450 
Alexandria, VA 22313-1450 


^ . \.t v.> V ; . 


Dear Sir: 


Ij J^nia Fortman. declare as folUiw^: 

1. I am the Otlkc M.an«Ker for Leonard Tv:hncT, A ProfessioniU Lciw Cotporntion 
(Ihc *'Fimi")' ^ began, cnipioynictii wilh (h« Fimi over 29 years aj^o. My ^iirtployntcni with ihe 
Firm hu5 been ^ontinuouj* in U^vj capacity *;f Qflfice Manager fur Itfasi 23 y«u^. 

2. Aloit$ witii Jo<lie Miller ("Miller"), secretary and docker dtrrk tbr the Firm, I 
inaimgc the dod<.ct ssysica- fur iht: Fimi arwl ffcqucitlly review docketing entries and dxtc dates 
wirh Uon^ird Taehner f *TiJchner- The docket system Xrxck^ pj3ymcu\ due dates fcir 
maintc«a«cc fees ttiid for all olbet deadlines with the USPTO. Thaprocedttre for ras(ji)ndin^ to a 
i}ockt\ cinry tcg&tding u muintmenc'c fee pavmeni iiKitud®: 1) 5ei^dii)g a *ett«f to the client lo 
exploin the fee tmd deadline; and (2) paying ihc maiaiiwanue fee usually after receiving 
auJhoii^.atkjn, writteH of oiul. fioni the client. 
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PKCLARviTION pF J ANIS F OREMAN 


3. Ansurid Mtjrc4> .200 1 . when the Firm rcceivaci (he jil>ove-Ccipttoncd bsued puicni, I 
superv'tscd Miller tt» assure ihni ctitytej were the ilt>ckjij syslen'i tor September 2?, 2004 
(3.5 yt annuity),. Sqjteinbei* 27» 20kOS (7.5 yx annuity) arid Sepietnber 27, 20 1 2 (1 K5 >t annuity) 
dttivni»c$ for paynjent aJTiJ^e njaintcn«noc fees,, ;ind to scwl a letter to the alien; expJainmg tlic 
rcfiuircmoTii for paying the maintenaRce fees. 

4. However, bcfiirc me first atimtily bcc&rrw <l«e {5c|«ctf.bcr 27, 20O4 ) I <rntcr$<t ii 
staie»ne»jt vn ihc face ohhc flic that the cJient would pay the arjjuities (sitje photo.copy of docket 
j:hc<;5 attached a5 p;?thihii A), Also aitauhed arc photccopics cjfdockei shews showing som*? of 

• this cltent*s other psttmt annuities wKcjnsiin it is noted on the docket sheet il^*^* i^tt ^^iknt wjjl pay 
their own amiuitics (aitactied hereto ajt Exhibits As shown in attached Exhibit C which 

k ii photocopy of the fac«.of our Docket No. SLI?-2h h i$ noted the client will pay the 
.maihtenattce fee, Ali of tht? issued patent file faces for this client show that th^ client will pay 
their owii annuiiics as of mid*30(>4 {s«e sample phcnoc(>pk's attached as ExMbits D 1-06). I 
recall coi^T^ so based an a discission with the di ent indicating that ihcy would pay th^ir own 
annuities. It is fK>l unusual for a client to express the desire to pay the:r own niaintcnjitjcc fees in 
o.rdetr to oyptd having tu pay the finu the additional service fee wo charge for doing so. for 
exainple^ attacheil hereto i-^ Exhibit K wttich is a photocopy of the face cover of Docket No. 
MATHHNY-I wherein the fac? of the tlte shows an entry indivx-uing that the client has institicted 
»H that tt5c>' wili pay tlreir own rriainienancc fees. Hie same is tiue for Exhibit F for owe Docket 
No* VI AD* I (|)hGlot:(jpy altau^^ed), 

5. On October 3, 2007. the client iaquircd about amiuity p&>iriejus and specillcnily, 
if the aiiJ^uity for thi^ pate^nt had been paid. 1 inttirmed them that I had not p&tci the nvaintenanec 
ice $inee I was uadcr ihc irnprcKKinn that they had wanted to pey the mainte<>nnee fee 
themseJv<^. 

6. The- client s*tate<I thtii they did not ren)et!ibet giving vac ihc instntction that "ihey 
would pay their t)wn maintenance fc«^^ Tlxc chcnl staled how iriipoitant this patent is to their 
con^nany an(i r(jquc?>tcd that we ia\tnediately begin a process lo reinstate their (»atenl. 
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PgCLARAtlON OK JANiS FOREMAN 


7. B0cat>sc there appears lo have be«n conteioa be-tweca the cJieni anri rc>?5e]r 
regarding who wuid pay <h<; maintenance fe<rs and Ixjcause neither liic cHant nor T coxild find 
a»y writicn dbcyiheni providing inatntuiions to pay or uat to pay the miiinicnftnc?; fee. I l>c)icv<j 
ihc !M>n-pa>7n«]t of this mainteiiancc fac wa$ unavoi^hible. 

li, Piir$;uiTii to the Ic.nns of 28 U.S .C. §1 7<v6, i declare mxckf pejiahy «f perjury umltsr 
the iaws of'U^e Unit<?d Siales of Amenta thai th^ fori^going is true anU c«rf<*it. 1 futhcr declare 
ihat all 5tatemen(5 made herein of my own Knowledge arc true tind thai »ll 5iatc:mcniri made on 
ijjfonn&iion and bdicf are believed to be irufc. i:iietelarfUioiH made herein are mad*J. with {he 
knowle<J§e that wilHul false statements and Uie like are7)unishab!e by Tina impdsotimwrt, or 
^th mxiUx i8 U.S.C, §)00i im] may jeopar^^i^^ the valicJity oi the present pateiit. 


Declarant's SignaUtte 



Date f 


(JjpOsdtd 9tt 

^^^Jmlii^l^} y 

UL6. PAter^r AND IHAOaifW 0^ 
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p.a !*» 


f>I';ONAf<D TACIfKER* A PaOr(^:5j$IONAL LAW 
C0t<K)RATtOK 

I796i 5iK.Y PAruC CIRCLE, S^Uni- .-^S^i 
iRVfNECA !^26i4 


In ir« ViMcni of H^rmarujen ct 4jK 

issutf Daie; March 27» 200 J 
ApplkftitQn Ko. 09/39 i ,709 
FMiiigiiate: September l^-*? 
Atlomfey Docket No. BUV-2\ 

"This is a dfedsion on ihe pctiijoa mdcr 37 CFR ] .3715(I>), UN October 1 8. ?.00?, to rt?irj$t«ie (he 
above-iiJcHlirjccI patent. 

Thcpcution is DISMISSED. 

The inttiUrt patent issued Marci) 27. ?,001; 

The Isst day (he meimcaance Tec could have? been time!)' ptiid, wlih a surcliargi;, was Moftday, 
Marcl) 28, 2005. Tlic maifilcnancc fee svas jiol timely paid end the p&lcnt expired ai twidnighi o« 
Marches, 2005. 

The Jftw linn who han4lc^3 proscoutiyn ihc pateni, rts wcM i»s sevcrai of p^utionei''s oihcr 
pfticnts, h»f,d patij mairncnuncc fees ior two (H'(>etiifoner's patctus during February on004. 
When thi? laxv (km »ay$ u muini^j»mce fee orit behalf of a client^ the h<v fnm chi»rges the cUect a 
service fee. the dechiration o!' Janis I-orumjtn ittdiciites It is noi vinusuai fo? a client to request to 
pay dieir own fees in order to avoid payment oftlie service Ice. 

Ms. Forcnum believes she received jAStruciions from ilie chcm on & dme Otuvu^d mi<i*200^ 
stating the client would pay maintenance fee? in ;hc fuiure, Forenm $;f»teiJ. "All of the 
i5:>ued patent ule^u for >hii; client «hc\v ihai tlic client wilt pay their owij annuities as nf mid- 
2004.- 

The 3:5 year niaitueim nee fee forilte insiont pfitent couid hav<; been paid, wiiboiil a surcharge, m 
curly as March 27, 2004, actd as late as Mofidsy. September 27> 2004, 1 he taw firm's docket 
shcci for the insiant patent stated the du€ date for the ftrst maintenance Uti was Sepiembcr 27, 
200^, 1"hc corresponding ^'Action Take in Response" coiunm stated, "Client said ihcy will pay.*" 



COPY MAILED 

APR 0 9 iOOS 

Decision on Fcuticn 


Potent Mo. 6,85 1 ,t 89 issued February 8^ 2005. A copy of the front of :he Wk includes an entrv 
stating ihe issue jmi svan paid December 30, 2004. A following cjilry imJicates "clierji to pay 

Patent N*o. 7,225,703 issued JufiC 5, 2007, A copy of ibe from of ihe file itioludcs at* entry 
Siatirtg the issue fee was paid Apri) JO, 2007. A foUowtng entry inclivatcs ^'tiicTH pays anmuiics." 

Pctliioner iptfit jxii yurr. ember infonning Ms. Porc-nfin thai Peti vkmer wuM hatitiic paynicdi of 
maimenancc* fees in tiic fiiiure, 

On or about. f>ctober 3. 2007. ihc law firn^ Icflmcd from petincncr ihat. petitioner hii J not paid the 
mmmennnce fee, 

The insjrmt peiitiion was filed October \ H, 2007. 

A grantabic peiitmn under 37 QV\<. \ .37S(b) musiBe seco^npanlcd by a showing lo iha 
3atisraetion of the Dtreetor tkni the emire delay in payltij^ l.he reiiuired ftiSutlenance fee* fromihe 
due date for the fee until the fjjtng of « gramabte petition purstjiinl to !h«.par<:gruph was 
un«ivojd& blc- 

ift order for a patty to prove imnvoMable delny, the OfTice requires ihe party dirmijn.^i.'^ie the 
pnny exercised the "care or ililigcTiee lha{i| is gcnernlJy iricd and observed by prudent and 
earsjful men in relfi-Jon to their most Imfwriani business."' However, "the question of w!>Gtt5er 
|dc!3yi was unavoidable {wiiil be dceidcd on a case-by-case basis, isking nH of the faci$ and 
eireumstancek* inio account."* 

The statute require* a Vjshowing'* by petiii<mer. Therefore, p^tie^rtef j|iil^the..p^^^^ 
The dcci.sjori will be ba.sed solely on the wtlttcj;, adniinifiinilivc record in ^Xbttnc^. It \$ not 
enough tliat the delay was priuvoidsble; {usfitioner mtiJti tbe dclfty was Unavoidable. A 

petiuon svili not be granted if pelitioncr provides I osufHeient evidence to "show*' that the delay 
was unavoidable. 

The OflU-e and CQngre^is have recognixcd the uiuivoide»ble staodftfd cat) be very diHicuU io fticet. 
During 1992, C6«greii.s- edrisidcred the dlfficuhy involved io teiniitatUig « patent u^^dcr the 
urt.avaidablc. Congrtrsitioiuil represcnlativeij dcse.tibcd li)e Urtavoidftble Siaodttfcl a$ ir»f!c)t.ibJe, 
exueincly hard to oicetj too stritigeni tmd hmh} Congress did NOT take steps to make the 

i!*ec. Cil. 109$) (CUbIkirt9 w«Httd) C{\]tt ilCICfirthi;:!^ wt;cUirf *. Octajr ttt psvinji d uiii?vt«fiAai;c Ibc v*e< %WBVO:daV.t<, one teuti 

^ *')Thi: unayoklsblc) sxncMzrH tM bznn &und tC bci $:2stiXimJbc •iftitt K »i9et. ^mt^e piicrt ownat h^ve t-3$t Utcir pa;<r.t r:gh;y Uvc 
Ji» ihi»ijDikSifeis *wtitfie<l-" us CONC. RUC\ Udi* {iJ«p»tfmbct )e, iVW^cJUp. OtCfuwtni) (cif^phttfrt jdrfsd) *Tkc 

Hft3viitd»bJvstan<it»Td hupiovc^ to tx <oc Aitf na<n* in ^n>.^y Mr<$." l^a CWOv »U::C H| U5 i<'«*-c*»«* i99i)(U«p. H«nt««) 
(stttpbssij -tddf^TL "T^rt uijiivoidftb'.t iwmtwd aM.lliJBt^. 5j'>«* pJWCm dwiicrs havi tc« ih<tf p4i<fii rffcMii du? » 


unav^idabic standard more flexible, easier too meet, kss stfingtm, or loss teraK. Instead, 
Congress dejcmiined ihat it would nUow f>atent owners the ability io rcinstotc 3 pfiitm! unslcr an 
**ypi4\tcrtii9nar* $iitnU»rtl lon|{ as th^r- pctitiurt was tiled within 24 nicnihs o*' the expiration of 
ihc patent. Congress chose 10 contimisr re<iuiring proof of unavoidable dciay for pctiiions filed 
after the 24 maiuh lime petioci. 

Rased or. ihc facts in Ihii record U appean: !he nipsi iikeiy cxplainuion for peiittoncr's ffliiure !o 
p$y the fee i.s: 

( 1 ) .Peiiticficr infoaned the law fiim pciitioncr vvpuid pay maimeDuncc fee^ irt the 
Xuture, 

<2.) PetiiioiKt fiiilcd to lake s;eps to ensure the fees wouid be tij^ieiy pauK and 
(3) PeUiiciter failed 10 pay the fees. 

An enttly :riw: ting the. paiei^i th* sanic a reasamibic nnd prudcni person wouUi treat his or her 
rciO$X importafl! b!»mtrss svotild not iibso'vc liie iaw firtn of responsibility for iriomtortng 
cnaintcnyncc fees vvithoti{. t<ik.tri^.re3.soriiib}c nftd reliable jsteps lo ensure it^ainienance fee^ ior (he 
paicnu* in the fjiure. The pctUion fails to list any steps taken by peiiiioncr to crisure Ihc fee 
would be piud iimely. 

Petitioner ttrost prove the emire deltty was* unavoidable. Wiien the \m Hdti paid tije maintenance 
fees for ivvo patents during rcbrcory 2004, did Ihc law ilrm send petiiioncr s bill? If ys*s. and if 
pettiioaer was relying 00 the law Rrm, why did peiitioncr fal! to irtquue into the reason it wa« no\ 
ruarivinK future bills for niair/ten;i»ce fees dpnng the foHtm'iijg pcriixl of over \]yrtc years. 

ITie pfetition states thi? iav/ i\m learned pctiiioncr had not paid the fee during October 2007. 
However, the pclitiot* fails lo discuss the dtiie pcihioiier iearncd the tJuintenaiKc fee had not 
been paid. iVhen did peiitioncf. ftwt lofim tto.the n^aiwenance fet^ for <he instant patent, or any 
of its ot>icr patcrtts, had jtof l>cen littiely paid? 

Any request for feeoosideraiioo should be accompjmied by a sUitco^eni by an employee or offtc^r 
of pelhioDex with dm hand knowledge of the relevant facts coneemirig petitioners actions and in 
action.'? with mp&il lo peiuioner's paicrtis and the maimenancc fees for each patettr. 

Bven if petitioner could prove it never .tnforn;ed the law firm it would pay the fees, and pnsve i! 
was re&sonable In relying on ihe law firm to pay maintenance fees, such a showmjj Avo«!(i not 
nccessarity demoastraic imavoidable deloy. Reasorutbte rciiaitee on a third party rcpresenuttive 
does not. per se, constitute ^'unavoidable*' delay. When a party relies on an agent tt> take certain 
«eps, the petition must address not only the party's aciioiw but also addresa ihe agent actions 
or i»\acti<in!$/ A showing is iasufficicni if It ixiercly cstabiishcs that petitioner did evctytiung 


^ ^^4:mX^:(.:&im.!^.:u.^i\\i^^ t-'S. 380. 39? {\sn) cniw \Owm »!» 

:&0«r !hM i>n iYh«;.'tftr Ihilf *tu>n)?»> w wipCffrtcuif** acenv. i«a *II ^c rctuonitic fO-tfJ cemprj wijh the ctfvj^u'vtr (w date. 


petitioner cowl<i to n?an«tor »Hc ai^cnt*? actions and inacii'.>nii, hu[ Mh to ?i({tir<:ss ihe sgeoi^a 
conduct/ 

liVen it' a poiitioner ctwurcrs !):« agent h an attgrncy rather than, for exaaiple, an individuuJ with 
iMu knowledge of thu* iaw, pciJlioner will stii) be bound by iht* 3gct)rs conduct. The Tenth 
Circuit has staled, *"PI«jntiff arguas againil the harshness ofpctjalii'ving hxni foe his aitorney'ij 
conduct. But thw is nolhitig novel hcr>; (focttiotc cniitted). Those >W;o m tlircugh agents are 
cuiiioi)mri!y bound by their 3&ct«s' misiakcif. It h no dilTcnrnt when t!ic agem is an atUJmcy,"^ 

11ie Tenth Circuit is not alone In holding panies bound by the actionK of thdr ngents, Hie 
Supreme Cgurt has stated, with emphssis added. 

* ?etitionct voluntariiy chose his attoj-ney fts his r^prcsctitailvi? \n the acticn j*nd h*? cannot 
' noxv avoid the consequences of the acts or omissions of th^s freely sel<sctcd ai^em Kagh 
* party is deeded hotind by the acisof hts l^y/ytt-a^eni un<i is considered to have 'notice ol' 
all facus. miJicc <if which can be. charged upon the attorney/ * 

'the ciTsct^ of holding petitioner bound by petitioner's ugcnt^s conduct nuny seem hnrsh. 
t'lovwvex, »s footnote 10 which .foUows the above quotation cxpljJins, 

Ciicnis have btefj held io be bound by their cotuisels* inaction in case^ . . . whtm the 
consequences h«ve bem more serious. (Citttiiorw omtUed), Snrciy If a criminaf defendant 
may be.iH>flVictcd b-^eaxisc he did not have ths presence oFnjind to rcptjdiaie his 
attorney's conduct in the course of ll^t; trial, 3 civU plaintiff fuyy be deprived ofhls claim 
if he failed to see to it that hi? Imytr acted with diiipiUch In iha t;n)sccutiori ofhiis 
Itowsuit* 

Pedlionerhas not shown th«i the law fimj's actions were reiiso-iabjc uvcx* if petit loner never 
informed the law iirm petitioner would pay the fees;. If ptiiitiontr nevet informed the law firtn 
thai petition would pay The fc?.s, thitn Ms. Ftirenjan's conduct dws not apspjcar to have been 
r«asonflb!e. Ms. Foremafl did ?^oi m)p\y ,i)ake a typoj^aphical or minor clcricid error. Instead, 
near mid-2004, slie im(?nt!OAiti)y changed mpsi, iftict all of petitirtucr's files, to indicate 
pjjiiiie.ner vvfintd t>c paying, the J:ce. 


|p Ihi«,!hc tou((«rrt(!. . , .lljp *s«rm:mnu vvlicthc? isi^tofiitciiU' fail'jrc i\Wmit pfifefiif claim <iriaH6 !he iw^Jw was 
bound by ihc ftttomcy** ficiicii*. TI« ;aivori(y wfw tti;pc WAiicd by the tlisiti ii sfcu^eji m jwi^ Uiai the 'ViTO« ecr^ired 

* MnH V. Raii^fftt) pp., m us. 6:^ 63 j-ti-t. « M 7.m, s. (':». t)«A t i9$2) tadiniys 5.o?}j)!.x.i^«. * 

)20.a2atlgSO« 


The OllTtce notes Mif. Fortftnan has staied^ "All of the is.sucd patciit nliiji far ihis dicn! show that 
ifce client will pay their own afinuiiicst ks of inul*2004.** >{cwt*vcf, the JVoni of ihc files for Pawm 
N*i>, 6.S5( ,i89, anil Patet^J No, 7^25,703. render K« comment ambiguous. The JVont ofcitcb lilc 
appciirs io indicate Ihc "client lo pay * entries vycrc made after raui-7004. f-or Palent Ni;, 
6*851 » J H9, the cjj|ry.inUjca(wg "ciiciit »o pi*y wmiiiiics*' follows the «nlry indicaiinH: tht? ifsue Jcc 
was paid Dcticmber 30, 2CK)4. For Paient No. 7,2^5,705. the ^:ntry indicating "client pays 
annuities" fellows the entry indicarh^g th- issue fee was pnid April K>, 2007. //Ms, Fojrmjm 
made an error, it appears she made (lie same error on tnuhiple ocwisionn. A»> fcq«C5( tbr 
Kconsideraiion slioultl be 6aw>xnpa?iied by a discussion oreath occiisioii Ms, Foreman 
changed any <>rpuijtion«;r*$ iiJcs \o indicate pctiiioncr wuld pay Uhc fee. 

■ PeUiioner !)caTS the burden <jf proof. A review of the petition indiciites the $hpwi»g of record b 
insuOlcjctt: to pn)vc the en- ire dclny v,-as xmavoidabic within the tncaninjj of 37 Cl^ti 1 ..378(b). 
Hwrefort, thepciiition miisl be iii$mi5i$cd. 

M '^<<S^y ^^^^^^^ ^t'^'^ " ^ 

Any. request for reeortsidcration must ijesubtniUcd wiilxiri WO (2) MONTHS i'forn ihe mail 
date. t>f thi5 dtrcisicu)' Any pciiti!)n ihr reconsidcrjtiiin of ihi.ji decision must \h: Jiccoinpanicti by » 
.aon-rei\tndahlc petition fee of HBfi^ s«t forth in 37 CFK I. J?. ExtenHiotu^ ixf rime under 37 
CFH t . )36(a) arc MOT pcnn itied. The rccon.sidcf ation request diimid include a corver letter 
cntilied "Renewed Hxhioti uruJer 37 CFR t ::>7S(b)-" Ihh k not final sijency aetion within the 
m«mitigaf51J.S.C.§704. 

^^i^^fj^l^^l^^^^ Therefore, it is extremely itnponsni lhax pcihioner 

supply anv and aH relevarii infonnatioo and documcntiiiion with his ceqiitfst for reconsidcnitioii. 
Ilifi ComnilssioncT*s uecisiun wilt be based «Qlcly on the admin isuaiivt; record in existence, 
fNriitionerKiiould rcmcmixjr tliui i\ is cjot eiwu^h that tlie delay was unavoidable, petitioner must 
{Ji^ve that ihc delay wiis w?»avo}dab!c, A f>ciiticn v/ill not he granted if pctifioner provides 
insijniciL*nt evidence to "show*' that ihc delay wa5 ansvoidable. Therefore., if e request fer 
feeonsidcrstioft is filed, it niust ejiiablish that ihe entire deUy in the submission of the 
maintenance f^se was unavoidable, 

Since the pctiiion is disraisscd, petitioner may rcqucsl a refund of the muinienance fee and 
sufchiirgc. Petitioner is rcoiindcd \\m :f a xtqxim for rccoosidcrtnion iit later tiled along with \ht 
S400 fee, ihc $4(30 will not be rt funded, A rcqueet for a refund should be sent to: Mall Stop 16, 
Commissicner for PatcnU, P,(X Box 1 450, Alexandria. VA 2231 3-1450. A coi)y of this decision 
should accotnjiany any rcqucM for refund. 


Further cotre^p^omience with mpm to thb matter shoulc! bo addfe^iscias IbiJov/s; 

By mai3: Mail Stop Petition 

Commissioner for l^atcms 
?;0. Box 1450 
AlexantJriiK VA. 22313^1450 

By ^acsi^r^ilc; (571)273^8300 

/\Un; Office of l»ciiticns 

By handi Patent and Itadeniatk Office 

Customer Service \Vindo%y 
Randolph Kuilding 
401 Dulany Strcci 
Alc>;an<lriQ, VA223H 

Telcphoiu; mqiiidijs regarding* Ihis commanic-tiion shoutd be Jifcctcd to Pcti-ions AUoti>t;y 
Steven tojt^' at (57 i ) 272-3203. 

Charles Slcvca Brantley 
Senior Petitions AUorney 
entice of Petitions 
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'M^MiHYXm STATES PATENT AND TRaDRMAR K OFFICE 


Ihvcnior: 


i (ssiied: March 27. 2001 

i • 

I Title: CHplcss Bicycle Pedal 

MAIL STOP; PEHTtONS 

Commissioner for Patents 
U.S. Patent & Tradeniafk OfHcu 
P.O. Box 1450 
Aiexandria* VA 22313^1450 


Inc. 

Fitwi: Sepiemljijr B, 1.999 


RHCE1V6D 
AUG 1 2?-D08 
OWCEOFP£TmOMS 


Dear Sir 

R tr.OUEST FOR ftlICON$lDEEj\TtON QF P£ Xm ON FOR AC:C:C%rrAN<xE 
OF mXiWm PAYMENT OFMAfiNffeNANCK FEK UNMR 

Pclitioner hereby respectfully acquests iTCconsideniiiOTi oflhe April 9, 200^ DisrjuKsai of 
ite Otu^ber 18» Z0(|? ('ctiiioti, Ijni^logwi herewith by w^y of aiidiiionai evidence ajxs declarations 
of Carl Wincfoairt^ and Frank. Hciinmi^n, coMTtvcni>5f5 of the subject patent arid onncipats of 
the patent own^r. C^jliibmin Crgnk Hrythtjrs, and (if iHcir patent attorney, the utjdcTsign«d» 
Leonard Tsdmet, 


'Hie DectiJitilutiisof iMus$f;;. VVInefordncr and flenna^iiet) piovidc evidwce that it was an 
appar^it misunderstanding as U) wlu> wouid pay the niainrcnajKc fees for the subjeci patent ami 
thai they did not insmici Ms. r<5reman. Mr. Tachuer's olTjce aMnaj^'cr to not pay the nvtinien^ince 
fees. Mr. Wuiefm^ncr aLs(j dt&cribcU how imponani is the s^ubjcci pcicm and that \\ hud been the 
nonnal coiir$e of having Mr. Tjtdiner's fimi pay the maintenance fees for other patents and that 
lhi.s patw^t W3S not an exception to that nonrtal course They indicate that they are 1 00% sore 
»nd whh<mt any doubt that (hey ins-rueted M^. Forcmar. to pfly tlic maintenance im on the *885 
pa;eai, 

^%i^zm %mm oewcou m^im 

Ot fC:t^ic tJP 


REQUEST FOR RHCONSIDERA HON OF T ITION FOR ACCEPTANCE OF DELAYED 
PAYMENT or MAWPNANCr-.FBK UNDER RuLH I .mm 


lxon»rd Tnchrtcr ti Dsclaralion dt&cobes the t-elcvani cvcnis sMmniiKhog the ddoyc^J 
imyniem of thcmiiiittmtmcc and iKe fact thai Ms, Toreiian m^de a ptofouitd clerical error 
bailed on her niisundttrstnfKling of the insjiuctioi^s from tht? clier**. He iilso cx pining that the 
misunderstanding sfcius pna-arily fri>rri Ms. Forcmnn tJisitraclit>n, orcojjfu.siott orunwuil iack 
of depcmliibte adherence io ;) c:ie.n;'& mstmctioi^s. He; cxplnti^s \'mt at>cr d^cadtjs of her visual 
dependability and care ij^ CiKryin^ou! h;^ and hh clients inuiriiction^, lic hiul teasortflbly come lo 
cxptic! accur^iie and true perfoniumce of h«r dtuic^, Mr. Tflchner t\\$o jtates thiit 
rtiismlasiandir.{j ^>^tlu^ clienr.s iasintctions and resulting clerical error a>ul;t he due in part io or 
c^kerbat^d by il)e fact Wm this pai&m wtis bitsed oo art iip]>IiC3tiii{i prcp?.rcd. fiied and 
pmsecuicd by the client und no; by rachner's office and thul ihis pHrric^liir ciicitt bad often done 
ftt lieast some of own paten? appiicdiion pie|>$tf »tii>n in i>nm to rcdticc «t loavcys' fees before it 
attained i-s cxifreiU 5;ucecs5, 

Bused u|x>n tlijs ticw cvidcjiee, Mr. 'f auhner expressxn; belief tijat the* 
mi'sundcr'jtitndtng af >hi$ client*? in^trvciionsby M>j; Foreman r«snU«jd in aii err<>neoas doekct 
m\ry (Lc.» cficiit to thiy .tttmtiitta) whkU was subsequcntiy relied {i\x>r, in the due. course of 
Tijchrt'er*!5 $tanda«I of Bee proeess and thni this resuhed in ti;e uriAvoidnbtc delay of ttie 
maintenance fee payment. For all c>f ibc &l>()ve'!ioted reasons, Petitioner e^^rnestly .solicits 
rmnw'.deranon of the dismi:sj;ni and iKsniingoftlie. Petition r<» jjceepi dm delityed paymeju. 
Enclosed herewith is a chSick for the fee appix)pnate fer such reccnsidcraiion per Patent Office 
rates. 

*nii5 undcrwgneil hmi imml this episode ;o be an c^tijvniely sire^sfxi! and frighteninf; 
e?cperience. First and ft^remost ^jcaiusc a ?i>n^ itm. vnlacd client, is in danger oftosinjj a very 
valuable patent because of 3 simple human niisutuleniUadingthaj rcsuhed in a clerical error of 
profiiund significance, Seeond, because if this rcqoeiJt for recansjderaiion of the petition is foutjd 
tacktnij, I atn person;j3ly at risk far n sUi^gcring iiabiiity whieh vvould likely tcnr.inaie a 3f)->^r 


Z 


atQUEST FOR RiiCONSIDERA riDN OF Htm iON FOR ACCEPTANCE OF DELAYED 
PAYMENT Of MAiN'imAKCe mi UNDBK RULfi K378(b) 


career as 3 j;>atcnt profsssronfil and nqjati vely afPsct thtj rest of my life* I'h^rctore. ( rirspectfiiliy 
fcqiicsl thfit an^vilouht ihm thaax: \my be asi 10 the tiiravoidiibility ofthe delay in p«i\^ent, hs 
!ooVed upon in the light \v.os\ fdvorablc to ihs graniin/? of Ihcf jjciition. 



(949) 752*8525 ielephonc 



Attorney of The Pctiiicmcr 


IN THKUNn'RP STATE S PATENT AND mADEMARK OFFICK 


i^vcmor: 


Frank Hcnnnru^n ci at 


Jssued: March ^ 2001 
I Title: Cliplcss BJcyclc Pechi! 


I inc. 

i 


California Crjinx BmthcrN, 


STOP; PETmON S 
Qornmissioner for Fiatems 
U.S. Patant & Trademari'v Cfffce 
P.O. Box 1450 
Alexandria, VA 2231 3-1 450 

Dear Sir: 


RECEIVED 
AUG I 2 ZGDS 
OFRCEOFPETITfOMS 


Ijtiy LARATiQ N OF l.K()N ARD TACf1 i>7j:R IN SUPPORT OK RKQURST FOR 
Hg:vC:ONSI DERA TION OF P^m ION FOR ACCEPTANCE Of OlSLAYED 
yAViVIR NT OF MAINTENA.N'CE FEK t.^NQEH 


! . 1 mi a ixrgistcjrctt patent aUomey havi)\q registration No. 26,.l44, 1 was adtnitt^d .is a 
pm<uu agent in 1972 and as a patent anorncy in 1974. I >va3 adnuUed to ihc SUile Bur of 
Calitbmi;) iij 1973 und have iXJmiiiued in ^ood staniiing since then. 1 itavc m4iint;^ine<i a small 
iiiw r.rra IP practice since 1 Totiay I have a cole practice in Irvine, Caiifonjis:. t iiove two 
sccnftaries working Tor ific, Jiiriis Foivman oml iudie- Miller. Mh. rurefnan is alK(i niy office 
manager anU has bccii ari ciTip!oyx;eofminc sina^ iJic r,animcr of 1978. 


2, Over a pt;riq4 of ulmo^fl thirty yc5tf?; I p<jT5;On6lly tr«in^ M5. Foremar. to «aity dut 
numerous (iuttes in n-sy practice, Inciudeii among these dulics h that of h«mg respcnsiblc for ihc 
limdy p£iyftj<r»t orriiainlcnancc fee? for ^5iir clients* t^<iued U,S. pater*t*«. J hiive »!$o imtivctcd 
her in communicating v/iih cHenls in i.tiwcly maRncar to Icarr, whether ihty wish to have m pay 
maintenanct? fc^s for ihetn so that wc can muieipate bcinj^ji reimbursed tor that paymcni and htping 
paid a reasonable scr\'icc foe. Over thai period ot^time that { h«ivc come to rcJy on Ms. Fonmiat^ 


I 


prctARATlON or LHON ARD TACHNBa ContiniiLnJ 
PfHcm No. ^:205,«85 

to propcriy cajTv out Jha^c duties, she has pMa hun<irtcijj of D^&intenance kc$ lo tlie U,S. t^atcni 
iin<J Trfidejnork Oitlcc. Tvc aUc* ccrtic to rely on N^s. Toretnan !o pay issue fees for allc>Wt*d 
patent apjE>iicatfonii tmd to comnumicftte.wlth o\ir cliVntii EttiiJ ibrcign associates: in regsf<J to 
ptiynient offort^it^n patent r:nnuit!C$. tr. order to conducts sticcessfiil and eiTicieni prfiaicc it \m\ 
become rii?cvu:«iry for ma to expect that Ms. Farcsv.tsn would coriiiiutc to t*«ri-y awt n?.y 
irt$tnii;i;tins li» a teiuibie imd accurate manner Hmw was contjistcnl vvtih the wish^ts; of our ctlenii;, 
sho liniS (i^jrt^ for $o tv-my y^^r^- 

3. My Hrm ri;pri:ijcrtls a comj^any nained Ca1jfor?ufl Cmnk Brothei^ (the Petitioner 
iicTcifj), and its two owtiej's-'. C^rri \Virj(irofiJ?>tir ansi FranJi Henna* :i;t?n who arc ihis inventors 
narncd in U.S. Patent No. (>>205.^85 which Imal on Mm-h 2?. iO0i . The ccirrcsponiSing 
app!) cation v/3s filed by the Viiveniofs JhcinscKeii on Sjrptctnbar 8. (999 undijr SCfia! No. 
Ci9sV)\ ,W>- 1 w«s not aj^ ^atomtjy of record m regard to ^hat appiicution, vvnici* was' pro,s*J<;wied 
by th^ mventors in pre*, per It h^s betjn ctiinatoti (or Me.s^;i*s, VVmefyrdncr ond HcnTian$cn lo do 
mtich of {h«tr own work ift rciutrd to patent tippltc^ttjons in ordtir w (educe ^tjomay f(;ei;. l hjive 
been happy io it&sist ihcin to the extent tliey U'ished. even tlwugii rny le'laiionstrip with than has 
bccii soTiCwhai umisua! for tny practice. In the mt mnjoriiy oi'my client rciationi^hipN, 1 
prepare* Hlttimd prosecute paisnt appju-^iions from an uitbrm;jl wriltttnororal disclosure of m» 
invention, consulting occasionfiliy with tlic inventor as nccessaiy. 

4. In October :!007 I learned that some of the \Vmi;fof(4ntJr ond I-lerrnaiKscn issued 
patents, indudtnc: iha fi,20.5»8S5 paiw:t i)ad ispscd for nori'pa>inent of ;naintcmmcc ftfcl Ms. 
Foreman infomiwl me thax $hc Tisd J)cyn instructed by WinotbtxJncr tja<) f lerinartsen tlyjt ihcy 
would he paying tlittic own tnaintcnancc fees to avoid our scr\u*e teres for nuikin^i; those 
payments, i cho'ckwJ vvith tht; client in that rcpixl anfl w(i$ told tfmt they were siue liiat ihcy had 
not given her such m in^trjciion. At the time, J was not sure whom (o b<tlievo sincu it iiccincd to 
m« Jhai avoiding .si?rvic^: f!?es would bv congiment wiih the ciitTi!'? prior utteiTuit^ to nnnimize 
their expenses in fejtjiifd io I?. Moreover, M$. Porenwn hod hccn a tiustworthv iifPicre matiagcr 


DCCLAHATiON OF LKONAKD TACMN>:K Drntimied 
Pmnt No. 6,205.^^5 

for over u^mty ycflfs ?ft(1 1 tyofl no reftsoo to q^uesiioahcr belief ih^it vve weiie no longer 
Tsx^jonsihle for paying inatntonante fees fcjr Winefordnar »mi fkrmansct). frowtfvcf» iri ligiu of 
thif •w'i'i-'^.t '•nc.onjiistisncy bmveetj Ms*. Forcrnan and thc clieni in regtmi to such resporuiibility: ( 
itssi-inct! that there rnay liave becft a misunilcrsmniitng and cm thjit basis i be^an working on a 
prviliOYi for (khiycij (iiX'iptancc of the tnainicniinco ice ibr the 'iiSS palt:nt. which pciiiion vyai 
fitcil Oclobcr I SJ, 200?. 

5* In fifUa^pcr.u it seemed i^trsingc to mo that neither we nor ih(; client received a. 
mstintcndnee ret; femindsr lor *i}S5 paiciw. Ms. Porcman -i-jsiiiu'ci n<c Unu we h;i(l txii rcc<;^ vi^i 
such 4ocwncm \he ciitint nLso has informcti me that ihey baci nci rcceivtJd ^udi document 
MofcOvcr, tjrt Joiy j 1 . 20<)y J iLn-med ihit *hu PeMtion* Offjci had -nrnkd a wiiiicn decision (ft 
disriis^iiOtomyoftiaeon ^pril 9, 20C8. J rficeivvKl a facsimilf? copy of tho decision on iuiy 14. 
.2008 and rCad i.! for (he fin-t inijc <m tiiat day. f f jad not had Siiy kr«)Wled,^c or the content of th?** 
dticLsion until July 14, 2008 and J had no knowicdge of being rendered nnd maiicd by Uic 
J^ifiitions OtTute on Apn! % 200S untiJ I checked PAIR for 'US pi:!cnt on Fiidr.v Juiy 1 1 , 2(m, 
Mi». Foreman matniaincd that ihc Apn! 9 deci:Sion leitw was not reoej ved by our ofltce unlil wc 
rccejvtfd the fax copy of July 14, 2fX13. AUficned hertno E'xhib^t A is oar aimputty di>cket 
sheet for ihc pcriixl Ap.nl ?A\ 2008 to hiwc \X 20GfJ showlr.j^ m cniry vva:j made Ibr the Jiuic 9, 
2O08 deadline for^ectcmg i-econsidennion of the April ^. IXM decision. 

6. Because } did noi fiie or prosecute mc "J^^S patent, we have tio fde hisiory for ih 
Apparentiy. Mejksrs. VV'inc^brdner and Hermnnsen siili h-!ve the profjciruiitm doeumems tor the 
'8^5 patent. Wt; imve made a stibstliuie rtfc in wijich there is only a copy of the iji,5»ed patent 
find a copy of our Oa^bcr 3007 petition. Any nnn yli dociantrnf s diat might have been received 
by our cfftcc Hxm the iJSPTO in t^i^\Tii to the '885 pateiu shouid be amtaiticd in that file, but 
there arc aone. 
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DECLARATION Of LHOWARi) TACHNBK Ctmiir.ucii 
Piitent No. <>,20S,SS5 

?* Ms. Foreman has been o h&rd^Wfkinj^ dcdicatcii and layal eiU{»ioycc ofniy fun! 
tor dccaclc*. I've nor previfHi^iy huci rejkSOft is) doubi her weed or qucstiort her actions, Ms. 
Foreman has thwugti ntauy ycars.of her service -o ihc firm «»d in iicr rclatior. with c»icKl3 o\t?r 
that period, convioc^fd rnv ihwt 5h>c c<*o!<i be t^ticvi wjK>n to communicalc wunnbigiic-u^ly wiih 
c;iw(i»- and lo To! low j,nsirucKi)i%$ ftxm irxa mi \nm cliiiiUs m xc^jinl U) what to pay or noi pay u* 
the ?i:icni On'icc in bch?ilf of vtit;nt$. While I di^J nv.n Icurn u«;^! Ocu?bcr 200/ that Ms. Foreman 
had riot paid tlic majTiUTO'ncc 0?c for (tie *P5 paUtnU it she hml inrorrricrf (nc i» 200*J thai iihc hiici 
been in.'^trvicteci by the diein that they wuid httnccforth pay their cjwn m^iintcofmcc fetfs, 1 would 
httvt hatJ tio reason to .tict5:tion lhai if:«iruct.ion tesust^ iilkr so ni?»tjy years i had come to rely <*ii 
her for m uccur»le <m<S tarn intJiciiUon of her ij^mTnunieaiionii wiih rr;y ditmt?: 

tJ, i belicvt \\\ti hocjiuiic Ms, FcremyU cither did not unambitiuousjy untle^^iaad the 
c!icnrS:i(tStmciii)n or was distnictcd or confu.sctl, or was rwi funciioninu in her usuiilly 
dCDcndiibic way. ihc delayed pay/ncnl ofmajntwfencc Aseis for \Wc '8}?5 paicnt was untivoidahlc, 
I believe that she niay liavc bccri wnfuscd by ihu Tact Mm the chmt hsTidl';;d this appltcattcn 
wi'thoiii invcilvhjj^ rtw firtn in the ?a>s(u;Oi.itm or t.*;s:)i»n.ce. :i xvitj; -jnavoidablc because M.^, 
Foreman was convinced (hat .she had received instruciioris from the client b^irorc ihc due date Of 
(hi5 i\m maintaiantx^ fe^ Ihiti they w^^M subsequi-atly p-jy ihcir own n^siaicfjimcir f'cc<i. U was 
wiavoidsble IjctttU'ic I was aevcr uMd ihai we iiad received a rcinindt^r or inaintciwnc^f fee dae. U 
was unavoidable beciiuse I had come lo completely deptfrtd and rely on M$ Porenian and (he 
acc^uracy ofher acttoas a Tie? ijo Jiiany yeao ofreliiibie iiiid (ieixituhbie parfcnnarKc. 

9. I am iaking arfi«n imincdiatdy to reduce Ms, l*ore(nan*5 dyfe in \hc 0iTm by 
tuking tm $otne of thnse ohUgs-iion^ m>'$eliV by shif^iap, sonic of Ms. Foreman's duties la oitr 
second secretary aj^d by airangii^g to hire at least one ndditional sttilTenpioyec to help. 1 hfive 
3ts<5 insiirKCfcd to alwiip confinn. in wnihigif |H)s*>ibie, that a client does not want us to pay 
a mainteiTOncc fee-i even if iJiat is her prior understanding. 
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f)JIC;LAR A1ION QV I.HON ARD TACHNHR Continued 
mm No. 6,205,885 


; 0. I Ciimi^'liy believe ihat Ms. Foreman mirvirul^rsiood the insipjctiinis of our client 
Cronk B^oth^rs in rtgard io who vs^ouUi be respgn$ib)e lo prtv thfcit tutxtto roiyinttjn.mce fce^^ {md 
fiartiijuimiy njoiructtawcc fees fey PaienC No. 6: 20S,B35. 1 bclkve funhcr that this 
misundc^rsianding k4 to a cleric*! errc*; in our docketing: sysim \n Ihc fonn of tm €irmneous ?-(K)4 
entry that ti*»c elient wouW pty the maiutcnnrjce fees for this patcrat and others of this client in the 
fttmtc, I olso bi?!*cv^ that because I dcpcad 5o complctciy on ihc rcUnbiSHy ofMy. }*<ircmafl in 
carrying out tite imtnic4ions of our clicat.^ ond wc depend so cotniJleicly on vur dockctin^^ 
sy^iijm, thiii ontc t js crniAWi^s entry we? mftcJe by Ms. Foreo^rin purKuar;! ( o her isppareitt 
mi^uutlcjrnin&din^^, oiir failure ttt pay tht: maintenance fecs its n timely tosnncj' v/as unavoidabl<A l\ 
wos only in October 2007 atier <ve were competed by Csr) Wincfordnc;? if> reijjird ii?t! ^itatuii of 
ilic **v85 iwtertt, that I feali^cd -hai ihe^f wh.s 3 prohictn tiiHt iisd 10 t*e i Cincdiwi as $oon fts 
possible:. 

1 1 . Pufsuans to the ;<3ins Alf 28 U,S.C. ^ i 746, 1 deckr^ under pcnaky of penury under 
the laws of the United States of America that the foregoing- is hnxe and concct. I fuHher declare 
that jili statements n^ade herein of my own Itnowiedge arc irue and that «;t stai(;m<ini5 mnde on 
inforniation and bcHcf atv beiicved to be Um^. The declarations made herein arc imdt with (ho 
kno^vlcdgc that wilHu! false siatcrncrtls <vid the like arc (punishable by fine, isnnnsonment, or 
both under IK U.S C. §100! and may jcopafdize^kcvaiidily of the pre;iem pmcnt. 



Altoniey for Fcttfiiiijer 
Rcgislration No. 7.6,344 


(949) ?52-«525 tolcphoni; 
(94$?) 955-241 5 icl&fax 
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WATER-35/TAIWAN Annuities 4^30-2000 
100,335/TAiW>^ Annuity Due 4'3(Ki8 

(X56/USA (S,S72.228) Issued PetontA/tfave Band 3rd Annuity Due {115 yrs.j 5-5-08 

JULE-i TM Renewal Due 5-5*2008 

R(FFe-3 Appeal Sf ierOue S^^-jOS 

iao,227/EPO Annuity Due 5-7-08 

ZEVO-2/PCT/AUSTRAUA Annuity Due 5-7-09 

2eVO-2/PCT/EPO Annuity Que 5 7^00 

RiFFE^A Madrid Due 5^-08 

FWFFE-IA Madrid Duo 5-^-08 

TORT-10 Madrid Due 5-8-08 

QTECH-'I First Annuity 5-&-08 

PEIVI8ER-7/TAIWAN POWER & CERT. COPY 5'9-08>— SENT M8^08 
1 66.1 46/Tal wan Annuity Due S- 10-08 
CHIP.2 PCT & TAIWAN Due 5-11-08 
M0SK48S. Issue Fees Due 5-12-08 
BOKAM^ie PGT&TAIWAN S14-08 

GLASS'i Statement of Use 5-13-08 — Filed Slstemeni of Use 3-19-08 
STEPHEN-1 issued Pslent First Annuity 6-16-08 
HTR-14/PCT/CANADA Foreign AnnuilyDua 6-17-08 
HTR-14/PCT/DIV/CANADA Foreign Annuity Due 5-17-08 
HTTl-14/PCt/CHWA Foreign Annuity Due 6-17-08 
HTR.10/FWC Issued Patant mird Annuity 5-19-2008 
JMC-1/CAWADA Foreign Annuity Due 5-19-08 
JMC-1/jSRAEL Next Annuilies Due 5-19-2008 
PEMBER-5 Issued Patent Second Annuity 5-2V2008 
IVlOSK*i76 PCT& Taiwan 5-21-08 
MOSK^177 PCT& TAIWAN 5-24-03 
SHElCb-18/ClP Resp,T0 2=^0,A- 5-25^8 

Re$p,To1*^OA 5-28-08 
GWP-3 Madrid Due S'29'08 
0RIP4 Madrid Due 5-29-08 
GRIPES Madrid Due 6-29-08 
GRIP'S Madrid Due 5-23-03 
JMC-1/EP0 Foreign Annuity Due 5-29-08 
WATeR-35-A/TAfWAt^ Annuities 5-31-2008 
FISMER-2/CIP Issued Patent Third Annuity 6-3-2008 
SAUD0*6 StmementorUse 6^4-08 
GRIP4 Madrid Due 6-^08 
MERlYN'1-PCT/PHItUPiNeS Annuity Due 6-6-08 
317/PCT/JAPAN (511.503/2002) E:x<JmDue ^-6^3 
100.317/PCT/CANADA Annuities Due 8-6-08 
ATOItf«C-22 POT & TAIWAN 6-W)8 

094/USA {6,158.245) Issued Patent 2rtd Annuity Due (7.5 yrs.) 6*12^ 
068/USA (6,159,398) Issued Patent 2nd Annuity Due {7.5 yrs,) 8-12-08 
ASftC'IfAUSTf^tlA Porefgn Annuity Due $-13-2008 
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IN THE UNtTSP STATES PATENT AND TRADEMARK OFFtCE 



Inventor FranK Hermanscn ei 


^F^*BtHtig^ j paf^nt No.:. 6.205,885 

Issued: March 27. 2001 


CHpless Sicycie PedaJ 


Inc. 

Serlot No.: 09/391J09 

Filed: Septembers, WJ9 


MAIL STOP; PETITIQMS 
, Commisstomif fb( Pntenls 
U.S. Patent & T^adennailc Office 
P.O. Box 1450 
Aiexandtia, VA 22313-1450 


^i-'G I Z 1008 

omcgOFPErmoNs 


Dear Sir: 


I, Cart Winefotxlrtaf. declare as foilovvs: 


1, . Frank Hermansen ar,d I have a long history with the Law Offices of 
Leonard Tadmsr, In oil oasi?s involving patents for us, Mr. Tachnar's office has 
paid for our patent mainteDance fees, which hts office invoices us for (see for 
example, the attach(3id Exhibit, an Octot>er 2001 bill for payment of maintenance 
fee.by Mr. Tachner*3 office). 


•2. So-Tvewhat atypicauy. we have worked with Mr- Tachner in three 
different waya in regard to obtaining and managing our patents: 

a) Mf. Tachner handling the entire paient process including 
writing the entire patent application, filing the application with the USPTO, 
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DEC|j<^RATION OF CARL WINEFORONER Continued 
Patent No. 6.205,085 

haridiifig ^my office ^tlonO: pdyi?>9 Iho issuing feo. ^nd p£>yi(ig for rtisintenaflioe 
foes. 

b) Frank and I writing a draft of the patent application (except 
for m dam), Mr Tachrter taking ovt»r all patont r6spo»is?bilirf^s including 
editing the appficaUoa and wrUing ihe claims : filing the application with ih& 
USPTp. ^^^nd^mg siny office action^, poy!r>9 the Is^sulng fo&, ?irKi paying for 
mailitenance feas. 

c) Frank and I writing a drafi of iha petent applicstfon {axoept 
the claims). Mr. Tachner editing the application and writing the cltiims, Frank and 
! filing the patent appitcation and paying the issuing fee, and Mr. Tachnar's office 
thereafter taking over all patent responsibilities including paying the maintenance 
fees. We sometimes worked in this v^ay to save money, as we were a struggiifig 
financially up until fairly recently, 

3. Frank Hermanseh and l have regularly worked v/\ih the i.aw Offices 
of Leonard Tachner for ail of our patent related needs starting in 1995 and up 
until novA All together, nrtore than 20 US utility patents fand also sonfte design 
patents and trademarks) have issued during this time with Mr. Tachner as our 
patent attorney, most of v;hich have been marHoted either by iiconsing, or by 
rnaking the products. 

4. The patent in question hare is US 6.205,885. £i5?.xpv!.wHJ.s(?e»J)y 
far , this is our sin gl e ft^os{ Jmt/Qrtafift patent, vyhich we never inter\ded to become 
tnadive. For this particular patent, v/e worked with Mr. Tactinef usifjg method c) 
above. Our plan we^ to turn ovor this patent to Mr Tachner as soon as vfe 
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OeClARATION OF CARL WiNEFORDNER Continued 
Patent No> 6.205.885 

receivBd the first Office Action, but as it turned out, this patent v^as approved 
without any Of^ Actions. So Frank and I paid for the patent issue fee directly, 
and then nr>et with Mr. Tachner's secretary, Janis Foreman, and requ&stftcl thot 
the Law Office of Leonard Tachner take over further responsibility for this patent 
Including future maintenance fees. 

5. \ am 100% sure that i gave Mr. 7?!cKnor'?> socroUny, Janis 
Foreman, instruciions to pay the maintenance fees on our '885 patent and i am 
without any doubt sure that ! never told her that I or woM pay it oursalveft. I 
specifically told hAs. Foreman this in person while Frank and \ visilcKl the law 
office. 

In *1997. Frank and I started a t^icycBng related company called 
Crank Brothers iw^. crankbr others.c om) with a single product based on a 
bicycle lire lever patent that we fired with Mr, Tachner In 1996 (and later Issued 
as 5,857,509). Gradually. Frank and I created more and more products for 
Crank Brothers, often resulting in patents handled by Mr. Tachner in one of the 
three meihoda above. Crank Brothers has steadily grovvn from $185,000 in sales 
during 1097 to ovor $l 1^000,000 m 2007 and an expected $17,000,000 this year. 
Our company's success has been almost exclustvafy du© to our proprietary in- 
house pnoducts that Frank and I have created and designed, and the majority of 
revenue and profit comes from peoals made within our "885 patent Without a 
doubt, our inteliectua! property is our most valuable asset. Our company, and 
our financial survival, directly depend on our IP. as v^ithout it, other companies 
would copy our products and severeiy reduce ouf profli$ and our way of fife. Our 
products are often more expensive than others on the m&rket, but our products 
sell because at our proprfotary designs. 
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DECLARATION OF CARL WiNEFORDNER Continued 
Palerit No. 6.205:865 

1. We've always fell as inventors that: our difect myolvement in writing 
the patent b essential to end up with the strongest possible patent, as during this 
procaos 0^ wois<in<j with aur patent attorney: we olten dfecoverways lo 
strengthen the claims and describe alternative embodiments. Due to the smi>ll 
aiKfi ot puf compafiy, and due to IJie feict that Frank end \ have alwaya been and 
$^!! are Oie cieatlve force tjehind the companV: we svouK) f)evef consider adding 
' the administfative responsibility of keeping track of and paying for our psteni 
maintenance fees. 

8. We started selling '886 pedals in September of 2001 . and have sold 
them contifiuouety up uritii the present. We aKvays intended for the patent to 
remain active. The fad !s that our *885 pedal sales have increased oact\ end 
every year starting in 2001 . 

9. Of all our intellectual property, by far» jf>Q sindi? most val uable 
pat ent we hove is tt)e *88S patent. Currently, we sell around 350.000 pairs of 
bicycle pedals par year that are protected by tl^.is '885 patent. Products protected 
by this "885 patent account for the majority of Crank Brothers' revenue and profit. 
Our pedals have become world famous, and the majorHy of an off-road bicycle 
professionals use our '885 pedals. Wore than half of the 2008 Olympic mountsin 
biking riders will be on our pedals, af?d this is without iinanctai sponsorship from 
us. The professionals that use our pedals do so because our pedals ere simply 
better by design (lighter and without any problems in mud), as described in our 
'885 patent. Wrth this design, we have tiecome #1 in sales in the vrorid 
premium off-road pedals. 

10. Hov»«v6r, without our patent *886 being active, Without a doubt, 
other companies vyill begin to copy our pedals. I am sure that the only reason 


4 


QECLARATION OF CARL WiNEFORONER Continued 
Patent No, 6,205,88$ 

this has not yet happened is because other ccmpanies hsve not yei r eaiizecf that 
our '885 patent has become inactive. Loss cf the 686 patent will severely impact 
the revenue of Cf«»nk Brothers (ar^d polentlaily our 15 employees), and of Frank 
and me personally, and for my wife and children, i have no doubt that without 
the re*act|yation.of this patent. Crank Brothers will lose fnany miiiions of dollars 
worth of sales over the coming years- The value of this pafticutar patoni is 
minions of dollars, 

1 1 . Frank and i specifically communfcaied to the Lav/ Offices of 
Leonard Tachner to talie over ail patent responsibilities and pay the nf^aintenance 
fees of the 'fla5 patent. Frank and 1 (and all Crank Brothers people) were 
completely unaware that (his tee had not been paid until October of 2007» and 
vvhen we discovered it. I iihmedistely contacted the Law Offices of Leonard 
Tachner to rectify the siluaton. For Frank and me, unbeliavably, Mr. Tachner's 
secretafy v^s appar ently confused over who was to pay for the maintenance 
fees of this pa/tjcuiar patent, possibly related to the fact thai Frank and { had filed 
for this particular patent directly, but then liad handed the responsibility over to 
Tachner's law office. Frank and I never intended for this patent to tjecoma 
inactive, we always intended for the maintenance tees to be paid, and up until 
October of 2007 we thought the mainter^ance lees had been paid. Frank and I 
thought that we wete entirely clear with the Law Offkjes of Leonard Tachner to 
pay tha maintenance fees on this patent, and we were astonished and appalled 
when We discovered that itiey had not been pa?d, 

12. This is a car»e of a clerical error, which could result in a severe 
hardship for Frank and ma Please allow us to pay the maintenance fees on our 
*965 patenL 
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DECLARATION OF OARL WINEFORDNER Continued 
Patent No. 0,205,885 

13. Pursuant lo the lem^ of 28 U.S.C. §1746, t declare under penalty 
of perjury under the laws of the United States of America that tlie forgoing is 
true and corract, f further d^darB that all stJitenif^nts mado hereio of my own 
knowledge ace true iind that alt statements made on information and belief are 
believed to be true. The deciarotions made herein are made with the Knowledge 
{hat VViilful false statements and the i^ke are pitnishable by fine, imprisonment, or 
, both under 18 U.S,C, §1001 and may jec^ardize the validity of the ptiesent 
patent 


Sincerel^> 


Dated: 
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RECEIVED 


leONARD TACHNER 
A PROf ESSIONAt LAW CORPORATION 
REOlSreREO PATEMT ATTORNEY 
179S1 SKY PARK CIRCtE 
SUITE 3B-E 
IRWNE, CALIFORNIA 02614-6364 


AUG 1 2 2008 
OFHCE OF PETITIONS 


Octobor 15» ;^0O1 


PATEMTS 
TRADEMARKS 


TEL: (949) 752-3525 
FAX: (940) 9$5'2415 


COPYRIGHTS 


BJATBmm OF ACCOUNT 

Mf: Carl VVin^fyrdnttr 
Mf. Franh hierrrianson 
21542 Ann'?. Um? 
LsQuna Beach^ CA 92Sol 

F^ies for pfofessioriai stjrvicfts nandered re: 

SLIP'2; 

Paymwi of fir^t grsnuuy in th9 U S. Pawl aivi 
Trademerk Office for U.S. Pslenl No. 5.676,629 
entltlc^i "COMPACT MANUAL A(R PUMP (HAVING 
SELECTABLE HIGH VOLUME AND HIGH PRESSURE 
NODES'" by inventors Carl Winelordnef and FranK 
Htirmsns^r. inciuoing paymeni of govorj^-noni 

{ 1 i'Z hr . Atiy Time ©/S300/r'.r. ): S 540.00 


Curront Balance Dud $ 540.00 



ITED STATES PATENT AND TRADEMARK OFF>CE 


1 (nventor: 

Frank Homnansen et al 

Assignee; 

Cafiforata Crank 8wh0r$, | 

j 


IOC 


1 Pmni No.; 

6,205.885 

Seriai No.: 

09/301,700 \ 

i Issued: 

March 27, 2001 

Fiteci: 

September 8 » 1999 j 

i Title: 

Ciipbs$ SIcycle Peci^l 




STOP: PETff lQWS 
Ciommlasioner for Patents 
U,S. Patent & Trademark Office 
P.O. Box 1450 
Alexandna, VA 22313-1450 


RECEIVED 

AUG ] 2 2DC8 

OFFiGEorpermoNS 


Dear Sir: 

I. Frank H«frn24n»e(V declare «s follows; 

1 , Tho folfov/ing is my clear recollection oif the events regarding the 
'085 patem. \ hisivo carefully r^ad ortd I agree with every aspect of Carl 
Wiherordners deciaration. 


2. OuYl and I togemer have more than 20 U.S, utility patenta. The '885 
patent stands out in several v/ays. II is by far our most succes^>ful invention 9ind 
the onty patent we have ever recerved which was approved without any office 
actions. 
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DECURATION OF FRANK HERtvlANSEN Continued 
PalenI No. 6,205,865 

3. i recall that vve paid for the paten- issue fee directly and then met 
with Mr. Tachrter's secretary. Janis Foreman, to request lhal the Law Offfc© of 
Leonard Tacl^nei- lake over all re^jpon^Sbiiity for this patent including payment of 
future nriaiftteoarice fees, 

4, Cart and I were stunned to discover that the maintenarice f<20 tiad 
not been paW in Myo required way. f am in as much disbefef Carl, that thi$ 
could have happened, We made our instructions and intentions very clear to f^iu 
Tachners secfetary. Obviously we never intended for thl? pm^nVto bacome 
inactive as this irtvention is the core of our business, 

6, I em Completely po$itive that we requested the law Offica of 
Leonard Tachnerlo pay. the maintenance fees on this patent as I was present 
during thio conv^r^alioh. f ?j§torHShed vvh0n we discovered that the fees had 
not been paid: 

e. Ptirsuant to the terms of 28 U.S^C. §1740, 1 declare under penalty 
of perjury under the law$ of the United States of America that the foregoing is 
true and correct, i further declare that all statements made herein o? my own 
knowledge are true and that all statements made on intormation and belief are 
believed to be true. The declarations made herein are made with the knowledge 
that willful false stotoment$ and the ai^^ punishable by fine, imprisonment, or 
bo^ under ^B U.S.C. §1001 and may jeopardize the validity of the present 
patent 

Sincerely, 

Dated: 

Frank Hermansen 
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i^fti;« S«:tt aa4Ti«kJ)i«rx Ofnc* 
t'.O- t)M :<.W 


LEONARD TACHNER. A PROFESSIONAL L-AW 
COrtPORATlON 

17961 SKY PARK CmCLBi SUITE 3S*E 
IRViNECA 92614 


in re P5tcm of Hemians^n ct r»J> 
Patent No. C>.2D5>885 
Issue Detu^ March 27, 2001 
Appiicaiiofi No. 09/39!, 709 
F{|imjJ>3tc: September 8, \m 


Decision on Petiitor 


rWs is 0 decjsiol) on tlw req\iesl fm* rccomiderfiticin uiiAir 37 CFR i J78(t!}> filed July 2008, 
to rcinsiatc the abovc-idcu'tificd pnient. 

'f*he petition i$ grujnrctt. 

The; imtaut pa lent issued M»rv-h 27. 2001. llx last day the mnimenftncc Tec coiiici have been 
timely piiid, with a .surcharge, wa$ Monday, Mmh 2B, 2005. The maiAttsneinc;; ice way not 
iiiTicly paid and the patent cxpitcd aunifintght on March 2H< ?.()05. 

Pciiticntr mqucsu rtirisiatcrt.'crtr of the pmem. Fetiiiener htts tnci *ht rcquircntemif u> reinstate 
the ^itwvc-idcniixlcd fjatcnt pursuant to 37 CFR 1 .378(b). 'I^eruJbre* she raaintensnee fee is 
hereby accepjcd and the above-identified prdent is rcin5t;jted as oi thc Uiuil ii;Jtc cf this decision. 

As of Octobcx l» 20(>7» the 3 J year n^aiater.sncc fee amotnit htcreascd ffoni S'J50 lo 5^65. The 
pnor pctilior* w,»,s illcd on Oeiober I f^, 2007 . The prior petitior* only sjteiudijd %'\ SO for the 
maiateimcti f«e. T'hureforc. $1 5 has been chsvged to petiiianfer's deposit accoutit for ihu 
rcmnindcr of the fee. 

l>.c file wHi ntnv be forwarded to Files Repcsiior>» 

Tclcplme inquiries regarding (jus ccmmunicaijon should be directed io Pcti liens Attorney 
Sievcn Brantley at (571) 272-3203. 



Ciiprles Steven Sfnntley 
.Senior Peti;:ons Avtomey 
Ofnc^ofPcutions 




5l>:c\ J^iWcta «i( 7rtAi3>j»?*4- 1 Jflwt 
P.a t5*v i.<JO 


IUr.ON AM) l AQiNER, A PROiT-SSrONAl LAW 
C0RPOR.A110N 

17961 SKY PARK CiKCLK^ SUITE 3S■^^ 

IRVINBCA 926H MAILED 

jiJN 0 3 2C03 

I A rc Talent of Hcfmarjscn et al , ; 

?aient No. 6,205.8(f5 : OmCE OF PEimOMS 

Is^nc Date : March 7,7, ^00 1 ; Derision on Petiikui 

AppUcatioTi No. 09/39.1 ,70? : 
nVmu Om\ Sepicmbcf 1 999 ; 
Aitomcy J>t5ckct N«, SLrP-2 1 : 

1111$ w a forre^w^ decision on ihc peiiiion under 57 CFR 1 ,376(c;. filed July. 3 1 . ^008, to 
rti^stfli<j the abovc-icIcDtifkd patent fne dccisiun itiailed October i5> 200^^ is hereby vacated. 

'n>?? petUkm is i.>KM Tl^is tjcciiiion inay be viewed as a fwiai agency action within ihe 
me6.ni«Sof5U>S,C. 70^ W pui^wes ol'sedviag iudkialre^^^^ See iMPEP 10D2;02, The 
tcmtis *5f 37 CFR 1 .37H(c) e/r? iv/yp/y to this decision. 

Since ihb patent wtll. not be reinstJited, the. Ofificc hgs sciieduled a refund oftxiaiiMcntmce fee.'* 
<jnd surchajgcs s^nhmitlcii by ptriitioacn The fee fcr requc;3ting r^^onsiiiemtioti is ntt reflitideble. 
'fhrTefbre the Office iias seheduW a refund of; 

( I ) $685 for the sut ehargc subnnlted October 1 8, 2007, aj'id . 

(3) $'K}5 for (he 3 :5 year irrajinenance fee ^ubnittcd Ociobt^r 1 8, 2007. 

'Ilie Offiec; Jixw credited iha foJluwiag fees back to peUtioner's deposit aecouiv,; 

Cl) SI 5 fox th*: retrxainder of fne $700 sorchargc paid Oetobct 1 8, 2007, 
{::^) $<i5.for the surcharge submitted Novcrnbcr 6, 2008, and 

(4) $ J.j24() ibr the 7.5 year tnainicnmiee fee submitted November 6, 2008, 

'Hie pftiefti issued March 27> 2001 . The 3«5 year niuintenance fire eouM iiavt been paid ftoin 
Mtirch 27, 2004, Ihiougb September .27, 2004, or with a surcharge d\ni(^* iKc period ftoni 
Sept^imber 28, 200^1, to Monday, Mai-ch 2005. The mflimenftnce fee vv?i?i nor ttn^ely paid and 
the pjiieni expired rd rnidniglu on Mmh 29, 200$. 


A pettiion under 35 U.S.C. 4 l(c)(U wuJ 37 CFR i.378{b) was ilJcd Ocioher IS, 20t?7» and v^>js 
dismissed in ibe deeUiion Of April 9, 200§. 
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PeiUioner i\ltd d truest for rcoonsidercUoa under 37 CFR 1 .37S{c) on July 3 1 . 2C0S, 

On October 1 5, 20»1S, ih« Office tnaitccJ a decision grarwiog the July 3 1 > 200*j petition. M o 
resuJl, the patent fcidkiatect. 

Pelilioner snbfnhicd the 7/5 year niiiinieriJififi; fee and ("he retjuired iJitrcharge on N'oveniber 6, 
200«. 

AyrUC^ABLK STATtjtK AND UltGUrATfON 

35 y.S,C. 4 1(b) states in pcrtiiient part that, "Unless paymcnv oftht applicable maintenance (ee 
IS received ; on or befofc tlie daie the ftse i$ due or w\xhm a grace jjeriod of .six tn<Hit[(s 
Uu*ccaRer, the patentshall expire as of (he end of such jfrncc pcritxl." 

35 U,S.C, 4UcXl) stiues that, ^*'n;e Dirccior may ticcept ih<; paymcnr uf any mainicnnncc fee . . . 
afkr the six month grace period if the tiel»y ihon n to the ssiUs facfion of iht Director to 
tiflvc hecn uj) avoid able/* (cniph;i»ls uddt^d) 

37 CFR 1.378(b)(3) slatcii Umt any petition to accept di^Iaycd payment ot a niauitcntmcc fee w\is\ 
include-. 

A sijoaixtg timt , , . j^asonabic core vv«s taken to cmurc that the maintenance ice would 
be paid timely and that the petition wus filed pTomptly ailer the paicniec . . . bccami? 
aware of, . . the expiration of the patent. The jihowing nxu^i enumerate the step:! lakc;i to 
ejisxire tiincly payment of Ihe maintcnnncc fee, the datcyju^d the manner in wlxich 
patentee bec^ne wasis of the expinslion of the patent. 

Petitioner must cslablbh (hat pettfsoncr treated the patent the same m n reascfnable and 
prudent person ^voufd (fcat his or her mOs^t importani business. 

In order for a party to prove unavoidable delay, the Office rcquia-i; ihc party dcnionsiratc the 
p!iriy exercised, the ''care or diligence thnfi} Ih generally o.scd and observed by p;udent atid 
crtrcfiil men in relation to their iriost impo:iant business/'* Ho^^'cvcr, "d>c qucstioti of whether 
(dchiy 1 was unavoidable ( w^illj b^ decided on & case-by-ca.sc hzm^ taking ai5 of the facts and 
circumsunccs in-o accmmt."* 'fhe statute requites a *'$hi)wing" by petilicmcf, Ttiea*fore, 
pelitiofier has tlie burden of jgfqgf- The decision is based solely on the written, admini^traiivc 
record in existent:;?. 


* /A^eMw/u/d/A,>8 App. D.C.^»5>7. J'4.|S{0,CCx I9J2). Sse alfff R<ty v. li^hma,i, P.3d 60*, 34 U.S.P.Q.2d 
(BNA) 1 750 fFcA Cir. 1 995) (ciuiior.j (^miitci!) {''Illn dctcnmjaiii^ whether a delay in p3>'inB a maintenance fee was 
Hfiftvoiilatitc* cm^ (ooJ£.'» to vrheU^s;- tlie psuty rwjwniiitite f^r fwyaicnt i>f the nuirstenanve fcc exercised ihc dwi csre 
uf reasonably prudsnr ptridi*) 
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Pt!iitioner is Crank BnUhw, tt btcycJc company. The inveiit()*'s, Cari WinefoTdoi^r nrjcl F.mnk 
Hcrirjtnsen, own Crai\3< Brotbm. 

During WS, Attorney LeonanI Tachner bcg«n ti^rii-scming petitioner m\h respcei to pjucnt 

p6liiioo*r worked with Tachncr \n of ihe fo.Uowin|} three wa>'$ witli rn.^)«ci !o -he filinn and 
(MTOsccuiioo of applicatioixs lot paicats: 

(1 ) Tticlmer would draft ihc entire ftpplicatioa, flic the appUwuion. prosecute uH<j 
«nii;v appHcflJ-ion. pay the isstic Trc, and pay mninienafice fijcs; 

(2) 'n>c :nv£mo*-:s would drafr the appjicailon, cxcscpi for ihc claims. un6 ihco h&nd ali 
further respO'isibiliiics, incltjding editing the (ir<(ft> tiling the application^ 
pn^sccuting tiic applbiiitiii, paying ilje iw? fee, .vnd payings nminicritirjce fees to 
Tachne/; or 

0) llic Itivcntoi's wmltJ 4raO iiw application* except for ihc claiin$» Taclmcr 

«cJit the tlral^ tmd atld claims, the inventors wtmiti file sh? ?ipplicalii>n imd pay the 
issue fee. and Tadincr would handie paymeot of infti rite nunc o hen} 

WlnefoWdiS' indicates ihtt thin! method was used by the inventors in order to $3 vc money. 
Wlnefordner ha*.' «bi> sujied j>ctittont'r svas "-artjggling nnancisdy up iinttl [\\U]y recently."' 

Winefordncf indicates saving money wis not the only benefit of the invcmors drafting the 
ajipliv^ation. Wincfordiicr "We've always- felt as inveniors that our direct involvejnent in 
wxitin^^ ihe patctit is essential to ctid up ihc strongtt5! ptjssiblc patent."' 

'n>e invenlorj appear to have iuattl the third method whcti filing the application which Issued as 
the iijsiant p<r»ent. Wirtefordner sjatey» 

Our plan was xo xmi over ihW patctii to Mr, Taehner us socm as \vtf received the first 
Office aciion, hut «is it lumcd out, this patcrti was approved witliout at>y Oftke tictions. 
So Tronk and ( paid the issue fee ditectiyJ*^ 

The insJani patent Usucd March 27. 200!. 


* K or t>9rft^pb ?. 

*|d..atparaeraplj'i. 
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Qx\ or about M«rcih 2Q0'\ . Cnvenioi^j "mt?; wiih Leonard Tavimer*:; Kccreiary, hm Vorvdmi 
10 request that the Ltsw Office of U«on«rd '(V»chncj take over all nesponslbitityVor (h»5 patent 
including payment of fntiirt maintcnuncc fees."' 

Korenvan states, 

Arouad March 2001 , whcivthe Firm ix;ccived the abovo-captioaM issiKJd pmcini, I 
sapcrvixed (anothdr employecj lo [ensure] entries were made in ihc docket syaititi (or 
ScptOiTibct 27, 2004 (3.5 yr anftuity), Sc-f^teriibcf 27, (? J yr ajtnuity) aitd SeptctnHer 
2?, 20 12 (Jl .S yr arirmity) dcadii.nes for payment of the maintenance tees.^ 

On October 15, 200 J, Tachncr paid the 3.5 year niaintt'Odixrc iijc lot iiaother ;^;ueiM, ?mn\ No. 
$.676,529. On the *iime diiy^. Tiichiicr ^eni poiiiiontr a bilj ciiorgjRg p^tt'Uone-r S4AQ for the 
mtjjrilcrmntc fee and $i 00 for ha>^]irtg payment of \ht kn? 

Ticl\iir also j>iiid mfiiiitensince fc^s for the following pateats: 

' July 12, 2002 3.5 year fee paid for Patent No. 5>857,50(> (See r;.:<Wbii D5) 

February 23. 2004 year fee paid for Patent No. 6,027:3.1,9 (Sec .(•.xhtnit r.)2) 
Pebfuary 23= 2C04 3.5 ysrav fee paid for Potent T'K>. C.05$,7<45 (.See f -xhibii D4) 
April 1 5, 20Ci4 3.5 y^uf fee paid for Paumt No. 0>085J44*^ 

t)imn^ iKid-2004. petitioner eottWlUtitoi^;I wi^t Jetnis rorenwn. Foreman .states, 

t recall ... u discussion with the client indicating thai they would pay tl;eir own atmuiiUa. 
It h not Unusual for a cJjcnt to exprtni^ the desire to pay their own loainienance fee$ in 
OiXler to ttvoid hnvfng to pay tlie iltrxi Ihc iKiditional ncrvicc ice wc charge for doing so.** 

Inventor VVincfordtwr's decoration .st^t^jg, *'1 am without any doubt sure tfiat ) licver told 
{Foieman] that I or W(? would p«jy (tho mnintc nance fc« for ihc instant paicnij ottrselves.*''^ 
Invciitoi Hercnsmsojrs deeliiraiion states, "(Wincfonincr] i»;d J were ,siunncd to discover that the 


• lX'<r!«retion of fttwj*v Hcfii»S"i*eu, Pafftgfiijih 5. Sccaiito Wijiefojidncr 0(xl3r;»iioni rsnj^wpii 3, 
' .Attachment tc Winetcrdner (Jcclarviiien. 

'* Althct.vgb « topy the iVonI ift'yh^ fo!<I«r f«>r wi* pacm hss n5>t b?cj> *t<p(>l(fc^j O.T»<;<? f«<ior»-J.*i indic^iw ib« 3,5 
year fee <hargcd to Taclme.'-*x Osposii .Awcum. 

*' f oreman sJcclarotbn^ Parajjru^ 4. 
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maintenance fee tiad not been paid fby Tachncr» and] I axn in as inuoh disbclicfas [ Wlnefordncf] 
that.UiJS could hove hnppen^/**^ 

Fontmjmliafi siated, '*(17here appeiirs to have hccn centtjsion bdvveoJiiHc clUi^t nnd mysdf 
rcgard&(j5 who u-ould |)ay the mi^inttjnana' fcc^."'"* 

("Orc'tnart ihc instiviciion.'J for 'r«d)jf^C^r's On^c to dii^c'Ontinxte hoctclUni;;; inointcrOiirscc fccy 
camo from the "cliem.*' Forejnan faiis to jpecify if the instrnctioiis coin; froni Wmcfordrjer, 
Hctmansi;ft» or batk, Hovvcver, Tachjier's dccl.aranon indicates Foreman has siatcd she wa5 
"(HSirucied by WinKfotdoer «/ii*nki7tjansch iha they would bt pavirtji tht'n own itmintcntincc 

Ationicy Tachncr hm dccJared, "I tjcJiev*; Ms. Foreman eit^T did not xiaainbig'jouHiy understand 
tlw clifai- a instrucuon or \va5 distffei?t«d or confused, or was not j\»uctumi«$ in her u$uul)>' 
dcpcndiibic way,*** Isiclincr alwi rjutw*, "I t:<miest)y bclicvu Ihu! Ms. Fo.nfH(un un^uulc'tslood Ujc 
inifrbctioitH of our alicnl J.n regnni to wJtUi would be rc^'jionsibJc li; pay lbeit= future 
ntahMetiaoCcffees.'**^ 

After the epnanuiicatioa between Forciiian and boih ins'en{0i*s, Poccmai^ cl^jjgcd ihc law iinyi't 
recojdit to indicate petitioner would be peryhig pcJiii oner's own maintenance fees in the future* 
As. a resiiit, the maintcnanee fsre vvas not timeily paid for the paicm and ihe patent expired 
o?5 March: 29, 2005. The chuogcs to the BrnVs recortJs also r&stiJtcd in the expirnlitm of Patent 
No. 5,<j76,529 on OqUAkt 1 S, 2005, and Pale^^t No. 5,S57.5f)9 cn ianijary .-^3, 2*:)07. 

During October ^007, petitioner discovered the mainvennnce fees had not been paid for ihe 
in^tfint patent and itr.n»ftdiatcly contacted the law firm, 

A leasonablc and pmdcnt owner of a piitcnt would take steps to ciwufc aiauuenancc fees would 
be ttmcly paid. Such steps can tnKe the foma of retaining an iiUet5t<?y to ttotify the owner of due 
dates for insintejtaiiec fee^.** In this ck5C. die facts ar^:Olcar that petitioner initially retained 
Tochner and relied o« Tai^Micr to inform iKtitioncr of v^en maintctiaacc fees hecame due for 
petitioner* $ patcitll HoweycSf; at .V)jsie pomt ptior to September 22, 2004: when the fixsi 
miJinienancc fee bccnmu due, m entry Was jnftde in the docket records that ''(he client will pay 


F«m»3fi ffecla;a;lan, Pewgraph 7. 
*' Id. at Para^aph 10. 

** Sett Coii/otnfo f*t9duc,% hi. ^ TUftoi M^d- PyodtiCis, Inc., 921 F. S«jJp. 1259 (O. O?!- i^^W), 
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Jheir own. an.nuiu<?s>"'^ The record is not clear Ojsjt an error in docketir/^ the payment of the 
Tii^witemince fees accitrr^ti. Th? facts as forth in the Foreman dechrstion do not show tliat 
ur*y mpT in duckcUn?^ wts m^icic by th» party responsibk for maintaming ilte cJocket records. 
WImi (he facu^ pf rmsrJ jthow (btt( there was contoicn between the Piicat nn<J (Attorney 
ovw who would j>5iy tht? maintc)xafiCt?.fe«r.'^ JhM^ \i caniH>t be conclutJod thai peiHiooer has tnaile 
an adequate showing of dockeitng cttor. 

35 U,S,C. § 0 l(cXl} (Iocs iiijt require m afiwrnaUvcr finding Ihai ti-c delay was dvciidabJc, bui 
only an explsnaitoii as lo wliy tlic petiiioixct has fwM coity his pj htr burcleji lo asiabjis)! the 
delay vi^'as xinqvoidable.^* Petifioner is yemiadifiJ. thai i« i« iVo piitcntee'!- hxirdcn tuider tlic stalutrS 
and regulations to rrtak.c u showing to ihe jfutisfaction of the ConiiRissiynet' lim ihc Ueiay In 
payniem of a TiiahrvCrtancc fee is unavoidsble/^ h is iaipossibic lo say \s^iich vcrsiod of the facts 
i.s sccurai^^ Fot^mar^'y or V/lnelbnlocr*?; and Hennansen^:. Tl^c finding of one sci of (apts lo bv 
aecuraie is not tJitr- 4«iy of ihc Director (jf the Uniied Stoies Fulem stnU TradejtiOrk 0 iHce, 
Whereas here altwnaUve seenariotJ or conflicting fstcls are put forward, a determination will not 
be made by the DirsJCtor as which v^a^pion is true .since such » dcienuiniitiijn would rcqolre the 
Director io rnake allEiritiative lintiings, Petilionct has not C3rrje(i the biirden, 

Peititio^lcr States that Tac.hncr wa^ Ihc p^y reiied upon to track and pay !nai»t(^)aj^cc fcts. Such 
a showing csisibiishua iha( peiiticner was reasonable on rclyir,g on 1'ad»iC(, However, reliaiKc 
on a tliird pjirty rcprcseutaiivt; doe^ noi, per sc» cortstitmc 'V»3yojdab;c*' delay, instead, when a 
party xvliaa on an atiomuy to take eeriatn steps, the petition tntiiJi address not only the party's 
actions buf also address tfie e.ltOfney's aclioon or iaactions,^ 


"■forcmw dwtofotiftfK ^ragfitph :4. 
* fgre^nan dcctamtitftK parjigfaph 7. 

(35 U S.C- § t33 doc* no; fi^uifi; the Commijisionef lo aftimja!iv<;y fimJ thai Uie dsby >y»5 ynsvoU'-atlc. 
vuly to fixptdt;* why the apptiea;;t's pe»i»;w) wa* l;;WvftiIittg.), 

ify<icm V, gH(^. 7^8 ?. Stipp. m J& 2a (BNA) 1876 (I5.TXC.- VJ9y% 9>7 623 (FcJ. Cir. 

tV9IXw^k); ;fo<f tf/io V. 55 Fi5d (l^cxi. Ci'.% :V.^5)a/iUfrii»w£A ^^ Puiia^^ 49^ 1% Supp. 2d C4h 

6^9 (S-j). Va, iZ007) C*A p«icnt owncf'ictkiiisi w rciRstatc w ejfpH?4 priitnt bcaj« iJic lAifdcn i>f piovu'sg ihit the 
delay wa$ 'uftavcid^We.*'-) (t/^^/J); CcW«W/<pt5 Sunt, <h. v. Oich^w^rr. 123 F, Supji. 3<i ^15^, 459 (K.O. Ui. 
2000)}, 

al.\(s appeared ic focus its di:;aiyif$ on v/Jjcthsr reipoaisms did all they rcaaonfibJy ccutd i« pctieing the vOfltJliCt of 
thtif atiomtfy. rs'vh^r ihm w ^iiclhcr their *ittof?»y» « icftjiouacnts' dgcnt. did All renjt-ftfthic coutd »o compJy 

with (becoun-ordtr bar date. In thi>j the cyurt and |.(Jn Ucicr muiing whcihcr reiponrfentj' rf.ilitr« (p ilie ihci/ 

proot ci'clai>:» pTiof lo (lie bsi cntt ^r,^? C3inuiiiil?!c, (he pf«j>er roiu* is upon wbeitjer vJ:c negJtci of reapondcnw ar^d 
iheir CQunscI ms cxcu^ibic * (enH^hasis in originfe!)). In H\utm v. /.arf/ipr^ y75 K,2d iSu4, l>f)7, 23 i;.S.KQ.aD 
fBNA) IVIO iVt^. Cir. 1992), tourt tkuniivwti (he ciicm wa* binmii by the «»or.iey's acUonS. the majority \V3« 
anpcfsuailed hy (bo dtwcni which $»3;<» psrr Itet the ''errors otcMrjxd despite excsntiorvnl vijp'ttr.cc by client. ' 


Tht Supjictrte C(Juri has .<;.iatc<!> 

Pclitioocr volumnrily chose I)is. attorney as his rcpr«5«mutivc in xh& sciion mxd he cajmoi 
now avoid the CDiisequence.s of the acts or omissibr^s of this freely selected agcjit Each 
pmy k deentcti bounti by tlie acts of his !awycr-agcnv ftnd Ih considered to have 'notice of 
ajl facts, notice of which can be charged upon the fiitomey/ 

Hts-c Ihc ixxonJ fnils !o show that iidcquatc* steps within (he rnenning of 37 CJM<. § l..378{b)0) 
were taken by or on behalf of petitioner to pny the fee after ihe docket crUiies wene removed by 
M5. Foremarv Petuiqncr h a»minrfed thai 3? CF R. § ) .3'?S(b)(3) (s « validly v>romulgtitc<3 
rcgutedon, as is the rc^juirement therein for petitioner's showing of the steps laken to pay the 
fees?^ In the absence of a showing oi'the steps <.fiken by 0: on behnlf ofpetitioner. 37 C.P.R. § 
\ .37S(b}(.1) preclitcJes acceptance of the mainrenance fee.*" 

U is well e^lubji^hed that hiluxc m communiciitions beixvcen a ciient and his or her altorncy docs 
not CH'?asottile unsvoldabtc tie lay, Merc iit would appCiir that a rni.ntnderra^iKiing has occwred 
over v;hc} would be rcsporufibJc for tr^icking nr>d i^ty'tn^ dtt nfiaintensince fee. The faihtfc hi 
coiutmiiiicauofi k imt c^jtisidcred U> he xitHtvoidaijIe error. Deiay resuliiftg from a Uu'k of p!X»pcr 
cotnn^iinicatton between applicant tmd his teprescniutive as to the rexpotiHibility for limciy 
iiling a commxmtcatiori w(ti> the USPtO docs not constitute tnia voidable delay Moreover, the 
USPl'O h not the proper fofpjn J«r resolving a diypule between a paltsnt owr^er and hk 
representiJtive as m who bore responsibility for paying a mainicnancc fce.^* 

'lite prior declifttjn whlcij accepted the delayed pftytnent of « inaii^tenance fee for the instant 
patent has been vacated. For the teesons he?ein» the entire delay it*, this case cannot be regarded 


U»k A WabcshRcHrQasJCo., 370 U.S. 626,(J33'^34, $ U Ed,3J 734. S2 S. Ct. m6 im2) {qi^<HLfg Sflxfift v 
Jy^y i 0 1 320. 276 ( 1 380)). 

^* HniU SS F.3d « m 34 U.S.P.Q. 2d (SNA; «i 1 Wi: 

**i«v XoAT/ii*.;?'* V, C<ifficl 2005 Di>t. LHXTS 20550 nt*\3 m\ tiy. 2C05X aJ/'axtA tka^i, Kofthvtfy v. 
Ou4m, 'JOO? U,S. Di$i, LliXZS 7396 {fed. Cir. /i/r £fem>c//o.tfi Co. OicAtmwu J?-3 F". Swf^p. 2d 
'455, 459 (N.D. Ill 2(?C>0) {faiiure tjf pate^n owner to itself imck or obltgDic another to trnck the iPninienrtftce .fw 
pf eel jded itcc«p«anc< of the mzUmnznct tct)t Cali/ivttta Med. f^rodur^s, inc. v. Ttfcnc/ Med. Pr<.-duc.ts, htc^ 921 
Supp. |2i<>, 1239 (D. Del, )995); .WA^TC k. /toi>a;i, 36S^ K. Supp. 2d 675 {fc^ 0. Va. :i004> (i«j$iiWc rcli.-tnctj e;j 
V%P70 rcmihtiV iVfftiCc resiling hi (dhtsi Ut i&ke a^iy sicpri to fimviie puyment of die maint^aanc? fct fs itot 
uh5v«|d3blo delay); F^sKspcc /;«rfiw, 2007 U.S. iMst UBXIS 8482 {N.D. C^a. 2007) <i<ic)c cf Qn> steps in piacc to 
ffttifitAin fKStcntf^t fo/wf by c^iarc eXecuiw unftmUiarwtth pa;ei;i law \% not unavoio'iblc dstay); Biuttndi v. i)tfrfnj. 
4V6 P. Supp. 2d M3. 650 (E.O. Vu. 2007) (delay Ufsavoidabte wii*w. no j^cpv shown w fc« ftmph>/cd to rttniml 
feA{ioi»il>ie puny :d ttntely pay r.*.3tmcn&nce fees). 

^ 5w /« /IT 12 U.S.RO. 2d (!595 rCcmm r Pal. J /ior v. Utmtar,, 55 r.3d 606, 6 tO, 34 U-S P-Q. 2d 
(BKA) im, t7S9(V>d.a/. iVV^J. 
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as Uiuvoia^We wilhin ihc tnfcarjing Of 35 U.S.C. 41(e)(1) an<I 57 CPK i ,378(bX Thsrcfore^ 
pcUtioti is denied 

«mcd in 37 CFR 1 .57S(<j). ih« Otilcc wiJI not Mlj^yr coasWcr or review thti maiccr ofthc 
fcir»mfcmi!m of ihoptsitcr^. 

liht- pateiit file i.s bcin^ forwiUx!«:4 to Piles Repository. 

'r<rlepi)onc Inquiries ntay be dtrccwd to Petitions Miomcy Stes'Cu BranUey at (57 1 ) 272*3203. 



Charitts Pcanji^n 
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In re application of: 

Fituilc HERMANSEK ct al. 


§ 


Atty Docket No.: 70614.30 


U.S. I?atein No. 6,205,885 


Appln. No.: 09/391.709 


Issued: March 27. 2001 


Filed: 


Sept. 8, 1999 


For: GUPJTiSSBICYCi-BFBDAL § 

DECLARATION OF TOM CHEN IN SLTPORT OF $li,PPLEMJj:^TAL PETITiON FOR 

kEcoNSipeiU'riON and ACCErrANCii: of delayed paymemt of 

MAINTENANCE r^EKS UND-ER 37 CF.R. S UH2. $ J.1.S 3. and § l,37jt 

Mail Stop Pttitiam 
Commissioner for PateiUs 
P.O. Box 1450 

Alexandria. VA 223 1 3-] 450 
Sir: 

I, Tom Chen, declare and say that 1 have direct knowledge of all facts set fort.h in tJvis 
Declaration and: 

1 . I am a registered patem attorney, J. was adTOittetl to the State Bar of California in 1 996 
(Cat. Bar No. 1 84,843) and have retirained in good striding since then, 1 was admitted to 
practice before the United States Patent & Trademark Office C'USFTO'O in 199S (Reg. No. 
42,4(>6): 1 am a paitner of Ha>'nes and Boone, LLP. Ms. Annie McNally is my administrative 
assistant. 

2. I am now an. attorney of record in connection with U.S. Paienl No. 6,205,885 to 
Hc.rraa.nsen etal, ("Hermmiscn '5^85"), ^vh^ch is u.ssigned of record to (■..'ulifomia Crmk Brothers, 
Inc. ("Crank Brothers"). 

3. On January 21, 2010, AFI'A (Associated Pa teol & Trademark Aitom^sys) (an Italian l\rm 
representing Selle Royal S.pA,, now the paiieirt of Cr;uik Brothers) asked mc if we had received 
imy confirmation from the USPTO about the late payment of tbe maitilenance fees for 

l lermanisen *885. 

4. ./Mtached as Bxhibit 1 is a copy of a document thai Ms. McNally downloaded for me from 
IhelfSPTO PAIR system oj). January 21, 2010. Exhibit 1 indicates that Hennansen '885 expired 
on .March 27. 2009. 


5. On or about February 1 7, 20 1 0, 1 had a telephone conversation with Leonard Tachner, 
Crank Brothers' prior patent counsel, who told me thai lie believed Mermanscn '885 was still in 


ibrcs yjnoe (he last oorrc.spo.nd«ncc he rcc<^)vcd fiwn {hcliST'TO was a Decision dated Octobc-i* 
15. 2008 whldi gnmtcd Peutioji tor Acceptance of Delayed Privment of MalnKuKUK-c Fees for 

6. During my tclcj:)hone coiU'criJaiioo. with Mr, Tachj^*er ihiu took place on or aboiu 
lebruary 17, 2010, Mr. r&ciuK^r .statvid that tie hud mi received my ccnrospondcncc fviim Ibc* 
USFI O which irKlicat^Hi ihai Hormiuiiscit bad expired m\d thai notie of ihe maintenance) fees 
be imid for llenrumsen '885 had be<rn credited lohbDcposif A.ccoian wirh ibe IJSPTO. 

7. The original filo Jackci: covcrsi for Cmnk Brothet'^' IIS. }>atoot ma1teri5 that Sv'Oro 
irfuiiiferred tt^J'f«yncs and Boone by Tachnor do not ihcludc any erasures, white-out$, or 
CoveiiipSj and ihc only changes H> such file covers thut v/crre made by I layoos iuid Boone are the 
nddiijon of u tracking h\bd in ihc upper left corner and an attorney docket oumbcr in the upper 
righl corner, 

S> On July 7, 2(iiO. 1 s^tnt m orn;ijl to Mr. Tadmt.r mul tucked l\in) if be hud iiny eopie5J of 
(naiulcnunoe fee eojrespondcnccs bclvr'een borh the PTC) and Crank Bruthcj's. Ali'i.», on July 7. 
2010, Mr. n'^ichne}' rcipondcd lo \r\y ernaii. aad stated that; 

"J doiiM renieinher my special Ircainient of the Oanlc liroibciii; files, bin as a 
gensrul rub vvc donH keep xepiuute fdtn for niainienunce iecs/' 

Altaehecla.s Exhibit 2 :is a copy of the emaiJ I sein to Mr, Tachner on July 7, 20 i 0 and his 
rc^iporisc of ll)c same daic. 

] declare thai al! statement ariadeheriun of my own knowledge are true <iiul that all 
ytaicjTietvis niudc on m-bmuuioo m\ beiicf aro believed lo be irue unci ihta thc^^e iStatetncnts were 
made w\th iht^ k.riovv]e<.!g<.i rbul wiilful. felse statements' and th;: like are punishable by f\i\t, 
inipriiJOiirnenl, or both onder 18 LLS.C. § 1.00 1 aiul may jeopardize tlie vafidity of Ihe prosenf 
parent. 

Respectfully .stibntit^ed, 

f JAYNRS AND BOONB. LSJ\ 
4 



Tom Chen 'V^^'' "'""TRcgrNo. 4^40^ 


HAYNES & BOONE LLP 
CasionierNo. 27683 
Phone: 94y«2{)2^30:^0 
Pax: 214-200-0853 
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Patent mic! 


Patent Bibliographic Data 

01/21/2010 12:27 PM 

Patonl Numbof ; 

e2Cl>655 

Application Numbcn 

omvm 

Issue Dato: 

oa'27/2001 

Filing Date: 


Tltie: 

aiCYCli:: PEDAL 

Status: 

ARC status indicafy^ patent tixj)ifed on; O3/27/^0Oi5 

Entity: 

Smsli 



Surcherge Date: 

09/28/2004 

Exptratlpn; 

N/A 

Fa&Amt Duo; 

$0.00 

Sufchg fKmt Due; 

SO.QO 

TotiEtl Amt Due; 

$0.00 

Fee Co^0: 



Surchargo f co Code: 



Most rocont ovonts (up to 7); 

(3$/f>4/20G9 

oa/a4/2ooo 

06/a3/2009 
10/15/2008 

07731/aooa 

R«fiinc* V Pjiymem of Msfnter^ance Foe, 4th Yr. Stnali Entity. 
Reftmd - Sijrch^ir^t;, Petitiori \o Act^^jpt P^^nit Aft«r Exp, Unsvy 
Refimtl Paym'jnt of Mointenance Pee. 6th Vr. Small Entity. 
HefiincJ - yJayt $uro>»<3rgQ - l^to pmt w/tn 6 mo, Smnll t-niity 
Petnicn F<o!aied to MRint9r*anc^ s;>enie(.l'Ois««!;sed. 
PetiUon RoL-JtrrtJ tc Maintenance f'ft^s GrsritetJ, 
Petition Rel;jt»d \o Ma:ntsnanc3 Pe<5S Filed. 
Grtd of Mair;ier>(ir.<:« History — 

Adtlr&^ for fee purpose?: 

leONARD TACHrCR, A PROFBSvSIONAL LAW 
CORPORATiON 

17BG1 GKY PARK Cir<CLe. SUITE 
iRVtNE,CA 

NOTC; AH USPTO foe» ana aubjfecKo chango. Hyou 3r<5 mt*Mng 5» payment by mall or fflK, ploa&e vteit 
this Ifefe or contact me Maintenance Fco Branch (571 -272*6600) to <;onfirm thd «mouftt duo on m date 
p:iyrtifent fe to l>0^mact$* A n>9lnter>ance feo payment can be tJmely made Ufifng the certlHcate of maiUng 
or transmtesion proceduro s^t foHh In 37 CFR 

Rurt Another Query j 


htlps://ramps.uspto.gov/envi.a/getMaimFeeslnfo.doy'se.«lonf^ 1/21/2010 
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Chen, Tom 

From: Ltachncr@aoLcona 

Sent; Wfednesd^y. My 07, 2010 4:38 PM 

To: Chon.Tom 

Subject: Re: Crank- Brothers documetit^ 

Tom: I doni remember any special treattsent of the Crank Brothers files, but as a genera! rule we don't keep 
separate files for maintenance fees. Leoneird 

(n a message dated 7/7/12010 2:48:29 P.M. Pacific Standard Time, Tom, Chert@hayriosboono.com writes: 
HI Leonard, 

Please let me knov^ if you have any oopfe? of nr^aintenance fee correspondences (between both the 
PTO and Crank Brother$). We have the various files you sent over^ but wao wondering If there was 
anything not included, such as if you Kept separata files for maintenance fees. Thanks. 

Tom 


7/J2/2010 



Best Available Copy 


Carj.Wtne.fo rdngr 


Scni: 
To; 


CaJl Wihefordft&f tc^if^crankbrothersxom) 
Thursdciy, March 27. fCGB 5.10 PM 

RE:3Rpa8pCT ! 


Dear Jania; | 

Okay, noted to the PCT oost. Yes,, pfeasd (>foeeed with the SUP 26 PCT. 

1^; Silp 21 the Rte name forthe 6,205.885 latent? If so, th^n is iher ^ anvtllDS that we canfe^^ do 
to Mp the oddf^ihat It goes through? Can tve expedite it? Can we send a person in to meet with tho 
USP r o? There am rn^ny millions of dollars of rev^nu© potentlaily riding on this, beosus© rm sure 
tm will be copied heavily if the bike if^ustry ftgunes out that W0 don't have an aicilve patent. Uast 
yefif we soid over $7,OOQ,060 worO^ of pe| als under thte pat©nt/and thi» yesir t! will bo mora, it te th© 
majority of our business still. I'rn realiy wqrried that our patent fe not H<rtive. 

Thanks, ; 



From: JFOREMANTACHLAW^aol-COni [niaftix>:]FC^CTANTAGHUW@ool.com] 
Sent: Tl'iUrsdsy, Mardi 27, 2im 4:44 PM \ 
To; corl^crankbfodters.corn 
SufajectJ ft<?; slip 2& PCT 

Ml Carl- ( vvfli pa»pere Uio PCT appltestlon ter mfil^ and get W fil*i«J t)y the cJeadlino t^f April Sih. The coat be 
$^.500.00 (thers aris claims over 2U an odditidSal ihrfependenr oialm), I m attaching our Slatom&nt of AccoutM for 
the PCT appitcaWn, SiUP^2^ , I tisve checked wilf^ the U$PTO bu| Ihey haven't made a deotelon yet. 

Best fe^mni^, Junir^ ] 




yum .ACKKOWI,EDGK J« PATR STAKPIKG. USCBi:?!' OT? 'nCE WLLOWW 

I. OF CORRESrONmCK AmmSS (PATmO» FOR n,$. PATS^it 

NO. 6»205>665. ISSUED MARCH 27, 2001, AmilCAXIOH S)iRXx\L 
NO, 09/391 » 709 FILED OH HS-PTOtHKR 8, IWj BY VIIAHK 





oesi Mvaiiaoie oopy 
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P?5M 

imm rKcmiH, a pkofsssjohal law oatv pRiMttu 

CORPORATION 

r/361 SKY ?AHK GiRCii-, sunt; je-fc o<*/2;/'js 


NOTICE OF PATENT BXPIRATION 


AecerUUxg lo the records of t>«> mm «n<J Tradernerk Office (US^rO). payment of 
ofaiatoftiuic* fc$: for tha paioflrfs) tistod below Iws not roce4ye<5 limciy priftt xht 
etjd of the ^-motJth grscft iittiod in AC^ord»fe« with 57 CPR PATENKS) 
USreO BELOW HAS THBJOinORH EXPIRED AS OP THE END OT* THE GRACE PERIOD. 
35 U.S,C 41(b). Noiice of the expiration wiU be published in \X\c USPTO Q£[iJdalJ3a2SU£' 


Eitpiied patents may be Teiixsiatwl *m accorOftocc with 37 CFK 1.373 if upan pciition* ihe 
mainwaaiitc fee and th^ jwrcJiargc «l f«>nh In 37 CPR 1.20<i> arc paid. A.ND iht dftUy in 
payment of thtt mainlcaanco fee U shown lo the itJiiisf action uf the DitieeTOy to have fe^ 
unaVoidsbte or unirtteatjoruil 35 VSC< 4i(G)U)- 

Tf th& Director accepts payment of- the niaintenancc fee and surcharee upon petition under 
M CFR t^TS. the paitfiit shall be cocsidcted as oot ha^iug ejtpircd but would be iubjfcct to 
the Irttcrv^lng t\^m atid conoitions set forth in 35 tJ.S.C. 4Uc)(2). 

for instf uctions on filing a petition under 37 CFR 1.376 to reinstate an expired patcoiv yov 
may ca« the USPTO Contact Ceaicr at 800-786-^9199 Or 703-305-4357, 


PAim APPllCATfON PAT^rir APf>tiCATJ0« eXPJftATlCM ATTOfty^rY 

NUMBER HUmk ISSUE OATC f\im DAT£ DATE OOCKET HmiK 

6205885 09391705 03/27/01 09/08/99 03/28/0.5 



From; . Car) Wlnefondner (c«i.4^5cr£inkbrotf>crs.c*>fnl 
Scnfc Monday. July 14. ZOO^ 0:08 AM 

To; L!SiChno**@^io!xdrrt ! 

Cc; Rank Harmgnsen 

Subjcci: pedal patent 


Dear Leonard: \ 
Thank you again for meetfng vvfth us test tpilclay. 

Upon more ihoughti I wanted to m^ke a dpupk of comments artd yuggestfons regarding getting our 
pedal patent active, \ 

1 We j^sKsd if th^r© w^s a second oHanca (an appesii) if the USPTO declined the petitton. and 
you SQid that you were t^Wy sure tiat there w^s, ! think iVs? Iinporti^nt thiat you make absolutely 
sure that there wliJ be a second di|(nce if they come back tlio ffrst time with a "no" answer. 

i 

2. If there no second chgince, then |l seems like we better do what^^ver is po^^lbfe befons) they 
answer to ensure a "^Ves" answer, | 

j 

3. We don't knovv Wh^^t you Ij^cluded l|i the petition: but it seems Nice there are a fev^^ fads that 

* heavily support the reality that we r^ever intended this patent to go inactive. Specffloalty the 
fact that our company make million^ of dollars in revenue rinaking pedals that fall within this 
patent (hundreds of thous^ridi? of pfiidals per yegr), ©nd that of our more tlian 21} pcttents» this 
is the single most Important, one. ^ven if thie is not a feg^l argument, porhsps^ It xa/ouM help our 
casi^? For sure, we would suffer alstgnlflcfint hardship if thio patent stays inactive, and it would 
put our company et Hsk. Cm this hfo bo passed afong to the examiner? 

i 

4. It seems foglc»l that what the patei¥t offfce wantfi; to prevent fs people purposely letting their 
patents go Invalid, and only after s^me other company starts making an ^'infringing" product, do 
they ch^inge fht^ir mindfe ^Jnd h gat it valid again, in that case, \Vs possible thi^t another 
compiany has eotually relied upon tpat patant being Invalid in coming out with ttieir product, 
Howcvcir, in our case, tfiis is absolttefy not the case. There is currently noi^ody Infringing on 
us (yet), but It could happen m anyjtime, 

Plense tet me know your thoughts. i 
Sincerely, i 
Cari ; 


1 
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IN li m UNITED STATES PATlsNT AND TRADEMARK OFViCE 


[nreapplicafionof: 

Fraok MERMANSBN, et al. 


§ 


Atty Docket No. : 706 14.30 


Appln. No.; 0&/39l.,709 


U.S. Patent No. 6,205,885 


Filed: 


Sept. 8, 1999 


Issued: March 27, 2001 


For: COPLESS BICYCLE PEDAL § 

BECLARATrON OF CARL Wf NKmiDNKR IN St PPORT OF SUFPtli ■MENTAL 

PETITION FOR RECONSIDERATION AND ACCKFrANCK OF DEL A YEP 
PAYMENT OF MAINTENANCE FEES UNDER 37 C.F.R. $ L.I 82s S L.1.83, and S J..378 

Midi Stop J»ctUlon.«i 
Commissioner for Patents 
P.O. Box 1450 

Ataidria, VA 22313-J.450 
Sir: 

1. Carl Winefbi-clricr, declare and say tKat I have direct knowledge of all facts set fortti in Ihis 
Declaration and: 

L I am named as an investor of the .subject matter clainied in U.S. Patent No. 6,205,885 to 
Hennansen et al, ("Hermansen *885"). 

2. I aw a principal of Crankbroibers, btc, formeiiy known as Caliibrni a Crank Brotltcrs, 
Inc. ("CranJ< Brothei-s") the cuircnt assignee of record of Hemiansen '885. 1 have reviewed and 
approved the Siippleniental Petition in connection with t!ie effort to revive Hennan.sen 

3. In the past, Crank Brothers' engi\ge^I the services of I.x;onard Tachner f Tachner") for 
patent preparation, prosecution anil maintenance for both United .Stales iuid foreign matters, f. 
was the contact person at Craiik Brothers for all correspondence and contacts with Taclwcr, 

4. During the attempts by Tachner to reinstate l lermansen '885, Tachner never prc»vided me 
Or, to the best of my knowledge, anyone else at Crank Brothers with copies of ('i) the Petition for 
Acceptance of Delayed Paymeni of Maintenance Fee- Under Rxde L378(b) (the "Petition") filed 
by Tachner on October 18, 2007, (ii) the Declaration of ianis Foreman tiled with the Petition, 
(iij) the Request for K.ea>n8i.deration of Petition for Acceptance of Delayed Paynient of 
Maintenance Fee Under Rule 1 ,378(b) (the "Request") filed by Tachner on July 31 , 2008, nor 
(iv) the Declaration of Leonard Taelmer filed witli Ihe Request. 

5 . 1 learned w] thin the last monlb from Crank Brothers' current patent counsel that Crank 
Btx>tliers' U.S. Patent No. 5,676,529 to Hennansen ("Hermansen '529") expired twice, namely 


1 


Q^^ or about October i 5, 2001 and on or about October 1 5, 2005. While I learned iiboul the 
secoiid expiration .as discussed below, ii was only recently that Meamcd from cutrem patent 
coxijivsel that the '529 patem expired a first rime in 2001 . Tachner never infonncd mc or Crank. 
Brothers that J ferfnansett *529 had expired either time, :rachner also never provided me or, to 
Ihe best of my knowledge, anyone at Crank Brothers mth copies of the Petitiot) to Accept I^ite 
Pa>tneiat of Kfeintenance Fee filed by f achner on October 3, 2007> the Decision on the Petition 
granting the second reinstatement, or any other communications to or from the tJ.S. Patent and 
1 radetnark Office (*'IJSPTO*') concerning either expiration and reinstatement of Hemiansen 
'529, 

6. [ have been informed recently by Crank Brothers^ current patent counsel that Crank 
Brothers' U.S. Patent No. 5,857,509 to Winetbrdner C'Winetbtdwer '509*') expired on or about 
January 13, 2007, ] have also been informed recently by Crank Brother;** current patent counsel 
thai, a Petition to Accept Late Payment of Maintenance Fee for Winefordner *509 was filed by 
Tacltner on October 3, 200? and was apparently granted by a Decision on the Petition was 
tnaiJed on October 3, 2007. Tachner never infoiirted me or, to the best of my knowledge, anyone 
at Crank Brothers that Winefordner '509 had ever expired. Tachner alsb never provided me or 
Crank Brothers xvith copies of the Petition to Accept Late Payment of Maintenance Fee» the 
Decision on the Petition or any other documents concerning tlie expiration and reinstatement of 
Winefordner *509. 

7. As a result of my attendance at the 2007 hUerbike tradeshow m Las Vegas \ first leanied 
that Tachner had failed to paiy the first maintenance fee for I leniiansen '529. The 2007 Interbike 
tradeshow m\s held from September 25 to September 30, 2007 and on Thursday, Sepien)ber 27, 
2007, 1 met vyith one of Crank Brothers' bicycle pump vendors who Crank Brothers had accused 
of infringing Hemiansen '529, At this meeting. Crank Brotiiers' pump vendor informed me that 
the maintenance fee had not been paid on liermaasen '529 and. as such the patent vc^as not 
enforceable. Afler the nTceling, I immediately contacted Tachner. Attached as Exhibit I is a 
copy of an email sent to .me on September 28, 2007 by Tachner- s secretary Janis Foreman. As 
noted in Exhibit 1, Ms. Foreman stated that; 

^'Unfortunately the patent office website is down. I will cheek into this first thing 
on Monday when the website is working again. I have it listed as paid/- 

To the best of my feeollcction, upon my xetum home from the Interfiike tradeshow, 1 went o7iio 
the USPTO website to check the status of Hennansen *529 and at that point also discovered lhai 
Ifeniansen *885 had expired for failure to pay the fust maintenance fee. 1 immediately 
contacted Tachner again to h^form him about tliis additional problem. Attached as Exhibit 2 is a. 
copy of an email sent to me on October 3, 2007 by rachner's secretary Janis Foremaj), As noted 
in Exhibit 2, Ms. Foreman stated that; 

"1 will file a petition for SLIP-2 1 [Hennansen 'S85'j but I won't have any 
feedback today because Ihey arc three hours ahead. 


Attached is the maintenance fee statement showing the ainwitv has been paid for 
SLIP-2 [i rermansen '529]/* 


2 


R<?y3rdinv, (lie uai ;^nd >etonc! fr^iaijilcnanoiJ Icc.^ for Hermansi-n SS'S5, a^UK:h^5<i 
t!>;hihJl i<i a cnpy r.f an invoiud dnied Ocighur 2 1 . ?Mil 1V,diooc .NCit! \o Crank 
BrothufiT for ^judi iriai:iU»;i»i«^J^^ It i-^ »t^»y uiU{crsUlT^d^^g•ihut ihc^'^ were rclundtxi 
by tlu5 IfSFfO to n-icf incr*<: deposit accoiifit (m Juric 4, 2i)(}9, Criink Brothers has never 
r^^^ive^i itny noii Hcuiion from Tucnner ihar tj^e:i<j fcc^i ws^j^ rcfundca by USIH O i.o 
TachtitJr. Cvmk Broi'hcrs f;a^^ i-^iso never received a refund of rhc-.se r<Jt5S frorf: Tijchrlct\ 

9. I decl;iffi that niiidts hci'clo of my own knowjcdgu a^'^ intc iimi i\ui{ all 

siTu^nterviJi mndc on ifWbrnuiuon .ml bt^ticf'afe teiiev^ed !o be irui^ and Ihiii iiit^se >;laix?m<Mi}^ svv!\^ 
niad<i kncAvlcdije th^^v •sVjilSii iulso su^acnionis nnd il-.e hkt^ arc puiii^shublc by Hnc, 


/ 


''8i)twk%h\niir 
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GS/680:74t) 


QOmPACJ IViAKiJAt AIR PUf^jP HAViN<S $i:^.Lf-CTABi,£ HIGH VOIJiMlr. 


Transaction History 


Dato Transaction Description 

10-03-2007 Mail-PetiCon Decision - Accept Late Payment of Maintenance Fees * Granted 

10- 03-2007 Petition to Accept Late Payment of Maintenance Fee Payment Filed 

11- 16-2005 expire Patent 
03-07-2002 Reinstate Patent 

11- 20-2001 Expire Patent 

10-14-1$97 Recordation of Patent Grant Mailed 

09- 08-1997 Issue Notification Mailed 

05- 07^ 1957 Issue Fee Payment VejifiiKi 

06- 14-1997 Drawing(s) Processing Completed 
06-14-1997 Draw.ing(s) Matched to Application 

06- 13-1997 Drawing(s) Received at Publications 
05-17-1997 Mailroom pate of Orawing(s) 
02-03-1997 Mail Notice of Aliowancts 

02-03-1997 Notice of Allowance Data Vennctitton Completed 

02-03-1997 Mail Exaniner's Amendment 

02-03-1997 Examiner's Amendment Communication 

01*29-1997 Case Docketed to Examiner in GAU 

01-16-1997 Date Fonvarded to Examiner 

12- 17 -1996 Response after Non-Final Action 

10- 22-1996 Mail Non-Final Rejection 
■10-15-1996 Non-Final Rejeaion 
09-06-1996 Case Oocl<eted to Examiner in GAU 
08-29-1996 Application Captured on Microfilm 

07- 29-1996 Initial Exam Team nn 


https://$portalji5pto,gQv/5ecur<j/PA..Peai.Pair/?AIRP^ 
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mnUjm bicycle tire LSVER 2Oi'0::OS:C1:48 

Trinsictfor^^ 

Date T)^9n$;dctton Description 

10-03-2007 Mail-Petition Decision - Accept late Payment of Maintenance Tees - Granted 

ip-03-<>007 Petition to Accept L^ste Payment of Mamtensncc Kee Payment Filed 

02- 14-2007 expire Patent 

01- 12-1999 Recordation of Patent Grant Mailed 
12-22-1998 Issue Notification Mailed 
12-07-1998 Issue Notification Mailed 
10-21-1998 Issue Fee Payment Verifiad 
10-30-1998 Drawing(s) Processing Completed 
10-30-1998 Drawing(s) Matched to Application 
10-22*1998 Dravving(s) Received at Publications 

10- 21-1998 Mailroom Date of DravvifKj(s) 
07-14-1998 Mail iMotice.of Allowance 

07* 14-1998 Notice of Allov^ance Data Verification Completed 

07-08-1998 Date Forwarded to Examiner 

06*29-1998 Amendment after Final Rejection 

06*29-1998 f^equest for Extension of Time - Granted 

06-2S-1998 Examiner Interview Summary Record (PTOL - 413) 

06-10-1998 Change !n Power of Attorney (May Include Associate P0a\) 

03- 04-1998 Mall Final Rejection (PTOL - 326) 
03-03-199S Final Rejection 

03-02-1998 Date FoAvarded to Examiner 

02- 20-1998 Continuing Prosecution Application - Continuation (ACPA) 
02-20-1998 Mail Express Abandonment (During Examination) 
02-20-1998 EJxpress Abandonment (during Examination) 
12-24-1997 Mali Final Rejection (PTOL - 326) 

12*23-1997 Final Rejection 

1 1- 21 -1997 Date Forwarded to Examiner 
U-10-1997 Response after Non-Final Action 
09-24-1997 Mail Mon-Rnal Rejection 

09- 18*1997 Non-Final Rejection 
02-04-1997 Case Docketed to Examiner in GAU 
01-10*1997 Transfer Inquiry 

12- 05-1996 Application Captured on Microfilm 

10- 03-1996 Initial Exam Team nn 

Clos;<3 Window 


https;//sportaLiisplo.gov/sccure.'PA. PeaiPair/PAIRPrint^ 
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best Avaiiaoie uopy 


Cart WlnfeforU 
l^rom: 
To: 

Atfaol)tnent&; 


JFOR6MANTACHL5\W@aoi.com 
\A/«dnmiK(ay, October 03; 2007 12:36 PM 
Carl Wineftjrdncr ] 


SMTS.odf 


Dear Cml: Atteoherf is mi up^jalod tistfcr ycur i:$Jtenir,. I have noi y(?t finisliesd tracfemartMJsN U^ufs n^xt, I wifl 
respond to of your qu^jaSona 


1 . Will edd Info to updated trsd warn M shortly' 

2. SUP-20!sr.imd and SUP^O/CIP impending. 

3. I iiave iFdund a prybfem mh the mQintenanceffc^fs f^f SUP*7 (toy wubmarine) and Sisp-ai (cllpim bicycle ptdal) ahd 

idlecusyed below! 

tfK* annuity unpaid. However, lo compel tlie sllnaUon f f*l€Jd 9 
peiiiion online and patd Ihe petittori and annuiv 4ft wMch is Qutomaficalfy granted. I hi^vft to research ^omo tnore ar.d 
contisci fh» m€|ihtone)nce <itvislon to fiirther find o^it v/hy t Hated it paid ^md Ihoy did net. in any case it now paid or again 
paid. 


I am (n^ng friy b<?st to yot the^o dono quickly i 
Best regards, Janlu 


ig poscible-foryou. 


See wWs new at AaL.cffln and M§l$t ASl Jfi?J^4^^^ 


De$i MVdiiauie uupy 
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From: Cart Winefbidnar [car!@cranktjroUi0fs,comJ 

Sont: Fdday, December 1 8 , 200S 3:03 PM 

To: Chen, Tom: l^cNaliy, Annio 

Subject; Fwd: Patents and Patent Applications tn the rsm^ of Grank Brothei^ 
Attachrtienta; Genera! situation CBs * IP @ 1$/!2.2009,.xlsx 

Dear Tom.: 

Ptee see. the below email fixim APTA, and the attachment, and then see my reply to him in blue. Please note 
that thtft^ is a request to you m my reply him. 

Let me kmw if you have uixy questions or a>mments. 

Possibly,.! have sj.ro ightened out (he confuj!?ion where. APTA wa$ askmg you for files fhat they should not have 
been requestmg, 

Carl 

D^tit Dr.;i$'a Giuita <iordignr>n: 
Vmk yo'j for.yoiir ams:L 

Vbti askod at)oi>t whf.ithijjr ornpt APTA shouid.handi«f M oatunts^ &hown in ^ree«. In nextofsi. t bolbve the prooedure we am 
to follow h that Haynos and Scona handle q!J US pjit^nts, and AF'fA handle all other patents. With thai in mind, the first 
greon Hem: Method of Fabrica^rJa A Cliplesti^ Bicycis Pedal appiication # 0>171t(134.i5 Khauld t?£j hsndlod by APTA b<;caus<! 
m patcn{ is not filed In n>e US. Iy#a§f5^>H3yMl,^a<i.9j^^Oaf^ 

Howevt'r, tfja botWt \yfo sjro?n it^JTi^ (pump. and wheei).should b« handled by Haynas srvd 3eorto, because they ara US 
only. 

Ragardfng tha bottom yelidiv iten. th^ aiplg$s Bicy^J^f Padal-WSp^t^m numl^^f 6208865} sheC'td Ue hfiodl^J l>y Hoyn^^s 
and Soone, asr it a U$ pttimL Al^o, it is ml absr-doned, nor srijxt!d tt b.o sbandoned. Our pravtoua patent attornoy ms.de 
a mfel&'kef af^ift dtd.^ot pey tf^o muinl^fnance foe on t?n« wnid) caused ii to fco IbHijfiy shown «a aba!>do?H^d. t>ut ti^e th*^t pat<»/^t 
altofnoy pOiftioned to USPTO and wera abJo t<; pay tho feo arid ti^ko lira psitofu active agairi. 

8est regards, 

Carl 

Car! Winafofdner 

Fonvaxded message - — 
From; GfnUaBordlgiWtt <jtLvSJ:iJignoj)@aftt8f^ivY,spm> 
Date: Tue, Dec 15, 2009 at ?J:58 AM 

Subject: Patents and Pat^^nt AppUeatiojis in the name of Cratik Brother?; 

To: Qrl Winefordtiej <GM(§c£fto}te*mA^M^>, Stefano Scgato <?iQfe!LQA?^(?tD^Mls:^^^^^ Batbrn-a 
BigoUn <btfft>mi,t)jg^ti^@,sc^iero^^ 

Cc: SmdiO Legale Fcltrhiclli ^jblSineJIig^l^ ftioc.hi^g.a ptaia\v,c om 


Dear Sirs, 

*rhis U to send you liic enclosed updated daiubasc orpaicnts in the nainc of CrankBwthm* 


7/13/20)0 
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W«i would like to uiv^ledinc tliai ihc lincf; filled in ti»^e ccni?v*ms s» vhan^tM m the st«ius of patcm$ U? rvspcijt to your databasi; said 
(he Iine5 filled in ^rcen concerns b patents or pnients fippliciUion.vthat wcro not prcmit m your database. 

We Mildly: asic you if vv'e havt; to hjwicilc also th» ftppiicaitons highlighted \Ti grecii. 
Hianic yoii for your cpll;»bOi^fttloa 

U'c remain al your dijjpo&al ibr any ixxtifiar infamiation you niay nocd. 
Best regards. 


- }>,sKJ Olull« Bordignon * 


i 



'^WISCk U intViftittiyfli cwrfwuUf tj aUfr^tt ftUa pn«(OKfe^no wsiMtncuuj &I rfosUmitaric scpra indicate, tn casa jii nceeicnii (te psrtc di jJtaLSiwtti ^Jiveria i 
qitanio f iwvuto!.. via 9-n«it. a!i'jtiai?u?.p <ii .cut st»;}rn. 


NOTICE: This ismtigc cwiJafns lnlt»mi«ilo« ujwiiifcxi w;y thr m& cf ths aiJilririsetj namsd atoe. If ifx> wiiilir of U*ii* mc.?s3grt Ij tict; (Iw i«ierclty| f^cJ^it or Ihc 
iHffctly t*ort)i(id«>. Aiwo;jo ^tio WhTGi thl^ c<nnm««»<oticj) in «nor«hcx»i4 notify 16 i.i?tm';<liatc:y by phom and rcua^t tlioorisiuii mcMai-* to us «i tl» above adircsa. 

WhUo i-m A?TA tife<!s c*ir> to r>rf>tit?ci ill sysuni? fVctn clccuivjic virn? ^trrac^f crljt;? haiTf>ro) cvsr^tj jhc Pimo aWc* no vv^trss^ thai ihij c^rjsil mfsasfia unchiJiug 
ftny *a?chnwiU to :t) is free of any vte m ylhtrr kTrmfiiJ mottcr anUftCCCptt m fespanjibility for »ny loss <w Oiifiitgo »«atftit>^ O) ieti(>ieri» reaeivift?. upcniwc !>/ 


Vttt.Manam^lS 


37126 Ve/oaa 


40 Dol^sr-i 
P:»7wi del Miuiiri. 1 


35 1 J? Paito^** 


7/13/2010 


Ciirl Winefordncr 
crankbix)tfi^rs ecginctering 
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McNally, Annie 
From: McNaily. Annio 

S^nt: Wednesday. Hmary 1 7. 2010 9;1 5 AM 
Tor ChofK Tom 

Subject: R6: Pak^nl \r, nam© of CranK Brott>t*rs * Panher Jntormation 

Mi left arioiher message. Ttie j>euiioii suffice has assigned a person (Sieven Bdmtlcy 57 1 '272'320:\) lo hancMe \\m 
case. 50 there is progress. 

From: McNally, Annie 

Sent Tuesday, F^biusry :6> 2010 3:39 PM 
Toi Chen, Tom 

Subject: RE; Patent in the name of Crank Brothers - Further infonnation 

1 haven'i forgotten about this. The paterti. oti'mt wa$ closed most <(f fasi week. 


From; Chqn^ Tom 

Sent; Tuesday, February X6, 2010 3:37 PM 
To: McNalty^ Arinie 

Subject: RB; Patent in the name of Crank Brothers • Further iniformsUon 
Please Kc^ep (^KetK^no on thb. TnanKs. 


From: McNaliy, Annie 

Sent; MondfiVi j^nuary 25, 20 it) 9t47 AM 

To: Chen, Tom 

Subject: RE: Patent in the name of Crank firotherj - Further Information 

Taliced to Michael Bason at the pe6tk>ji brimch. She i^ouldn't tigMie i\ imx sijice there isn't cnucb eleclroi)icaUy, She 
need to pull the file find will call itic back. 


From; Cien, Tom 

Sent: Frklay, Janudry 22^ 2010 S;OS PM 
TO: McNaiiy, Annfe 

Subject? FVV; Patent in the name of Crank Brothers - f lirther information 

Pioasecaii ihe Wainiisnan^ Fitie Bmioh {571-275-6500) to confimv when this patent rtctuaiiy ojtplretJ. ft appoars to have ^KpirOii 
March 27, 200D. Hi?vv'f)Ver( ih^^ ^ttacned st<>t0n^<»ni shows that t.ho 4^^ year msinfenancy m vva:5 r*$fonat>ci, s« »^ the 4tti y(f!«*)r 
malntenanee was nc! paid, inen'the patent rrtay have expifed fyiarch 27, 2005. Go, fo^sicaiiy ctwxik lo liea if ti^i 4th yeiar 
tnalnl^nance lee was paid. ThanKs. 

Torr^ 


From; Chen, Tom 

Sent! Friday, January 22, 2010 4:15 PM 
TO! McNaily^ Annie 

Subject: FW: Patent in the name of CranK Brothers - Further information 
Anmo, 

Plaatjo gel m tliis (iiO ASAP Jufi t«!kod to Cml and ho relieves aii fnes, inciudinrj this one, vvas som to us. The oonlusion 
thai the staieincnt j-ttows the Potjtion wos Gri^ntod on Oct. 15, 2008 but then denicd/ciiGmrooeu June 9, i^OOi). 

Tom 


7/14/2010 
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/A«.vv%vl%v^^^^■\w^Vk^^vw.v^.^v^w.vvv^^^^^v^^^^■v.■v,^v■*v.-A^•^••■• V ....>•.••••■.•••••> 

from McNaliy,- Annie 

S^nti Thursday, January 21, 2010 5:45 AM 

To: a^en, Tom 

Subject: P£: Patent in the name of Crank brothers * Further information 

'litis is not gooil. Prior aitorney filed ;i {Kiiition revive for unavoidable ubundotiment mid ihe pciiiion Wiis denied in 
0<S/09, T^e tkcifiian was mailed to the prior ailoi:ne>*. The patent stands abandoned. 

'Hie patent expired on 03A2T/09. I tfiink the time liiviit to i^vive is 2 ycar^ fron^ expiration (iil^o the stxiun^; of Iimil^tiOfl 
lo bring infringejheni lawsuits). So we could sfuggcst to revive for inui?ae«tionai. We did an c^iiinafc for Printronij; 
]m. year, { think ihe toii>l eo.st \h around $3000 {not Hurc if fhey get Small Entity discontu for these;, Plea^se double 
check the rime iinut again before replying to the client. 

The statemeni from the OStW h attached* 

^^VVV*VVW«VWVWVVVWWWVVVWWVWVVVVVW'/V*VVVVV^^^^ W.V.VtV.V.W.V •.V.'.VAV. >. • .• • „,,. ,t «^ .... 

From: Chen, Tom 

Sent: 'H^uriEday, January 2.1, 201D 9:13 am 
To; McNaliy* Annie 

Subject: FW: Patent in ihe name of CranK Brolh^jr^ » Fur tht;r inrprmOti'on 
Ann JO. 

Pl^?j>fi cr.t:CM or^ \\m 2) bolow respond wht^n yoi; havg v^omii intormation. Thanks. 
Tom 


From; Giulia BordJgnon (ma![to;bordignon@spt?s!awvcom] 
Sent: Thursday,. January 21, 2010 X A2 AM 
To: Chen, Tom 

Cc; McNaily/Annie; 'Studio Legale Feilrinelir; fuacht(|?af)tel»vv.com 
$ubj^c^: R\ P«tef»t in Ihe name of Crank Br<jU-u*rs - Further (ofbrmation 

Oeai'MrChtjn, 

with rof(!rc>Ate to our previous comtnuirdci^tion^, Xhk \$ to give yoii the foliov^in;? cthc^* infornntlon: 


1) Oui' nsf . for the /oilowing U.S^nd BH: caseg ar^: 



AtaI ^^:gn Pressuro ' 






APTAieUlO*)75 
CUxy$t0r.:7Cei4,3D 

Aaomey fftt.:Mi7a09US 


FEfrta daw; 


ftran! dote: 

US -?(i:i5i?o 

t 
: 

A?TAff;(.:iai?3 
Aticfftey re?.: M-i?5Sa EFC 



Apipiicat*<i/t Nw«i)vit 
EP04715JS4 5 



ffank >4cf:ir>3fi$or): Car: j 


A!$a for thesift C3s<^v> APTA r>.rJ will hand!? dirifctiy ^r.nuity U:c psyrnci.j^is. We confirm thnt you ccjmIcI removt? thci^ 5»r^d thf? 
pr:?vtou*» cofivmunit<iiC:d tvi*-(!5 fron^ y-jiir <Jockei. 


25 A$ for iJ5 patent No. US 62P^88.S (0 ref, ICOOX Y rtM, SUP-30); Mr Wtn«:fordnnr inh)f med on Di'CCiintJCf 19, 200t> 
that "Regarding iho bottom yellow it<;iit, the Ciiplc^s Bicycle Pedal (US patent number 62()5S85) should be 
hantfltjd by Huynes and Boone, j»s it is a US patent. .Mso, it i.s t»ot abandoned, nor sihould it be abandoned. Our 
previous jjatent aiioracy made u mistake and did not pay the niainienance fee. on tijne which caused it to be 
briefly shown as abandonod, bin thelhftt patent atiomv?y pi?titioned «> the USFTO juid were abie to pay the fee 
and cmikcthc patent active agairt", Coui<l you p!€:«;ie ur> knijw if you hiive fot;i*iv$;ij ^om; conflnhtitfon aboiix tito 
Jcitf? piiyrrtent Ifom USPTO? 


7/14/2010 


P&ge 3 of 6 


APIA 


NOTICE*: Thi'i msNfiSJO c<f^i$ttu ifttowiate iniond^-^ or^iy to/ ur,e oi Uts «f*fif'?ijsce fc^'-ed sbcvy, tHt'.u reo.iJer ot tltis :i'i*;^>vji3o 5s not the SnieiKiy;.; loopieni cr 


Via l-« Manama, ift VLi Oa' ci Co??!. 4^: fnazr^^fci Wa'Cri, » Via GimUti, 0^5 Ccrsv f^-albdiC: J Viii i*. Cti^J-il^-/?. 


Oa: Chen. Tom :-jTmiito:'ror(:.Chari<g>hayn0sboon€;,cofnJ 
Invisto: martedfi 5 dtcombro 2009 iBA^ 
A; (Siulia Sordignon 

Cc: McNally» Annie; Studio Legale FoUf ineili; fu£>chi©upU:law.cpni 

Oggotto: RE: Patom in iho t\mo of Crank Srotrtors • Nsw Patent ropres^mtativo O:. lel.: 1 0508 BARGB/fnb 


Doar Or, Qordicjnoa, 

Vi/e ad<novylsdge your instruclions. For me U.S, and iomia annuiiiou/»r»ainli)nanc;y toosi. do y(.i;; worn vt [o rtockot aaua 
remindars as n^etd^ f<j you or can v/f> refiw-^ ih«$3 ttorrui Uom our (ioc;kei? 

For UsS..palert! ai>p(iciitkjh Na 1 1/73S?erf1 (HNB 706-1 4,00022; API A m\ T>i<5 Piit^nt Ortic<J did not registor our 

change oJ POA, so we did m\ i ecetv^e Notico o( Allowance, ThanK you (or tsiinfling thii; to our iUttsntion. Wo will ((^m Ihifi oui to 
CranKbrotnors anc? asK for in?iifuctions todyy. 

For US pat<gntappri:-?ation No. 11/138134 {HNB Rd. 706i4,(J0024; APTA ret. 14995); We see tnsi \m P&iem Of(ice issues a 
oommurilcalicn locJf^y. but it i3 n(?t av?tilabl(^ olnctfoninafiy yei. Wo snould rtjcoivino this withUi tho next (ew dsys and will lei 
yoti Know. Regardincj tho divisional, wo aro e-til! dcterminino whotnerone: should be iiied (thorc- was a festrictton mquiren^^int in 
lhi> cvirrtjnl ripplioation nnci a lev/ of tho claims v/ere s'-iihcirirMi}. However i^ince Uily 3pp=*cation rias noi boon aiiowed. w havo 
pic-nty of iime lo fOe a dK'isional i< needod. Wo will know rDcro once xve icc&ivo tht? msxi Offico Action, So. uie D»jc:. 10 dale iu 
noi Q hard dato. end we do nol plan on Jilit^g a divisional by mat daio, although wo mzty yot siiii fiio a ciivisional at a iai^r dalo. 


ThanK you. 

HegardS; 
Tom 


From: (Siulia Dordignon (rnai!to:DOfej9[^on<8^&pvaiaw.comJ 
Stm Tuesday, December 15, 2009 8:40 AM 
To; Chen, Tom 

Cc: McNaJfy, Annie; ^Studio tegaia FeltrlneilV; fuo<Jil@aplaiawxom 

Subject; Ri Patent in the nan^.e of Crank Brothers - New Patent representative 0, ref.; 10S08 SAF/6B/mt) 
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wut) roter^*iW^ yoi;ir r;a1"u!)as« uvw on Novomber 7M, 2G0^, wij woiiicJ iiKo to inloim you J^tnt ihe- loiiowin^j ^^v^^t wif! bj» handi^l 
cJiwciiy tty Af-TA S.f.l: 

1 . T«iw?tneiJ:'> crast? Ct?ror> rcif. 70614.0001.'? (0. m, U^H^) Appr»caiion No. 9r$iCji<1()9: 

2. T?.mner>(^ caso CtJix^n nil XOSM.OOOiiS (0. rt-l MOa/j Appiicaiion NO. 931093/1 : 

% europsar^ cnstJ Ctiros 7{)C1^-;KXs3$ (0. r&t ieoo?) AppiiCcJiion No. 0^/50737 .£ entiifod *Sjc>'cit cr<v'ik arm"; 

4 Eijropccih cas0 Your AppHijatign Ho. 04715^! 34 .5 tmiilod >Unrio<i o( fabhaili-'^o oWpkm bioyclo p&nV. 

VVs would HKo \o inform you iiJiJo ihat wt* wjjl tjamii*^ cJircsntly aii ^nriuiiy (vt.»i5 Ui? paid tor foroii^r: US OtU:t!s »ri U'.o nan^i» ot 
Our ?«r US c:i^^^».n iifft tho lolfov^ifiy. 



APIA .':jf . 

7{i61*i.00{5!6 

i49sa 



70514.00024 


7{)$i4.000i!£; 


70614.00020 

1B001 

V0f;i4.00G34 

■?06i'4r6ooii'7"' 

■lohos 


W<S! fjjftdly asK you to record ihem to -a^pm xhmrx in your fojthfiif GonwJui-iicaHo'UJ- 
Wt* would iike !o kincily «ak you lh« lolicwtnj) q:;e*5j:ions. 

1 • .US PA!«nj..appA'C«.l!Ort Mo.^ 1 1/:7r.^:?l5S4 .C!v:c.!j fo/, ;/pvn4,pna72. APT'A.a^r, .1 49g3 has r5K;e^iV(Kl ihe Notice of Aiiowance with 
tX)m'JSDonciinj| fyes dui? befory ^J<^nuilry 16, 50l0, Havt' yy^; already ajminunicjii'^ci H io Ottiini'. BrOUr.^i'i:;? Have:- U-oro k-^i- 
bef^n diiV palcJ? 

2i US.a&!t5iyil^Rp!jcatiPi>.NjCt.,i.l^^^ you hsvo inciic^ii^xl t^nn you nt?^ awaliing 

fiO oiiicfj action and prepanrrg n ciivisionai iipplicaiion if possibk* (tiy DtJCcniber 2000}. Wt> Kint^Iy stiK you tu injarn- us 
prorriplly a^JOuUhesc &cti»>r.;>. 

Pl^as^ acKnowfed^e^afe r?ic^:pi of this corpmuniotsiitjri anti ;:>royid« ur. wit?: thf? rf^iiy ta r:lx*v*:>'t5Ufjst(i>P«. 

ThatVK you for your coiieii.KJmttor'i'. 
Best fisgartiS. 


Wilis;; Pini Ai*TA f;U*.aS (>yi> to ftfwlfrf.l )lf. ;;y?.lt;:ns i>Y/nfi «K:(^tion:C v:»v*» RJtatIv O: CUv;/ harmfiit <:vf:ni. j>i:; T^m Oivsv no w;v»;:fi!y iVhi'i '"ifi ^-msil :::esr:ft5e 


40* at tlftloCfiia 


41t2:> Moctena 
V:«0;?jtiir.i. $%. 
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Oa: Ohm, Tom (maiiio:Tom,Chen@hayrtesbcone.com) 
Invlato: lunedi 23 novembre 2009 I9.&4 
A: Martina 

Cc; Giulia BorcJi^non: McNaliy. Annie 

OQQ&tto; RE: PatanI in the narrio of CranK Brotrisrs N-^w Palcnt foprescnuilivo O- rol. ; i C50Q SAF/Oa'nib 


PJeasd !ind the list or U.S. castas hsndi^ by us, wiih d^iles s.hown Jf^ bokl. Pio^ti^ \&\ ju Know i* yo-* Jiave any qiiei'iiona. 


From; Martina [manta:martina(3iaptaiaw.com] 
Sent: Thursday, November 39, 2009 1 1:57 PH 
To: Q)en, Tom 
Cc'GiuliaBordfgnon* 

Subject; I: Patent in the name of QrmK Brothers • New Potent* repre$eotat^'c 0, rc-f,: iC508 SAF/CB/mt) 
Impoitance: High 

M E M ! N D e H 
Dear Mr. Chen. 

m refer lo our e^?r:all below and wo k\my ask you to isi us teve a shon rerx)ri of nil US castas hamtlfjd by yoiir oU'icm k^r Cfanl< 
Sfothers, 

underlinirrO me urgencies, as soon as posslW^. 
VVa thariK you for your coop(?r«jion. 
BOM Ro^AitJs, 
Secr^riary 


Da; Martina (niailto;m5r*Jna@eptoiaw.com1 
Xftvlftto; marjiedi 3 nov<;more 2000 9.S7 
A{ tom.chen@haynesboone.com' 
Cc; Hjiiilia Oordignon' 

Q^geito.; PiJt<int in name of Crank Brothers * New.PtJtent r^presentalive 0. ref-: 10508 SAF/GB/mb 

O. ref 1 0503 SAF/Ga*mt) 

k,a»:Mr. Ton* Chen 

Please see the enclosed lotter, 

Acknowlodgo safo r^coipt of this lotler. 

BeslHegards* 
The Secretary 


Dear Martina, 


Rogajtis, 
Tom 



Associatfid Patent <fe Tr!iiii»rKtrk Atinrrtjys 


7/14/2010 


Page 6 of 6 



l^^A^fmita mf: xt> piuuiti &s «y&tort^s urn cfcxitwiic yi/«s ait&ce: c. mnni harmiui evenly olv«3 no wa^fwily mta m:» ^m^iJ iwk^o 

Pdi«0S.M1»ii114 Pftit {V>5.«&50ed0 r;jX'0Sl.25(ia(i8 Fa); a5ft.^*iSa>1« Pis 0444. S.'JSOOS fax 0497230^4 

Web site: i^m^f^iMssftussm 


CIRCia.AR i!3ii ^^0'^'lCErTf, af^suftt compiiArrcfi wiih r;ifiJ:*^';mftm$ sy^pftR^tc* by U.S. Troasiiry RefiutanooS: Hsynss iSJit* UoofKj, lU' Jniorms you that any V O. lax 


CO^WO^miAUrv NOTCI: rilus oSectroit-c mail trsnwiihstvn is wfintiftntai. rrUfy be pfiviifjgcr^ and sliousti m &f f (?;3iflfrfS <»My by t>i« i.-.»j*u;<MJ fflcifs^enl If 
yau navo feteiwsfd this iransnifcticn in ertor: pt^ssfc krniecJ»3i^?ly ootify th& s^twlar vi8tyi« utronj ycui ?5v«rHm. 


CiSCUU8 saO NOTlCBt 7o epicure cotiiyB'tirtce wJlh i'enu;''0.'i?^ert(s imposed by U.a Ifya-iutv P{^^i^k^Xm^^, H;tf\w.^ a-vJ Ri>on*>» UP i::;cf:?^3 you Ih&i sr^y at>. hvt 
advice contar:«d ^*^i3 commuajcaikw (IncluUfcig ;iny atrachn^jnifc} wss (tvJ inteniricu or >vfi;;^7i to ita -jsect, anU cartfio! >}a foi' pufpcso £:! ii) *vo:Uiri3 
penslilOS tirt^erlhe Interftal Ri»yeny« dm (T'* iif^firtlifto. ma»ii«;|f»a Of f^5f;off»Ti«nci:M9 tu a/W^J^w pAfiy fifty mii&^a^urt at tmiiit afiilfiS&sec Uomi. 


7/14/2010 


Petitioner's Exhibit V 


Post-Issuance History in 
Pat. No. 5,678,541 
"Atomic- 1" 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
www.uspto.gov 


Leonard Tachner 
Suite 38.E 

17961 Sky Park Circle 
Irvine, CA 92614 


MArLED 

OCT 06 2011 
OFFICE OF PETITIONS 


In re Patent of Garraffa 
Patent No. 5,678,541 


Issue Date: October 21, 1997 
Application No. 08/616,223 
Filing Date: March 5, 1996 


Request for Information 


Attorney Docket No. Atomic-1 


Request for Information 


This communication responds to a renewed petition under 37 C.F.R. § 1 .378(b) filed April 22, 


By Petitioner's own adniission, the Tachner firm, or persons employed by that firm, have not 
been truthful with the USPTO. Furthermore, there is a specter of bias in the declaration of Dr. 
Albert since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid to 
provide his opinion by Mr. Tachner, The record fails to include any evidence corroborating Dr. 
Albert's diagnosis. Given the circumstances of this case, conoborating evidence for Dr. Albert's 
diagnosis is required. It is extremely odd that the people that were closest to Ms. Foreman did 
not notice that, as stated by Dr. Albert, she exhibited ''destabilizing behavior" or ttiat "she lost 
her sense of reality" or "lost her sense of proportionality." Further, as stated in Mr. Tachner's 
declaration, it appears that for about two years, Ms. Foreman was failing to bill clients or pay 
firm obligations even though the performance of these tasks appears to have been her primary 
duty. Therefore, it is not clear from the record how Mr. Tachner could have failed to recognize 
Ms. Foreman was failing to properly bill clients and pay firm obligations. 

In response to the instant request for information. Petitioner is required to provide a rebuttal to 
all the assertions set forth in the petition filed July 21, 2010 in U.S. Patent No. 6,205,885.* 
Furthermore, Petitioner must explain why the current explanation provided in this case is any 
more believable than other explanations previously provided. Petitioner is required to provide 
corroborating evidence of Ms. Foreman's condition from a source that is independent of Dr. 
Albert, Additionally, Petitioner must fully discuss how the actions of Ms, Foreman, with regard 


' A copy of the petition can be accessed using the Office's Public Patent Application Infomiation Retrieval system 
located at http://portal.uspto.gov/extemal/portal/pair. 
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to the docket, went undetected frora early 2005 imtil January 201 L Further, Petitioner must 
explain how Ms. Foreman's failure to bill clients and pay firm obligations went undetected from 
early 2005 until the end of 2007. 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of 
this letter. Extensions of time may not be obtained. No additional fee is due for a response to 
the instant request for information. The response to this Requirement for Information should 
include a cover letter entitled "Response to Request for Information." The failure to file a reply 
to the instant Request for Information will be interpreted as a desire to no longer pursue 
reinstatement of the patent and the Office will give no further consideration to the matter. 

Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Steven Brantley at (571) 272-3203. 



Anthony/lnight 
Director 

Office of Petitions 
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Attorney Docket No.: ATOMIC-1 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Patentee: Dean R, Garraffa ) 

) ^. 

Patent No.: 6.678.541 ) § -> 

) -3 
Issued: October 21. 1997 ) 5 


< ' cri. Sv^co 

For IMPROVED BREATHING REGULATOR) .rfol" 

APPARATUS HAVING AUTOMATIC ) 5 l^gcs 

FLOW CONTROL ) *- S 

• • • ^ 

TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP; PETITIONS 
Attn: Charles Steven Brantley 
. Senior P€>tltions Attorney 
' :■- .■ - Commissioner for Patents ^ 
U.3; Patent & Trademark Office" 
P.d Box 1450 
Alexandria, VA 2231 3-145G 

Dear Sin 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1.378(b> to revive the above-caiitloned patent by delayed acceptance of 
previously unpaid malntenahce fees. The Request IS supports by supplemental 
dieclarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office, Ms. Jartis Foreman and physician, Dr. Samuel 
Albert who Is a board certified psychiatrist. 

Based ujson the; foregoing as more thoroughly detailed in the enclosed 
declarations, it Is earnestly believed that the revival of the subject patent based 
lipon entirely unforeseen circumstances that were truly "unavoidable", justifies 

84/27/2811 DALLEN 68888887 866938 5676541 

81 FC:1599 2855.68 DA 

82 FC:1462 468.88 Dfl 
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reconsideration and granting of the pending petition and such is respectfully 
«>licfted. 

A fee of $2,455.00 (for the third annuity of $2,055.00 and $400.00 for the 
requested reconsideration) should be deducted from Deposit Account No. 06- 
0930. 



Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert. M.D. (2 pages) 

3. Addltbnai Declaration of Janis Foreman (3 pages) 
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Attorney Docket No.: ATOMIC-1 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Patentee: Dean R. Garratfa 

Patent No.: 5,678,541 

Issued: October 21 , 1 997 

For IMPROVED BREATHING REGULATOR] 
APPARATUS HAVING AUTOMATIC 
FLOW CONTROL 

ADDITIONAL DECLARATION OF LEONARD TACHNER 

MAIL STOP: PETITIONS 

Attn: Charles Steven Brantley 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

I, Leonard Tachner, do hereby declare as follows: 


APR 2 2 2011 


-o ooo 

3 S 


1 . I submit this declaration as an addition to my prior declaration 
submitted with the subject petition. This statement is part of the evidence I am 
filing in support of a request for reconsideration. 

2- When Ms. Foreman told me in 2008 in regard to U.S. Patent No. 6, 
205.885 that the client told her that they would pay their own maintenance fees, 
at first rt didn't seem suspicious because the client usually wrote most or all of the 
specification of their patent applications in order to reduce their fees. They left 
the claims to me to write. Only when the client disputed Ms. Foreman's 
statement did I begin to wonder whether Ms, Foreman was mistaken. However. I 
still accepted her assertion that she believed the client had made that statement 


1 
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because up to then (by 2008 she had worked for me for 30 years) I had no 
reason to doubt her reliability. Only in late 201 0 when she asserted that other 
dients (ATOMIC and CSUF) had also taken on the responsibility to pay their own 
maintenance fees, did I realize that I could no longer tmst her because there was 
evidently something seriously wrong with Ms. Foreman. That is when I decided 
that ! needed to have her see Dr. Albert. 

3. Over the 33 yeans that I have been in my own practice, ) have filed 
applications that issued into roughly 600 U.S. patents for my clients. In a srriall 
number of these applications and patents, it has been necessary to file a petition 
to revive due to a delayed response to an Office Action, a late issue fee payment 
and occasionally a late maintenance fee. Some of these petitions were 
n^:essary because of failures of clients. to communicate in a timely mannei^. Up 
to the r^nt events; a few such petitions were made necessary by innocent 
clerical errors of my staff. However, to the best of my recollection, every one of 
those petitions to revive an application or to accept a late maintenance fee filed 
by my fimi, had ultimately been granted. It would be impossible for us to know 
the precise numbers of such petitions^ because once resolved » we do not retain 
any data summariang such events. Moreover, many of such files have since 
been transferred to other firms or otherwise disposed of. 

4. I now better understand the spedflc behavior that was Ms. 
Foreman's issue with meeting office deadlines primarily for paying maintenance 
fees to the U.S. Patent & Trademark Office. She would entirely overlook a 
payment deadline. Then rather than inform me in a timely manner so that I could 
remedy the delay, she would "cover up** her omission by alleging that the 
connesponding client had told her in a phone call or face to face discussion that 
they would pay such fees themselves. Byway of example, here enclosed is a 
copy of a docket sheet entry apparently made by Ms. Foreman for this particular 
patent, showing that the client would pay their own maintenance fee. Only when 
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I began to see this type of entry more than once did I begin to understand that I 
had a serious problem. 

5. I believe that the heavy workload I had assigned to Ms. Foreman 
over the past years has contributed to her aberrant behavior. However, I believe 
that her actions went beyond merely nonnal stress and anxiety. Based on my 
discussions with Dr. Albert, I now recognize that Ms. Foreman had for several 
years since as early as 2005 and as recently as four months ago, been III and 
unable to cope writh her responsibilities, i also believe that her illness was a 
direct cause of the firm's failure to act in a timely manner in behalf of the client In 
this matter. 

6. I regard Ms. Foreman as more than just my employee. After more 
^than three dMades of a close working relationship, Ms. Foreman is more like a 
member of my family. I believe that is the reason that I. did not recognize her 
problems earlier. She vmII continue to see Dr. Albert at my expense. In the 
meantime I will transfer time-based responsibilities from Ms. Foreman to another 
employee. 

Pursuant to the tenhs of 28 U.S.C. §1746, 1 declare under penalty of 
pdijuiy underthe laws of the United States of America that the foregoing Is true 
and con^ct. I ^rther declare that all statements made herein of my Own 
knowledge are true and that all statements made on Information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are ptinlshaisle by fine, imprisonment, or 
both under 18 U.S.C. §1001 and mayjeopardiz© the validity of the above- 



Attorney for the Petitioner 
Registration No. 26,344 
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LAW OFFICES OF LEONARD TACHNER 

REGISTEftEO PATENT ATTORNEY 

3990 WESTERLY PLACE /O^ 
SUITE 295 
MEWPORT BEACH, CAUFORNIA 92660 
(71A>7S2-85Z5 


CENTRAL FAX CENTER 
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Attorney Docket No.: ATOMIC^I 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: Dean R. Garraffe ) 

Patent No.: 5.678.541 ) 

Issued: October 21. 1997 ) 

For IMPROVED BREATHING REGULATOR) 
APPARATUS HAVING AUTOMATIC ) 
FLOW CONTROL ) 


ADOmONAL DECLARATION OF JANIS FOREMAN 

MAIL STOP: PETITIONS 

"Attn: Chartes Steven Brantley 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P:0, Box 1450 
Alexandria. VA 22313-1450 


i, Janle Foreman, do hereby declare as foltows: 

1 . This declaration is a supplement to my prior declaration submitted 
in regard to a petrtion to accept an unavoidably delayed payment of the 
maintenance fee for the above-identified patent 

2. Over the past few months I have, as a result of discussions with 
arid medical treatment fnsm Dr. Samuel Albert, begun to understand that over the 
last five or six years I have been ill and unable to function normally and rationally 
in my employment as Office Manager at the Tachner Law Finn. My mindset was 
more attuned to survival than to property canying out my duties. 
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3. In regard to the subject patent in particular, my duty was to 
communicate In a timely manner vwth the client who Is the patentee of the subject 
patent, to ascertain whether that client wished to have our fimn pay the 
maintenance fee that was required in order to retain the patent. Nonnally, I 
would have sent a letter or an email to the client about 45 days before the due 
date for payment of the maintenance fee. Then, if I receive a positive response, i 
would have prepared and mailed or emailed a statement to the client so that 
payment from the client would be received In time to fonvard the payment to the 
U.S. Patent & Trademark Office before the due date. 

4. It is my current recollection that what I did instead was to recognize 
that a maintenance fee was coming due for this patent, but continually put it off 
as something that I could attend to in due course, since I had more urgent things 

to do before I could get to that matter. Then I would rationalize that I could rely ' .\ ■ 
on a six-month surcharge period if needed and continue to put off communicating • . 
with the client Eventually, I ran out of time, but it would occur to me that this 
client had wanted to pay its own maintenance fees and i would simply make such 
an entry In the corresponding docket sheet. 

5. There was no logic or rational explanation for my behavior. I simply 
felt hopelessly ovenwhelmed and this was a way for me to handle it I had no 
animosity toward the client or toward the law fimn. It was Just my way of coping 
with what i perceived to be an impossible situation without admitting to Mr 
Tachner that I oouM no longer handle all of my usual responsibilities. 

Pursuant to the terms of 28 U.S.C. §1 746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on infomiation and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
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both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 
captioned patent 


Dated: 


^Janis Foreman 
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Samuel H. Albert, M.D., Inc. 
Diplomate 

American Board of Psychiatry & Neurology 

i, Dr Samuel Albert, do hereby declare as follows: 

1 . This deGlaration supplements my prior statement submitted 
previously in regard to this matter. 

2. Based upon my inten^iews with Ms. Janice P. Foreman, and Mr. 
Leonard Tachner, it is evident that her problems at her employment stemmed 
from a significant Increase in her workload and responsibilities that occun-ed at 
at>out the beginning of 2002 when another law firm went out of business and 
several hundred files were fransferred to the Tachner firm. Evidently, she was 
able to handle the sudden workload Increase for a period of two to three years. 
However, beginning in late 2004, early 2005 she started falling behind and could 
no jonger keep current. 

3. In retrospect she now realizes that within a few months thereafter 
she started a pattern of behavior which she now recc^nlzes as irrational. Such 
behavior for example included making up false excuses for failing to take 
required actions such as contacting clients; and responding to Mr, Tachners 
questions with answers that may have had no factual basis, but which she 
believed would satisfy his inquiry. In my ppinion. it was during this period 
beginning in mid-2p05 when Ms/Foreman went through a transition from being 
merely over-worked and highly stressed to being clinically ill, 

4. It appears that the extent of her illness varied depending upon her 
level of stress and anxiety, but that ft didn't fully abate until the early months of 
201 1 . The principal symptom of this illness was her inability to separate real 
events from imagined ones. From time to time during this period, she would let 
her behavior and her actions be dictated by what she perceived to have 
previously occurred as opposed to events that had actually taken place. 

5. In my opinion therefore, between mid-2005 and late 2010, and 
based upon her prior reliable behavior in regard to her duties at the Tachner firm. 
Ms. Foreman's failure to take proper actions were due to a psychosis that 
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manifested in her inability to distinguisli reai events from imagined ones. This 
condition was of such a degree, that she could not function nonnally and if she 
were to be questioned or challenged in regard to her behavior, that would raise 
her stress level and exacerbate her condition. I have advised Mr. Tachnef and 
Ms. Foreman that it would be my recommendation that Ms. Foreman enter 
treatment on a regular basis so that I can monitor her progress and be sure that 
there is no regression. 

Pursuant tQjhe tenrisof 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the Uhited States of America that the foregoing is true 
and cprreFt. ( further declare that all statements made herein of rny own 
l<now!edge are true and that all statements made on information and belief are 
believed to be tme. The declaration made herein are made with ttie knowledge 
that willful f&lse statements; and the like are punishable by fine, imprisonmentT or 
both Uhder 18 O.S.C. §1001 and may jeopard!^ the validity of the above- 
captidhed pdteht 
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Dr. Samuel Albert 



United StateWrtent and Trademark Off^c^ 


Commissioner for Patents 
United Slates Patent and Trademark OITicc 
P:0. Box 1450 
Alexandria, VA 223I3-M50 
www.usplo.gov 


Leonard Tachner 
Suite 38-E 

17961 Sky Park Circle 
Irvine, C A 92614 


in re iPatent of Garraffa 
Patent No. 5,678,541 
Issue Date: October 21, 1997 
Application No. 08/616,223 
Filing Date; March 5, 1996 
Attorney Docket No. Atomic- 1 


MAILED 

FEB 22Z011 
OFRCE OF PETITIONS 


Decision on Petition 


This is a decision on the petition under 37 C.F.R. § 1 .378(b), filed December 22, 2010, to 
reinstate the above-identified patent. 

The , petition is DISMISSED. 

Facts 

The instant application was filed March 5, 1996. 

Attorney Leonard Tachner handled prosecution of the instant application. 

The application, issiied as a patent on October 2 1 , 1997. 

The 3.5 year maintenance fee of $440 and a surcharge of $65 were timely paid on October 22, 
2001. 

The 7.5 year maintenance fee could have been paid from October 21 , 2004, to April 21 , 2005, or 
with a surcharge from April 22, 2005, to October 21, .2005. The fee was not timely paid. As a 
result, the patent expired October 22, 2005 . 

The petition states the patent is owned by Atomic Aquatics. Dean Garraffa is the sole inventor • 
and a principal of Atomic Aquatics. 

On November 17, 2010, Garraffa contacted Janis Foreman, Tachner's Office manager, and 
requested she supply him with a tabular report showing the current status of Petitioner's patents 
handled by Tachner' s firm. 
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During the creation of the report. Foreman noticed several of Petitioner's patents had expired as 
a result of non-payment of maintenance fees since early 2005. 

Garfaifa received the report on or about November 24^2010. Thereafter, Garraffa promptly 
requested a meeting with Tachner to discuss the report. The petition states the expired status of 
the patents shocked Garraffa , as well as another principal of Petitioner. 

The petition states, with emphasis added, 

The declaration evidence shows that over a protracted peri od[,] beginning in 2005 [,] Ms. 
Foreman experienced a psychological breakdown or psychotic episode as described by 
Dr. Albert.... The breakdown of Ms. Foreman caused her to fail in her office duties 
which included notifying the patentee of the need to pay maintenance fees,... Only [in 
the) past few weeks has her strange and unexpected behavior come to light. 

Ms. Foreman has been a loyal and feHable employee of Ta^^ office for more than 
thirty-two years. She did not exhibit any form of overt personality characteristics or 
fcehavior which would have led Mr. Tachner to anticipate that she would not have 
fijlfilled hier normal office duties as she had done for more than three decades. Based 
upon Dr. Albert's interviev^ and diagnosis of Ms. Foreman, it is only now understood 
that she was overworked and stressed beyond her limit ... but that she was 
''progranjmed" to hide her predicament for fear of losing her position. 

Taehher's declaration stiStes, 

[Foreman and I] have always maintained clear lines between her responsibilities as an 
employee and mine as a patent attorney.... Her actions in dealing with clients, the U.S. 
Patent and Trademark Office and with our iforeign associates, must be based on my 
instructions that shfe receives by edhfefring with, me'; She is hot to carry out such actions 
until and unless she first confers with me. Our office; pfoced tire is clear - all substantive 
incoming cormnunication are to be reviewed by me. 

The petition is accompanied by a declaration by Samuel H, Albert, M.D:, a practicing 
psychiatrist. Foreman met with Dr. Albert during late November 2010 at Tachner 's request. 
Dr. Albert's deelaration states, 

Based upon [the] facts eommuhicafed to rfie, my reading of the Tachner and Foreman 
statements and my interview with Ms. Foreman, I have formed a preliminary medical 
opinion, as follows: 

Ms, Foreman's irrationarbehavior is a result of her reaction to a temporary but 
continually increasing workload, which became more than she could handle.... 

[S]he evidently became so busy that she's lost the ability to bill clients in a timely 
manner and pay the firm ' s obi i gations when they were due, ... 
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She began feeling a sense of guilt for not being able to properly handle these 
responsibilities. She did not want to inform Mr. Tachner of these problems.... 
[S]he spent more time concerned with her problems [than] with solving her 
problems. 

She began to do and say unreasonable and unrealistic things.... She lost any sense 
of reality.... Her goal became one of maintaining a sense of continuality and 
stability for Mr. Tachner even by misleading him and making false statements to 
him and to others, Ms. Foreman was suffering from an acute psychotic 
breakdown brought on by rising pressures at her most important environment, her 
workplace where she had succeeded for decades.... 

I believe Ms. Foreman's illness is amenable to treatment. 

The instant petition does not appear to be the only petition filed by Tachner on behalf of 


Petitioner. 

Additional petitions include, but are not necessarily limited to: 

1. 

A petition under 37 C.F.R. § 1.378(b) filed for Patent No. 5,803,073 on 


December 22, 2010, 

. 2. 

A petition under 37 C.F.R. § 1.378(b) filed for Patent No. 6,761,163 on 


January 3, 201 1, 

3. 

A petition under 37 C.F.R. § 1 .378(b) filed for Patent No. 6,463,640 on 


January 3, 2011, 

4. 

A petition under 37 C.F.R. § .1.137(a) filed for Application No. 29/238,632 


on January 12, 2011, 

. 5. 

' A petition under 37 C.F.R. § 1 .378(b) filed for Patent No. 6,098,924 on 


January 24, 20 1 1 , and 

6. 

A petition under 37 C.F.R. § 1 .378(b) filed for Patent No. 6,347,766 on 


January 24, 2011. 


Law 


A grantable petition under 37 C.F.R. § 1 .378(b) must be accompanied by a showing to the 
satisfaction of the Director that the entire delay in paying the required maintenance fee from the 
due date for the fee until the filing of a grantable petition pursuant to this paragraph was 
unavoidable . 

In order for a party to show unavoidable delay, the party must show "reasonable care was taken 
to ensure that the maintenance fee would be promptly paid."* The level of "reasonable care" 
required to be shown is the same as the level of "care or diligence ... generally used and observed 
by prudent and careful men in relation to their most important business."^ When determining if a 


* 37 C.F.R. § 1.378(b). 

^ In re MattulatK 38 App. D.C. 497, 514-15 (D.C. Cir. 1912). See also Ray v. Lehman, 55 F.3d 606, 34 U.S.P.Q.2d 
(BNA) 1786 (Fed. Cir. 1995) (citations omitted) ("[!]n determining whether a delay in paying a maintenance fee was 
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period of delay has been shown to have been unavoidable, the Office w^ill take "all the facts and 
circumstances into account" and will decide each petition "on a case-by-case basis."^ 

35 U.S.C. § 41(c)(1) states, with emphasis added, "The Director may accept the payment of any 
maintenance fee . . . after the six month grace period if the delay is shown to the satisfaction of 
the Director to have been unavoidable." Therefore, petitioner has the burden of proof The 
decision will be based solely on the written, administrative record in existence. A petition will 
not be granted if petitioner provides insufficient evidence to "show" that the delay was 
unavoidable. 

The Office and Congress have recognized the unavoidable standard can be very difficult to meet. 
During 1992, Congress considered the difficulty involved in reinstating a patent under the 
unavoidable. Congressional representatives described the unavoidable standard as inflexible, 
extremely hard to meet, too stringent and harsh."^ Congress did NOT take steps to make the 
unavoidable standard more flexible, easier too meet, less stringent, or less harsh. Instead, 
Congress determined that it would allow patent owners the ability to reinstate a patent under an 
"unintentional" standard as long as the petition was filed within 24 months of the .expiration of 
the patent. Congress chose to continue requiring proof of unavoidable delay for petitions filed 
after the 24 month time period. 

Analysis 

The Error That Led to Non-Payment of the 7.5 year Maintenance Fee 

The petition argues the 7.5 year fee was not paid as a result of an error by Foreman. However, 
the petition does not actually identify the error made by Foreman. In view Petitioner's failure to 
identify Foreman's error, the Office is unable to conclude Tachner's reliance on Foreman not to 
make such an error was reasonable and prudent. In other words, the record fails to establish the 
failure to timely pay the fee was unavoidable. 

Causation 

The petition fails to prove the 7.5 year maintenance fee would have been paid absent Foreman's 
medical condition. 


unavoidable, one looks to whether the party responsible for payment of the maintenance fee exercised the due care 
of a reasonably prudent person.") 

' Smith V. Mossinghqffl 671 F.2d 533. 538. 213 U.S.P.Q. (BNA) 977 (D.C. Cir. 1982). 

"[The unavoidable] standard has been found to be extremely hard to meet. Some patent owners have lost their 
patent rights due to this inflexible standard." 138 CONG. REC. S166I3, 16614 (September 30. 1992) (Rep. 
DeConcini) (emphasis added). "The unavoidable standard has proved to be too stringent in many cases." 138 
CONG. REC. H1 115 (October 3, 1992) (Rep. Hughes) (emphasis added). "The unavoidable standard is ' too 
stringent . Some patent owners have lost their patent rights due to circumstances that do not warrant this harsh result, 
but that could not be considered 'unavoidable' under current law.'" 138 CONG. REC. El 688 (June 4, 1992) 
(extension of remarks of Rep. McColIum) (emphasis added). 
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The petition asserts Foreman was "overworked and stressed beyond her limits," 

Dr. Albert's statement indicates: 

1 . Tachner began continuously increasing Foreman's workload on an unidentified 
date; 

2. Foreman became overworked and stressed; 

3. "[T]he Tachner law firm is a very busy firm and Ms. Foreman has a "heavy 
workload with many varied and important business responsibilities," and 

4. Foreman was unable "to vent her fiaistration, the worry, and concern" she felt as 
she fell further and further behind in her work. 

Dr. Albert indicates Foreman eventually suffered an acute psychotic breakdown. However, Dr. 
Albert does not identify the date, or a specific time-fi:ame during which, Foreman transitioned 
fi'om being overworked, stressed employee to an employee suffering from an acute psychotic 
breakdown. In other words, the record fails to prove Foreman's error, resulting in the expiration 
of the patent during October 2005, took place during the period of time Foreman was suffering 
from an acute psychotic breakdown. 

Even if Foreman was suffering from an acute psychotic breakdown during the entire period from 
early 2005 until the date the petition was filed, the record would be insufficient to establish 
causation. The petition appears to simply assume the error was the result of the medical 
condition. However, the record implies the error may have well been the result of other factors, 
such as being overworked and being placed under a heavy workload. 

Foreman's Work Environment 

On an unidentified date, Tachner began to continuously increasing Foreman's workload. As a 
result of the heavier workload, she became overworked, stressed, and too busy to properly 
perform her duties. 

In general, an inverse relationship exists between quality and an employee's workload. In other 
words, the chance of an employee making an error when performing a task increases as the time 
the employee is allowed to spend on the task decreases. Therefore, a reasonable and prudent 
employer, treating the supervision of an employee as the employer's most important business, 
would not simply assume an employee's past quality of work would not suffer as the employer 
continuously increased the employee's workload. Instead, such an employer would take steps to 
ensure the employee could adequately handle the new workload without a drop in quality. The 
record fails to indicate Tachner took any steps to ensure Foreman could adequately handle the 
new workload without a drop in quality. 

If an employer has created a work environment in which employees feel 100% comfortable 
bringing workload issues to the employer's attention, the employer might be reasonable in 
expecting an employee to inform the employer if the employee's workload begins to impact the 
quality of the employee's work. However, the record fails to prove Tachner created such a work 
environment. For example, the petition states, with emphasis added, "[Foreman] was 
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overworked and stressed beyond her limit .„ [but was] "programmed" to hide her predicament 
for fear of losing her position,*' 

Tachner's Continued Reliance on Foreman After the Expiration the Patent 

In order for relief to be warranted under 37 C.F.R. § 1.378(b), the record must establish the entire 
delay in the submission of the fee was unavoidable. 

If the expiration of the instant patent been discovered on an earlier date, a petition to reinstate the 
patent could have been filed on an earlier date. Therefore, the Office must determine if the 
failure to discover the expiration of the patent on an earher date was unavoidable. 

The petition asserts: 

1 . Foreman has been a reliable employee for more than thirty-two years; 

2. "Only [in the] past few weeks has her strange and unexpected behavior come to 
light;" and 

3. "[I]t is only now understood that she was overworked and stressed beyond her 
limit." 

Despite the assertions above, the evidence is insufficient to demonstrate Tachner had no reason 
to suspect Foreman's past work was unreliable prior to discovering the expiration of the patent 
during November 2010. 

The instant decision will discuss facts involving Patent No. 6,205,885, since such facts 
demonstrate Tachner had reasons to doubt the reliability of Foreman's work well before 
November 2010, 

Patent No. 6,205,885 expired as a result of Foreman removing all future maintenance fee due 
dates for all of a client's patents fi-om the docketing system. Tachner filed a renewed petition to 
reinstate the patent under 37 C.F.R. § 1 .378(b) on July 3 1 , 2008. Tachner clearly recognized 
Foreman had made an error. For example, page 2 of the petition stated, with emphasis added, 

[The attached Tachner declaration indicates] Ms. Foreman made a profound clerical 
error ... [as a result of] Ms. Foreman's distraction, or confusion or unusual lack of 
dependable adherence to client instructions. 

Tachner's declaration filed with the July 3 1 , 2008 petition references concerns Tachner has 
concerning Foreman's recent conduct and her current ability to perform her job. The declaration 
stated. 

In retrospect, it seemed strange to me that neither we nor the client received a 
maintenance fee reminder for the '855 patent. Ms. Foreman assured me that we had not 
received such document.... [1 also did not receive the prior decision mailed April 9, 
2008.] Ms. Foreman maintained that the April 9 decision letter was not received by our 
office....^ 


^ Paragraph 5. 
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rVe not previously had reason to douht [Foreman's] work or question her actions.,..^ 

I am taking action immediately to reduce Ms, Foreman's duties in the office/ 

In viewf of the prior facts, Tachner appears to have had reasons to doubt Foreman's reliability at 
least as early as July 31, 2008, which was almost 28 months before he discovered the expiration 
of the instant patent. Despite the existence of such reasons, the record fails to indicate Tachner 
took any steps to determine the identity of any other patents which may have expired as a result 
of efror(s) by Foreman. The record fails to indicate Tachner would not have learned of the 
expiration of the instant patent on an earHer date if such steps had been taken. Therefore, the 
showing of record is insufficient to prove the ^wrtre delay in the submission of the 7,5 year 
maintenance fee was unavoidable. 

Any request for reconsideration should discuss the extent to which Tachner was, or was not, 
reasonable infailing to take steps after July 31, 2008, to identify patents which may have 
unintentionally expired as a result of an error by Foreman, 

Any request for reeonsideratidn should deafly identify all applications in which Tachner filed; a 
petition under 37 CvF.'R. § 1.137 between October 1, 2004, and February 1, 201 1. The request 
should also identify and fully discuss any errors by Foreman and/or Tachner, which contributed 
to the abandonment of each application. 

A% request for reconsideration should cle identify all patents iii which Tachner filed a 
peton under 37 CF,R. § 1.378 between October 1, 2004, and February 1, 201 1.: The request 
should also identify and fully discuss any errors by Foreman and/or Tachner, which contributed 
to the expiration of the patent. 

Any request for reconsideration should clear ly identify all patents, that Tachner is aware of, 
where a party other than Tachner filed a petition under 37 C.F.R. § 1.378(b) between October 1, 
2004, and February 1,.201 1, asserting Tachner, Foreman, or Tachner's firm made, an error which 
contributed to the expifation of the patent. 

Foreman's Authority to Take Various Actions 

The Office is concerned statements in the instant petition involving Foreman's authority, or lack 
of authority, to take various aetiohs. Informfation provided with petitions filed in Patent No. 
6,20S,885> appears to indicate Foreman was allowed: to take actions in response to instructions 
from, clients without firstf discussing the rnatter with Foremanv Hoy/ever, Tachner's declaration 
in this case states, 

[Foreman and 1] have always maintained clear lines between her responsibilities as an 
employee and mine as a patent attorney.... Her actions in dealing with clients, the U.S. 


^ Paragraph 7. 
^ Paragraph 9. 
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Patent and Trademark Office and with our foreign associates, must be based on my 
instructions that she receives by conferring with me. She is not to carry out such actions 
until and unless she first confers with me. Our office procedure is clear - all substantive 
incoming communication are to be reviewed by me. 

Any request for reconsideration should fully discuss the extent to which Foreman was, or was 
not, permitted to take actions involving the payment of maintenance fees without first discussing 
the matter with Tachner. 

In view of the prior discussion, the showing of record is not sufficient to establish that the entire 
delay was unavoidable within the meaning of 37 C.F.R. § 1.378(b). 

The Address of Record 

The address on the petition is different than the address of record. As a courtesy, the Office is 
mailing the instant decision to the address on the petition. However, future communications will 
be mailed solely to the current address of record absent the filing of a request to change the 
address of record. 

Petitioner's Current Options 

I. Petitioner may file a request for reconsideration. 

Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail 
date of this decision and include a non-refundable petition fee of $400. Extensions of time under 
37 C.F.R. § 1.136(a) are NOT permitted. The reconsideration request should include a cover 
letter entitled "Renewed Petition under 37 CFR 1 .378(b)," This is not a final agency action 
within the meaning of 5 U.S.C. § 704. 

After a decision on the petition for reconsideration is issued, no further reconsideration or 
review of the matter will be undertaken by the Director . Therefore, it is extremely important that 
petitioner supply any and all relevant information and documentation with his request for 
reconsideration. The Commissioner's decision will be based solely on the administrative record 
in existence. Petitioner should remember that it is not enough that the delay was unavoidable; 
petitioner must prove that the delay was unavoidable. A petition will not be granted if petitioner 
provides insufficient evidence to "show" that the delay was unavoidable. Therefore, if a request 
for reconsideration is filed, it must establish that the entire delay in the submission of the 
maintenance fee was unavoidable. 

II. Petitioner may request a refund of the maintenance fee and surcharge which accompanied the 
petition. 

Since the petition is dismissed, petitioner may request a refund of the maintenance fee and 
surcharge. Petitioner is reminded that if a request for reconsideration is later filed along with the 
$400 fee, the $400 will not be refunded. A request for a refund should be sent to: Mail Stop 16, 
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Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. A copy of this decision 
should accompany any request for refund. 

Further correspondence with respect to this matter may be submitted as follows: 

By Internet: A request for reconsideration may be filed electronically using EFS Web.^ 

Document Code *TET.OP" should be used if the request is filed electronically. 

By mail: Mail Stop Petition 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 


By facsimile: (571)273-8300 

Attn: Office of Petitions 


By hand: U.S. Patent and Trademark Office 
Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 


Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Steven Brantley at (571) 272-3203. 



Charles Steven Brantley 
Senior Petitions Attorney 
Office of Petitions 


* General Information concerning EFS Web can be found at http://www.uspto.gov/patents/process/file/efs/indexjsp. 
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PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE FEE IN AN EXPIRED PATENT f37 CFR 1.378(b)) 


Docket Number (OpUonai) 
ATOMIC-1 


Mail to: Mai) Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
/MexarnIri^VA 22313-1450 
Fax: (571) 273-8300 

NOTE: If infomnatten or assistance fs needed in completing this form, please contact Petitions infomnatlon at 
(571 ) 272-32d2. 


Patent Number 5,678>541 


Application Number: 09/6^B,22S 


Issue Date; October 21, 1997 


Filing Date: March 15, 1996 


CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identrfyr (1) the patent 

nunriber (or reissue patent number, if a reissue) and (2) the application number of the actual 
U S. application (or re'^sue application) leading to issuance of t^at patent to ensure the fee(s) 
Is/are assodated with the correct patent 37 Cf^R 1.366(c) and (d). 


Also complete the fbltowing information. If app!ical)ta: 
The above-identified patent: 

r*1 is arelssueoforioinal Patent No. 


—J 
IS 
It 

\0 


original application number 
original ffling date 


81/11/8811 MLLEH 88888818 868938 5|78541 
Idate mgBDfl . 


I I resulted from the entry Into the U.S. under 35 U.S.C. 371 of inlcmattonal application 
filed on . 


CERTIFICATE OF MA1UN6 OR TRANSMISSION (37 Of K 1.8(8)) 
I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is 


(1 ) being deposited with the United States Postal Service on the date 
mall In an envelope addressed to Mall Stop Petition, Commissioner for 
i450OR 

(2>trTsnsmitted by fa:simtle on the date shown below to 
8300 


alow vy^th sufficient postage ds first class 
^.O. Box 1450; Alexandria, VA 22313- 


(571)273^ 


/ Date / 



LEONARD TACHNER 

Typed or printed nam© of person signing certificate 
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Thl9 coOeetlon of Wdnrstion required by 37 CFR 1.37S(b). The Wbrmattan Is required to oWaIn or retein a beneflt by the pobTc vfWch l» to file (and by the USPTO 
to process) eppDesHon. Confldendanty to ^ownned by 33 122 and 37 CFR 1.11 end 1.14. This oondCOon ts estimatBd to take 6 houra to t^rrtffeee^, fndtidlrtQ 
gatheHnj. ^p^xi^, «rd sUjmmtne the comptstsd appOcatton ftww to (ho USPTO. Ume wfll vary d^jondlng upon ifta indMdwol cafla. Any oomments on the »mowm 
of ama you raqiire to comptete this fbim M^f suSdesHohs (br reductng thiabuiden. shoukf bo *»ftt t& «ho CWef Wormatton Offteor» U.S. Patent flnd Trssiamatk 
Omeo. MS. Department of CommsfnOk P.O. Son 14€0, Al«(»ndn8. VA 2231^1450. DO NOT SEND FSS OH COuPtETEO PORftAS TO THIS ADOfSSS. SEKO 
TO.* MaU Stop Patmon, Commtsstonar tor Patont% P.O. das 14S0, AlexanrfHa, VA 2231 3^430. 

If you need assfsfa/foe irt comfiiBting me ibmj. caH 1 '•$00^1X^91 $9 wttf sstetsf ofition 2 
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Patwtt and Tradomwfc OfRCd: U.S. OHPARTMEm- OF COMMERCE 

Under the Pepcfwcfk Reductton Act of 1936, no pereona 


1. SMALL ENTrrV 

f/l Patentee claims, or has previously claimed, small entity status. See 37 CFR 1 .27 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

n Patentee Is no longer entitled to small entity status. See 37 CFR 1.27(g) 

3. MAINTENANCE FEE (37 CFR 1 .20(eHg)) 

The appropriate maintenance fee must be submitted with this petition, unless It was paid earlier. 


NOT Small Entity 
Amount Fee (Ctxle) 

Small Entity 

Amount Fee (Code) 

I 1 i 3Svrfee (1551) 
1 1 £ 7.14 vr fee (1552) 
pi « llVtyrfee (1553) 

rn « 3l^yrfee (2551) 
12 S 1240 7V4vrfee (2552) 
[/| $ 2055 11 V4vrfee (2553) 


MAINTENANCE FEE BEING SUBMITTED $ ^295 


4. SURCHARGE 

The surcharge required by 37 CFR 1 .20(0(1 ) of $ 122 (Fee Code 1 557) must be paid as a 

condition of accepting unavoidably delayed payment of the maintenance fee, 

SURCHARGE FEE BEING SUBMITTED $ TOO 


5. MANNER OF PAYMENT 
Enclosed Is a check for the sum of $ 

Please charge Deposit Account No. 0^093^ fhP oiim nf g 3995 

Payment by credit card, Fomi PTO-2038 Is attached. 

6. AUTHORIZATION TO CHARGE ANY FEE DEFICIENCY 
Thd Director is hereby authorized to charge any maintenance fee, surcharge or petition fee deficiency to 
Deposit Aocourrt No. J22:i^?2 . 


0 
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PTO/SBffi5(0W)9) 
Approved for use ttmugti 04/31/2012. OMB 0^1 W6 
U.3. Petant and T^bmaA Offloa; U.$, OEPARTWENT OF CWMERC6 
Oncter »6 f>aPBnw»rfc Rfefluctton AO «rf 1B9S. no pef8ona are reqiirod to cropcnd to a c d tertlon of tnltxtnsikin uritas to dlHplav» 8 VB«d 0MB oonfapl «^mber. . 


7. OVERPAYMENT 

As to any overpayment macie, pledse 

rZl Credit to Deposit Account No. 06-0930 
OR 

n Send refurwJ checK 


WARNING: 

Pelitionef/appilcant is cautioned to avoid submitting psfsonal information in documents filed in 9 patent application that may 
oorttrilHitB to identity theft Personal infonnatjon such as social security numbers, bank account numbers, or credit card 
numbers (other than e checK or aedit card authorization fonn PTG-2038 submitted for payment purpt^) is never required by 
the U6PTO to support a petition or an application. If this type of personal Information is included in documents submitted to the 
USPTp peiiltoners/applicants should casnsider redacting such personal infbmnatinn from the documents before submitting them 
to the USPTO. Petitioner/applicant is advised that the reccM-d of a patent application is available to the piAIic after pubBcalion of 
the appltoalion (unless a non-pubilcation request in oompilisnce with 37 CFR 1 .213(a) is made In the application) or issuance of 
a patent f=urthermore. the record from an abandoned application may also be available to the public if the appltcatlon Is 
referenced In a published application or an Issued patent (see 37 CFR 1.14). Checlcs and credit card authorization fonns PTO 
2038 subrnitted for payment purposes are not retsuned inthe application file and therefore are hot publicly available. 


8. SHOWING 

The enclosed statenient will show ttiat the delay in timely payment of the maintenance fee was unavoidabte 
since reasonable care was taken to ensure that the maintenance fee would be paid timely and that this 
petition is being filed promptly after the patientee was notified of, or otherwise became sware of. the 
expiration of the patent The statement must enumerate the steps taken to ensure timely payment of the 
maimenance fee, tfe>e date and the manner In which the patentee became aware of the ©xprratioh of the 
psteni, and the steps taken to file the petition promptfy. 



R(S) RECWjeSTS THAT THE DELAYED PAYMaMT OF THE MAlMTENANCE FEE BE ACCEPTED AND THE 
INSTATED, 



LEONARD TAOHNER 

Typed or printed name(s) 

17S61^KY PARK CIRCLE, SUITE 3fr£ 
Aoaress 


26,344 

Registration Number, if applicable 


949-7^-8525 


Telephone Number 


IRVINE, CALIFORNIA 9261 4 

AddreSi" 


ENCLOSURES: 

\ Maintenance Fee PaymaTt 

I/I Statement why maintenance fee was not paid timely 

{/[ Surcharge under 37 CFR 1 ^0(1X1 ) (fee fbr filing the maintenance fee petition) 

I j Other I [ ■ 
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37 CFR 1.378(d) 5t9tes: "Any petition under this section must be signed by an attorney or agent 
registered to practice befc^e the Patent and Trademark Office, or by the patentee, the assignee, or 
other part«^ interest" 



^igni 

LEONARD TACHNER 


/ 5ate 


26.344 


Type or printed name 


Registration Number, if applicable 


STATEMENT 

(In the space below, please proNdde the showing of unavoidable delay recited in paragraph 8 above 


■) 


This petition is supported by declarations of the undersigned » Leonard Tachuer 
counsel for the patentee, the office manager of counsel's office, Ms. Janis 
foreman and a physician » Dr. Samuel A.. Albert who Is a board certified 
psychiatrist* 

The declaration evidence shows that over a protracted period beginning in 20.05 
Ms. Foreman experienced a psychological breakdown or psychotic episode as. 
described by Dr. Albert who has interviewed her for purposes of making his 
enclosed Statement/Declaration* The breakdown of Ms, Foreman- caused her to 
fail in her office duties which included notifying the patentee of the need to 
pay maintenance fees, obtaining the client authorization to make such 
payments and then proceeding to send such payments to the U,S, Patent & 
Trademark Office in a timely manner. Only int he past few weeks has her 
strange and unexpected behavior come to light. 
Ms* Foreman has been a loyal and reliable employee of Tachner*& office for moru 
than thirty-two years. She did. not exhibit any form of overt personality 
characteristics or behavior which would have led Hr, Tachner to anticipate 
that she would not have fulfilled her normal office duties as she had done 
for. more than three decades. Based upon Dr. Albert* s Interview and diagnosis 
of Ks. Foreman, It is only now understood that she was overworked and stressed 
beyond her limit (see Dr. Albert Statement/Declaration) but that she was 
•'programmed" to hide her predicament for fear of losing her positioTx* 
Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations. It Is earnestly believed that the revival of the subject patent 
based upon entirely unforeseen circumstances that were truly * 'unavoidable", 
justify a granting of this petition and such is respectfully solicited. 


(Piease attach addiVonaf sheets ifaddithna! 6pace is needed) 
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I, Leonard Tachner. do hereby declare as follows: OFFICE OF PEriTIONS 

A. INTRODUCTION 1 ' 

1 . I am a member of the State Bar of California (1 973| and admitted to 
practice before the U.S. Patent and Trademark Office (1971). I rriake this 
declaration in support of petition under Rule 1 ,378(b). This declaration Is based 
on my personal knowledge and if called as a witness, I could and would testify 
competently to the facts set forth herein under oath. 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I earned a Bachelor of Science degree In Electrical Engineering 
from City College of the State University of New York in 1 965 and a Master of 
S<iifence degree in Electrical Engineering from California State Uriiversity at Long 
Beach In 1 96d. I received a Juris Doctor degree cum laude from Western Statie 
Uriiversity in 1973. 

3^ I was admitted to practice before the United States Patent and 
trademaric Office as a patent agent since about December 1971 and I was 
assigned registratidri number 26,344. I was admitted to the State Bar of 
Califorilia in 1973. Over riiy entire career ho disoiplihary action has been taken 
against nie by the United States Patent and f radenriark Office^ the State Bar of 
Califorriia or any other agency or administrative body. 

4. I am admitted to practice before the U.S. Supreme Court, the Court 
of Appeals for the Federal Circuit, the Ninth Cirjcuit Court of Appeals, all the U.S. 
District Courts of Galifonr>ia and the Supreme Court of California. 

5^ I began my legal career in 1 973 arid have more than 35 years of 
private practice experience in intellectual property matters including patent, 
trademartQ, copyright and unfair competition. I begari my own private practice as 
a patent attorney in March 1978. Initially as a partner in a small firm and later as 
a sole practitioner in 1 984. 

6. I have pirepared and prosecuted over 800 jJ.S. patent applications. 
In addition, t have been lead trial counsel In numerous U.S. District Court trials 
involving patent validity and Infringement and served as a testifying patent law 
expert in federal district court litigation and arbitration proceedings. 
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7. I have an "Av" Martlndale-Hubbell Peer Review rating. 
C. LAW PRACTICg MANAGEMENT 

8. I have two employees working full time as office staff. Janis 
Foreman Is my office manager. Ms. Foreman was hired in June 1978 and has 
been continually employed by me since that time. In 1988 I hired Jodie Pyle as a 
typist Jodie, now Mrs. Jodie Miller, has been continually employed by me since 
that time. 

9. For at least the past twenty years. Ms. Foreman, as office manager, 
has been responsible for entering information into my patent and trademark 
docket and handling routine communications with clients and associates, all 
under my direct-ion and supervision. In addition, Ms, Foreman does the 
tookkeeping for my office Including billing and tracking our accounts receivable 
and accounts payable. She also prepares the final version of documents to be 
filed In the U.S. Patent and Trademark Office. 

10. I have personally devoted uncountable hours to training and 
teaching Ms. Foreman over the past three decades. Over the last thirty two 
years of employment, she has become well-trained in every aspect of the 
administration of my practice. However, despite her acumen. ^ we have always 
maintained clear lines between her responsibilities as an employee and mine. as 
a patent attorney. Her work is done under my supervision. She is not authorized 
to make any decision that could affect, diminish or be inimical in any way to a 
client's rights. Her actions in dealing with clients, the U.S. Patent and Trademark 
Office and with our; forelgr\ associates, must be base?! on my instructions that she 
receives by confemng with me. She is not to canry out such actions until and 
unless she first confers with me. Our office procedure is clear - all substantive 
incoming communications are to be reviewed by ncie. . 

11. I mairrtain a docketing system whereby IVIs. Foreman receives all 
Incoming correspondence and dockets relevant dates in our electronic docket. 
As each due date In the docket is responded to Ms, Foreman has the 
responsibility for noting when the due date was met. 
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1 2. I maintain supervisory authority of the docket. I routinely check the 
docket to keep aware of upcoming deadlines, 1 also regularly confer with Janis 
regarding matters coming up on the docket. Ms. Foreman also reviews the 
docket for upcoming due dates. Where appropriate, Ms. Foreman consults with 
me regarding matters entered into the docketing system. 

13. When Ms. Foreman is either sick or on vacation or othenflnse 
unavailable, Jodie fills in. Jodie's responsibilities include, typing drafts of patent 
applications and prosecution documents and preparing fomn letters to clients. 

14. Over the years of her employment in my office, Ms. Foreman has 
been a loyal and devoted employee, Janis has nomnally handled her 
responsibilities in a professional and competent manner 

D, CHRONOLOGY OF EVENTS IN THIS MATTER 

15. On or about Monday November 22, 2010 Ms, Foreman showed me 
a table of patent-related matters of Atomic Aquatics that she had prepared at the 
request of Mr. Dean Garraffa. one of that compan/s principals. Atomic Aquatics 
has been an Important client of mine for about the past fifteen years and I have 
known its principals, Dean Garraffa and Doug Toth for more than twenty years. 

16. I noticed that the table had a number of entries for Atomic Aquatics 
issued U.S. Patents which indicated that they had become abandoned for failure 
to pay maintenance fees between 2005 and 2008. She informed me that she 
believed that these abandonments were known to the client's principals and were 
the result of their lack of adequate funds or because the corresponding products 
had become obsolete. To the best of my knowledge, Ms. Foreman sent this 
table to Mr. Garraffa that day on Wednesday moming, November 24. On that 
same day I left Southern California for the four-day Thanksgiving weekend, 
arriving at my destination that evening. I checked my email and opened an email 
from Ms. Foreman stating that Mr. GarrafTa had received the table and had called 
the office that day and expressed a desire to see me as soon as t returned from 
the Thanksgiving weekend. 
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17. When I returned to the office on Monday November 29, 2010. Mr. 
Garraffa was already waiting for me in the lobby talking to Ms. Foreman. He 
indicated a need to meet with me to speak to me about the contents of the table 
Ms. Foreman had sent to him, Mr. Garraffa then proceeded to explain that he 
and Mr. Toth were shocked to learn that several of their issued U.S. patents had 
apparently expired without their knowledge and that they needed to find put how 
it had happened and what could be done to remedy the situation. I told him that I 
would investigate the various files involved and report to him as soon as 
possible. ; 

; I 

1 8. Over the ensuing two days I had discussions with Ms. Foreman and 
I examined a number of the Atomic Aquatics patent files. I also spoke to Mr. 
Garraffa about a provisional application that was supposed to be followed by a 
corresponding non-provisional but hadn't been.. In examining the file, I found 
various Instructfons I had prepared far Ms, Foreman including a set of claims for 
the non-rprovisional, but no evidence that Ms. Foreman had carried out my 
instructions or that a non-provlslonal had been prepared and filed. It became 
evident to me that Ms. Foreman had failed to do her work in regard to a number 
of Atomic Aquatics files including the file No. ATOMIC-1 (Patent No. 5,678,541 ) 
for which this petition is being filed. , 

19. When I confronted her, she eventually admitted to me that she had 
lost control of her tasks, particularly over a several year period between 2005 
and 2008 when she just couldn't keep up with the demands of the job and 
perfonm all of her duties in a timely manner. She revealed that she was too 
afraid and emban^assed to tell me about this behavior. I then reported to Mr. 
Ganraffa and advised him that i would immediately begin preparation of petitions 
to revive the Atomic Aquatics patents,that had been lost as a result of Ms. 
Foreman's shocking and totally unexpected behavior 
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20. I arranged for Ms. Foreman to consult with a psychiatrist 
acxiualntance so I could learn whether her problems were treatable and whether I 
could trust her work in the future. A Declaration Report of Dr. Samuel Albert is 
enclosed herewith. 

21 , Based upon Dr. Albert's Report and my own observations. I believe 
that Ms. Foreman, as a result of ovenA/ork and stress beyond her limit, 
experienced a lengthy period of irrational behavior During this period she simply 
didn't carry out all of her usual responsibilities indudihg communicating with 
clients and paying patent issue and maintenance fees including the following: file 
Nto. ATOMIC-1 for Patent No. 5,678,541 maintenance fees. Furthennore, Ms. 
Foreman was afraid to admit her inadequacies and endanger her position which 
had become such a predominant aspect of her life. Consequently, she did all 
she could to hide the problems until Just recently. 

Pui^uarit to the terms of 28 U.S.G. §1 746. 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing Is tme 
aind connect. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that AArtllful false statements and the like are punishabte by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 
captioned patent. 
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I, Janis Foreman, do hereby declare as follows: 

A. INTRODUCTION 

1 . This declaration Is based on my personal knowledge and if called 
as a witness, I could and would testify competently to the facts set forth herein 
under oath. 

B, BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I am the office manager for attorney Leonard Tachner. I was hired 
In June 1 978 and have been continually employed by Mr. Tachner since that 
time. 

3. Over the past thirty two years, I have received an extensive amount 
of training and Insto/ction from Mr. Tachner in ail aspects of his practice. For the 
last approximately twenty years, I have been responsible for entering infomnation 
into Mr. Tachner's patent and trademark docket. I handle routine 
communications with clients and associates, all under Mr. Tachner's direction 
and supervision. I also manage the bookkeeping, billing, and tracking of Mr, 
Tachner's accounts receivable and accounts payable. 1 prepare the final version 
of documents to be filed in the U.S. Patent and Trademark Office. 

4. Our office procedures are clearly defined by Mr. Tachner. I receive 
all incoming correspondence and docket relevant dates in our electronic docket 
As each due date in the docket Is responded to, I am responsible for noting In the 
(Blectronic docket when the due date was met. 

5. Mr Tachner maintains supervisory authority of the docket and 
routinely checks it for accuracy and upcoming deadlines. Mr. Tachner regularly 
confers with me regarding matters coming up on the docket. I review the docket 
daily for upcoming due dates and Mr. Tachner periodically reviews the docket for 
the same purpose. Where appropriate, I consult with Mr. Tachner regarding 
matters entered into the docketing system. 

6. In connection with preparing this declaration, I have reviewed 
correspondence, emails and otherdocuments relating to this matter Though I . 
cannot explain or justify many of rny actions described below, I have set forth In 
this declaration my true recollection of the events. 
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C. CHRONOLOGY OF EVENTS IN THIS MATTER 

7. On or about November 17, 2010, 1 received a phone call from Mr. 
bean Garraffa of Atomic Aquatics. He asked me to prepare a tabular report 
showng the current status of all of their patent-related files in our office. 

8. In response to Mr GarrafFa's request, I spent the following two days 
carefully examining all of the patent-related files of Atomic Aquatics. I found that 
there were a number of issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. I also 
found a pending design patent application that had become abandoned for failure 
to pay an issue fee and a provisional application that had been allowed to lapse 
without filing a connesponding non-provisional, 

9. I actually filled out the tabular report to reflect the true status of all 
of the Atomic Aquatic files, but I could not fully understartd why there appeared to 
be numerous problems associated with these files, particularly In regard to the 
past several years. My initial reaction was that the client had communicated 
autfiorization to withhold such payments and fjlings because of their financial 
problertis or product obsolescence, but 1 could hbt find any documents or other 
evidence supporting *ese 'feelings". In retrdsp^t I now realize that these were 
unsupported rationalizations that cover a period of several years during which I 
was functioning at less than my normal capabilities. 

10. I don't Icnow precisely what may have affected my mental 
performance during this period, but I do recall that I was under a great deal of 
pressure and stress due to my work load and that I was feeling continuously 
overwhelmed and unable to keep up. However, I was reluctant to tell Mr. 
Tachner of my concerns because I did not want to disappoint him after so many 
years. 

11 . Upon discussing th lis matter A^ith Mr; tachner and Dr. Samuel 
Albert,, I now realize that it was a mistake to keep Mr. Tachner in the dark in 
regard to my sense of being overwhelmed and that I should have infonned Mr. 
Tachner of rriy need for help, I also now realize the harm my actions have 
caused the client and Mr. Tachner. I am truly sorry. 


2 


PAGE11/18'RCVDAT12S2C0104:51:WPiW [Eastern a^^^ 


_12it22/2010 •l»:49 FAX 949955205 Uff OFFICE OF L TACHNE^P ©O] 


Pursuant to the terms of 28 U.S.C. §1746, 1 declare ynder penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on irrfomiation and belief are 
believed to be true. The declaration made herein are madeiwith the knowledge 
that willful false statements and the like are punishable by fine. Imprisonment, or 
both under 1 8 U.S.C. §1 001 and may Jeopardize the validity; of the aljove- 
captioned patent. 



3 


PA(X12fl8'RCVDAT12f22l20104:51:55PMIEastemStandardTDne]'SVR:^^^^ 


12/25/2010 13:49 FAX 9499552415 Uff OFFICE OF L TACHN^H "21013 


Statement of Samuel H. Albert. M,D. ; 

\ • 

I, Samuel Albert, M.D., am a practising Psychiatrist haying an office in 
Fountain Valley, California. 1 have been a licensed physician in the State of California 
beginning July 1, 1969. I have been in practice as a Psychiatrist since October 1, 1972 
and a board certified Psychiatrist since November 1978. l 


In late November 2010 I was asked to render professional consultation as a 
psychiatric expert for the purpose of diagnosing a Ms. Janis Foreman, who Is a legal 
secretary and office manager for Attorney Leonard Tachner in irvjrie, California. 

J' 

I was presented with certain facts relating to Ms. Foreman's job role and 
apparent irrational behaviour over the past few years or so In regard to her perfomiance 
of her duties at Mr. Tachner's office. As I understand these facts. Ms. Foreman has 
had for over thirty years working in the Tachner law firm, the resporisibility for billing 
clients for professional services carried out by the Tachner firm, as well as 
communicating with vendors of outside services for the firm and its clients, and 
generally running the day to day activities of the firm according to established ailes and 
insfructions of Mr. Tachner 

Besides Ms. Foreman and Mr. Tachner, I am Informed that there is another full 
time secretary who takes instruction directly from Ms. Foreman and that from time to 
time there are one or two additional part time employees who may be brought in to 
carry out certain maintenance-type activities such as library upkeep, filing, copying, mail 
preparation and the like. 

As I understand their relationship, Mr. Tachner spends his time mostly doing 
legal wori^forthe firm's clients and he depends heavily on Ms. Foreman to run the 
business aspects of the firm including billing, docketing, payroll and communicating with 
outside sen/ice providers. She also handles Mr. Tachner's document preparation and 
maintaining his files which are quite numerous. Cleariy from what I've learned, the 
Tachner law firm Is a very busy firm and Ms. Foreman has a heavy workk^ad with many 
varied and important responsibilities. 

I have had the opportunity to read Mr. Tachner's statement regarding Ms. 
Foreman's behaviour in relation to the client Atomic Aquatics. I have also read Ms. 
Foreman's statement pertaining to thbse matters. In addition, I have had a two hour 
intenrtew with Ms. Foreman in which ^he participated voluntarily at the request of Mr. 
Tachner. 
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I do not consider Ms. Janis Foreman to be a patient of mine at this time because 
I have been asked to consult in the capacity of an expert with the intent of 
communicating my diagnosis \A^th the constraints of physician-patient privilege. I have 
made this special purpose of my participation in this matter clear to Ms. Foreman and 
she has acknowledged that she understands that she is not my patient and that I am 
not her physician. 

Based upon these facts communicated to me, my reading of the Tachner and 
Foreman statemenits and my inten/iew with Ms. Foreman, I have fonmed a preliminary 
medical opinion as follows: 

Ms. Foreman's irrational behaviour Is a result of her reaction to a temporary but 
continually increased work overload which became more than she could handle without 
any apparent way to vent the frustration, the worry and concern that's she Increasingly 
felt as she fell behind in her work. 

She correctly regards her most significant responsibility as control of cash flow 
by timely billing of clients and paymerrts to vendors. In the period from early 2005 to 
the end of 2007, she evidently became so busy that* s she lost the ability to bill clients in 
a timely manner and pay the firm's obligations when they were due. 

She began feeling a sense of guilt for not being able to properly handle these 
responsibilities. She did not want to Inform Mr. Tachner of these problems because 
she did not want to have her position diminished or lose any esteem in the eyes of her 
boss. She had no one else to tell of these difficulties and therefore no way to share 
these problems. After almost 30 years of being so capable and trustworthy, she could 
not bring herself to admit any inability to handle her responsibilities. She worried about 
her job, she womed about what Mr. Tachner would think of her, she spent more time 
concerned with her problems then with solving her problems. 

This type of destabilizing behaviour resulted in a spiralling down in her ability to 
think and act rationally. She began to do and say unreasonable and unrealistic things. 
She lost any sense of reality. She lost her sense of proportionality. Her goal became 
one of maintaining a sense of contlnuallty and stability for Mr. Tachner even by 
misleading him and making false statements to him and to others. Ms. Foreman was 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
important environment, her workplace where she had succeeded for decades. 
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CONFiDENTIAL 

If Ms. Foreman were my patient I would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
high levels of work pressure in a more motive and stable manner. I would prescribe an 
anti-depressant medication to address her symptoms of depression. Such medications 
include Prozac, Paxil, Zoloft, Lexapro» Wellbutrin and others. I would prescribe an anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium, Ativan, Klonopin, Tranxene and others. 

I would suggest to her that she should help her employer adjust her ofRce 
responsibilities to reduce her work load rf possible. I believe that Ms. Foreman's illness 
is amenable to treatment 

I declare under penalty of perjury that the foregoing is true and comect. 
Executed this f3 day of December 2010 at Fountain Valley, Calrfomia. 


By:, 


Samuel H. Albert. M.D. 
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CONFIDENTIAL 


The following information is appended so as to provide medical basis and reasoning for 
my conclusion: 

Assigned Duties and Work Load of Ms. Foreman: 

Ms. Janis Foreman is a Caucasian fen^le age 61 , bom 4-26-1949. She has been an 
emptoyee since June 19, 1978 of Leonard Tachner, Esq. Ms. Foreman is the office 
manager. 

Ms. Foreman states that she is a Legal Secretary and Is the Manager' of the office 
where she works. She describes her assigned duties as numerous, detailed and often 
overwhelming. 

She states, "I have a giant case load. I do many jobs.** Among the long list of tasks for 
which she Is resporisible, she mentioned the following: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 

1. Managing the foreign filing of patent information, 

2. Managing the United States filing of patent information, 

3. File patent application in the Unrted States, 

4. File world-wide trademarks, a cumbersome process, 

5. File United States trademark applications, 

6. Obtain required documents from the client and the United States 
Patent Office, 

7. Obtains a United States copy of certified documents, 

8. Prepares and files Assignment documents in the United States and 
Worldwide, 

9. She does docketing of all the documents that enter the office, 

10. She sends out form letters, 

1 1 . Prepares and obtains Power of Attomeys from companies, 

12. She types all amendments and applications, 

13. She files copyrights, 

14. She does filing, pulling and replacing files, 

15. She does drawing conrections and declarations. "I'll get the 
draftsman to come in and do new drawings**. 

16. Oversee preparation of photocopying (me or Jodie), 

17. She does work related to the intemational Patent Cooperation Treaty 
(POT). She does work related to the PCT, an intemational treaty 
involving nations that have signed the PCT agreement with the U.S.A., 

18. Letters take a great deal of time and each tetter has to be placed in the 
ifile appropriate to the letter, 

19. From the parent case there are often several other cases that come from 
the parent case, each having its own number, 

20. Oversignt of the office docketing system, 
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21 . Typing of drafts of patent applications and prosecution documents. 

TIME PRESSURES often become extreme due to the following factors 

1 . Everything received by the office has a deadline of 30, 60 or 90 days, 

2. Often the inventor works for a company and then leaves the company. 


OVERWORK of Ms, Foreman can be ascertained by examining these factors: 
The quantity of documents is massive. 

Locate a misplaced document might take several hours or days. 

Ms. Foreman often works 2 or 3 nights extra each week to 7-10 PM depending on what 

is going on in the office. 


ASSIGNED OFFICE TASKS NOT RELATED TO THE LEGAL WORK 

1 . Ms. Foreman does the billing of clients for the office, and the bill 
paying. The attorney in the office signs the checks. 

2. Pays bills. 

3. Bills clients. 

4. Bill clients for costs. 

5. "I am responsible to obtain supplies for the office; I order or buy supplies 
at Sam's Warehouse or Costco stores or stationary stores Includinj^ soft 
drinks and bulk paper". 

6- She cleans the office on the weekends. 


HELP AND ASSISTANCE ARE PRAOVIDED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE, TO A LIMITED DEGREE. 

The Secretary (Jodie) does help a bit. 
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Current psychiatric mental status evaluation: 

Caucasian Fennale appearing her stated age. Judgement intact for basic activities of 
daily Iffe, but is revealed to be quite weak during the time of the events starting in early 
2005. She did think in a way that can only be described as psychotic at the time. She 
made extremely poor decisions, thought in unusual manners, believed events to be true 
that were In fact false» and acted upon these convictions rather than logic or the usual 
standing orders of her employer 

Her mood Is one of anxiety with an undercurrent of depression. Her dally life is usually 
nonHaventfui. She spends most of our evdiudtion session talking about the events 
which occurred while she was employed by the law firm of Leonard Tachner. She has 
many recollections of the events. Speech is grammatical most of the time. No stutter, 
stammer or lisp. Dress is casual, viith cptton-wash pants arid a nondescript shirt. No 
Jewelry other than an inexpensive wristwatch. No syrnptoms to indicate disorientation, 
hailucinations, illusions, delusions, true phobias, obsessive thinking, compulsive or 
stereotypic movement inappropriate affect. Affect is congment to speech and thought 
and Is appropriate mood. Psychological understanding and insight is absent 

Diagnosis: Major Depression, severe^ v\AVt\ psychotic episodes. 
Generalized Anxiety Disorder 


Very truly yours. 




Samuel H. Albert, M.D. 
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Commissioner for Paicnts 
United Slates Patent and Trademark Office 
P.O. Box 1450 
Alexandria. VA 22313-1450 
www.uspio.gov 


P75M 

LEONARD TACHNER DATE PRINTED 

SUITE 295 

3990 WESTERLY PLACE 11/23/05 
NEWPORT BEACH CA 92660 


NOTICE OF PATENT EXPIRATION 


According to the records of the U.S. Patent and Trademark Office (USPTO). payment of the 
maintenance fee for the paten t(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C 41(b). Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid. AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, you 
may call the USPTO Contact Center at 800-786-9199 or 703-308-4357. 


U.S. 

APPL I CATI ON PATENT APPL I CAT I ON EXP I RATI ON ATTORNEY 

NUMBER ISSUE DATE FILING DATE DATE DOCKET NUMBER 

08616223 10/21/97 03/15/96 10/21/05 



UNITED STATES^PPARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 


P75M 

LEONARD TACHNER DATE PRINTED 

SUITE 295 

3990 WESTERLY PLACE 11/27/01 
NEWPORT BEACH CA 92660 


NOTICE OF PATENT EXPIRATION 


According to the records of the Patent and Trademark Office, payment of the maintenance fee 
for the patents listed below has not been timely received prior to the end of the six-month grace 
period in accordance with 37 CFR 1.362(e). THE PATENT(S) LISTED BELOW HAS THEREFORE 
EXPIRED AS OF THE END OF THE GRACE PERIOD. 35 U.S.C. 41(b). 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the maintenance 
fee and the surcharge set forth in 37 CFR 1.20(m) are paid, AND THE DELAY IN PAYMENT 
OF THE MAINTENANCE FEE IS SHOWN TO THE SATISFACTION OF THE COMMISSIONER 
TO HAVE BEEN UNAVOIDABLE. 35 U.S.C. 41(c)(1). 

IF THE COMMISSIONER ACCEPTS PAYMENT OF THE MAINTENANCE FEE UPON PETITION, 
THE PATENT SHALL BE CONSIDERED AS NOT HAVING EXPIRED. BUT WOULD BE SUBJECT 
TO THE INTERVENING RIGHTS AND CONDITIONS SET FORTH IN 35 U.S.C. 41(c)(2). 

NOTICE OF THE EXPIRATION WILL BE PUBLISHED IN THE OFFICIAL GAZETTE. 


U.S. 

PATENT SERIAL PATENT APPLICATION EXPIRATION ATTORNEY 

NUMBER NUMBER DATE FILING DATE DATE DOCKET NUMBER 

5678541 08616223 10/21/97 03/15/96 10/21/01 



United Statcs Patent and Trademark Ofoce 


Commissioner for Patents 
UNrTED States Patent and Trademark Office 
Washington, D.C. 2023i 
www.usptD.gov 


Paper No. 6 


BENOIT CASTEL 

745 SOUTH 23RD STREET 

ARLINGTON, VA 22202 


COPY MAILED 


AUG 6 2001 


In re Patent No. 5,678,541 
Issue Date: October 21, 1997 
Application No. 08/616,223 


OFFICE OF petitions 
A/C patents 


NOTICE 


Filed: March 15, 1996 
Attorney Docket No. ATOMIC- 1 


This is a notice regarding your request for acceptance of a fee deficiency submission 
under 37 CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal 
Circuit held that 37 CFR 1.28(c) is the sole provision governing the time for 
correction of the erroneous payment of the issue fee as a small entity. See DH 
Technology v. Svnergvstex International. Inc. 164 F.3d 1333, 47 USPQ2d 
1865 (Fed. Cir. Sept. 1, 1998). 

The Office no longer investigates or rejects original or reissue applications under 37 
CFR 1.56. 1098 Oft Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing 
in this Notice is intended to imply that an investigation was done. 

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED. 

Inquiries related to this communication should be directed to the Office of Petitions 
Staffat (703) 305-9285. 

This file is being forwarded to Files Repository. 


Wan L^Qnnon 
Petitions Examiner 
Office of Petitions 
Office of the Deputy Commissioner 
for Patent Examination Policy 



Petitioner's Exhibit W 


Post-Issuance History in 
Pat. No. 5,803,073 
"Atomic-2" 
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Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 

Alexandria. VA 22313-1450 

www.u$pto.90v 


LEONARD TACHNER 
SUITE 295 

3990 WESTERLY PLACE 
NEWPORT BEACH CA 92660' 


MAILED 


OCT 06 2011 


OFRCE OF PETITIONS 


In re Patent No. 5,803,073 
Issue Date: September 8, 1998 


REQUEST FOR INFORMATION 


Application No. 08/61 3,070 

Filed: March 8, 1996 : 

Atty. Dkt. No. ATOMIC-2 : 

This letter is in response to the petition under 37 CFR 1.378(e), filed April 18, 2011. The required 
petition fee of $400.00 has been charged to the authorized deposit account. 

By Petitioner's own admission, the Tachner firm, or persons employed by that firm, have not been 
truthful with the USPTO. Furthermore, there is a specter of bias in the declaration of Dr. Albert 
since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid to provide his 
opinion by Mr. Tachner. The record fails to include any evidence corroborating Dr. Albert's 
diagnosis. Given the circumstances of this case, corroborating evidence for Dr. Albert's diagnosis is 
required. 

It is extremely odd that the people that were closest to Ms. Foreman did not notice that, as stated by 
Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her sense of reality" or "lost her 
sense of proportionality." Further, as stated in Mr. Tachner' s declaration, it appears that for about 
two years, Ms. Foreman was failing to bill clients or pay firm obligations even though the 
performance of these tasks appears to have been her primary duty. Therefore, it is not clear fi-om the 
record how Mr. Tachner could have failed to recognize Ms. Foreman was failing to properly bill 
clients and pay firm obligations. 

In resj^onse to the instant request for information, Petitioner is required to provide a rebuttal to all the 
assertions set forth in the petition filed July 21, 201 0 in U.S. Patent No. 6,205,885,' Furthermore, 
Petitioner must explain why the current explanation provided in this case is any more believable than 
other explanations previously provided. Petitioner is required to provide corroborating evidence of 
Ms. Foreman's condition from a source that is independent of Dr. Albert. Additionally, Petitioner 
must fully discuss how the actions of Ms, Foreman, with regard to the docket, went undetected fit)m 
early 2005 until January 201 1, Further, Petitioner must explain how Ms. Foreman's failure to bill 
clients and pay firm obligations went undetected from early 2005 until the end of 2007. 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of this 
letter. Extensions of time may not be obtained. No additional fee is due for a response to the instant 


' A copy of the petition can be accessed using the Office's Public Patent Application Information Retrieval system 
located at http://portaI.uspto.gov/extemal/portal/pair. 
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request for information. The response to this Requirement for Information should include a cover 
letter entitled "Response to Request for Information." The failure to file a reply to the instant 
Request for Information will be interpreted as a desire to no longer pursue reinstatement of the patent 
and the Office will give no further consideration to the matter. 

Further correspondence with respect to this matter should be addressed as follows: 


By mail: Mail Stop PETITIONS 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 

By hand: Customer Service Window 

Mail Stop Petitions 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

By fax: (571)273-8300 

ATTN: Office of Petitions 

Any questions concerning this matter may be directed to Attorney Advisor Alesia M. Brown at (571) 
272-3205. 



Anthonj 
Director . 
Office of Petitions 


United States Patent and Trademark Office 


Commissioner for Paterits 
United States Patent and Trademaric OfTtce 
P.O. Box 1450 
Alexandria, VA 22313-1450 
www.uspto.90v 


LEONARD TACHNER MAfLED 
SUITE 295 npT qr onii 

3990 WESTERLY PLAGE u u i. u 1 1 

NEWPORT BEACH C A 92660' OFHCE OF PETITIONS 

In re Patent No. 5,803,073 

Issue Date: September 8, 1 998 : REQUEST FOR INFORMATION 

Application No. 08/613,070 
Filed: March 8,1996 
Atty. Dkt. No. ATOMIC-2 

This letter is in response to the petition under 37 GFR L378(e), fi led April 1 8, 201 1 , The required 
petition fee of $400.00 has been charged to the authorized deposit account. 

By Petitioner's own admission, the Tachner firm, or persons employed by that firm, have not been 
truthful with the USPTO. Furthermore, there is a specter of bias in the declaration of Dr. Albert 
since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid to provide his 
opinion by Mr. Tachner. the record fails to include any evidence corroborating Dr. Albert's 
diagnosis. Given the circumstances of this case, corroborating evidence for Dr. Albert's diagnosis is 
required. 

It is extremely odd that the people that were closest to Ms. Foreman did not notice that, as stated by 
Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her sense of reality" or "lost her 
sense of proportionality." Further, as stated in Mr. Tachner's declaration, it appears that for about 
two years, Ms. Foreman wais failing to bill clients or pay firm obligations even though the 
perfonnance of these tasks appears to have been her primary duty. Therefore, it is not clear from the 
record how Mr. Tachner could have failed to recognize Ms. Foreman was failing to properly bill 
clients and pay firm obligations. 

In response to the instant request for information, Petitioner is required to provide a rebuttal to all the 
assertions set forth in the petition filed July 21, 2010 in U.S. Patent No. 6,205,885.* Furthermore, 
Petitioner must explain why the current explianation provided in this case is any more believable than 
other explanations previously provided; Petitioner is required to provide corroborating evidence of 
Ms. Foreman's condition from a source that is independent of Dr. Albert. Additionally, Petitioner 
must fiilly discuss how the actions of Ms. Foreman, with regard to the docket, went undetected from 
early 2005 until January 201 1 . Further, Petitioner must explain how Ms. Foreman's failure to bill 
clients and pay firm obligations went undetected from early 2005 until the end of 2007, 

Petitioner must submit tfie requested information within TWO MONTHS of the mailing daite of this 
letter; Extensions of time may not be obtained. No additional fee is due for a response to the instant 


^ A copy of the petition can be accessed using the Office's Public Patent Application Information Retrieval system 
located at http://portai.uspto.gov/extemal/portal/pair. 
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request for information. The response to this Requirement for Information should include a cover 
letter entitled "Response to Request for Information." The failure to file a reply to the mstant 
Request for Information will he interpreted as a desire to no longer pursue reinstatement of the patent 
and the Office will give no further consideration to the matter. 

Further correspondence with respect to this matter should be addressed as follows: 


By mail: Mail Stop PETITIONS 

Commissioner for Patents 
Post Office Box 1450 
Alexandria. VA 223 1 3-1450 

By hand: Customer Service Window 

Mail Stop Petitions 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

By fax: (571)273-8300 

ATTN: Office of Petitions 

Any questions concerning this matter may be directed to Attorney Advisor Alesia M. Brown at (57 1) 
272-3205. 



Anihon) 
Director 

Office of Petitions 


^ 0^/52/2 ^11 09:39 FAX 9499552415 LAW OFFICE OF L TACHNER ©003 

RECEIVED 
CENTRAL FAX CENTER 

APR 1% 2011 

Attorney Docket No.: ATOMIC-10 S 
IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: Douglas J. Toth 

Patent No.: 6.463,040 
Issued: October 1 5, 2002 

For. STRAP CONNECTING BUCKLE 

TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP; PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark OfTice 
P.O. Box 1450 
Alexandria. VA 22313-1450 

Dear Sir 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1.378(b) to revive the above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician. Dr. Samuel 
Albert who is a board certified psychiatrist. 

Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, ft is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
reconsideration and granting of the pending petition and such is respectfully 
solicited. 
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A fee of $1,640.00 (for the second annuity $1,240.00 and $400.00 for the 
requested reconsideration) should be deducted from Deposit Account No. 06- 
0930. 


Ily submitted, 



leonawTachner / ' 


Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert. M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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! LEONARD TACHNER ADD 9 ^ Mil 

A PROFESSIONAL LAW CORPORATION ATK £ £ £UU 

REGISTERED PATENT ATTORNEY 
1 7961 SKY PARK CIRCLE 
SUITE 38.E 

IRVINE, CALIFORNIA 92614-6364 S 


05, 


PATENTS TEL: (949) 752-8525 ^ 

TRADEMARKS FAX: (949)955-2415 ^ 

COPYRIGHTS fS 

•at ■■■■ 3 

PLEASE DELIVER THE FOLLOWING MATERIAL AS SOON AS POSSIBLE % 

TO: Christina Tartera Doiinell, Senior Petitions Attorney 

FROM: Leonard Tachner ^_ 

NUMBER OF PAGES: 6 (INCLUDfNG THIS COVER PAGE) 
DATE SENT: 4-22-11 ^TIME SENT: JJ_am 


RE: 5,803,073 and 6,463,640 ^(CLIENT AND/OR DOCKET NO,) 

PLEASE NOTIFY OPERATOR IMMEDrATELY IF THE ABOVE iS ^OT RECEIVED PROPETO-Y AT (949) 762-8525 

UNLESSOTHEmvlsE INmSATED OR OBvIoUS FROM THE NATURE OF THETRANSMITTaC^ 
CONTAINED IN THIS FACSIMILE MESSAGE IS ATTORNEY/CUENT PRIVILEGED AND CONFIDENTIAL 
INFORMATION INTENDED FOR THE USE OF THE INDIVIDUAL OR ENTITY NAMED ABOVE. IF THE READER OF 
THIS MESSAGE IS NOT THE INTENDED RECIPIENT, OR EMPLOYEE. OR AGENT RESPONSIBLE TO DELIVER IT TO 
THE INTENDED RECIPIENT, YOU ARE HEREBY NOtlRED THAT ANY DISSEMINATION, DISTRIBUTION OR 
COPYING OF THIS COMMUNICATION IS STRICTLY PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION 
IN ERROR OR ARE NOT SURE WHETHER IT IS PRIVILEGHSD. PLEASE IMMEDIATELY NOTIFY US BY COLLECT 
TELEPHONE AND RETURN THE ORIGINAL MESSAGE TO US AT THE ABOVE ADDRESS VIA THE U.S. POSTAL 
SERVICE AT OUR EXPENSE. THANK YOU, 

Dear Ms. Donnell: We recently filed Requests For Reconsideration of a Petition under 
Rule 1.378(b) to revive the above-captioned patents by delayed acceptance of previously 
unpaid maintenance fees. (see copy of transmittal letter for each case attached). • 
The transmittal letters requested the fees be deducted from our Deposit Account 
06-0930. We have noticed that and extra 51,240.00 in fees was charged for 6,463,640 
on April 14. That overcharge resulted in a deficiency on April 19 when the fees 
needed for 5,803,073 were deducted from our Deposit Account. Please can you correct 
the overcharge for Patent 6,463,640 of $1,240.00 and deduct the remaining fees for 
Patent No. 5,803,073 of $2,055.00 from our Deposit Account. We are enclosing a copy 
of our Deposit Account statement for April 2011. Thank you for your assistance. 


WGE1/6»R(M)ATmi11:43:49PM|EastemDayIlgMTime]«SVRM^^^^ 
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' Attorney Docket No.: ATOMIC-2 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Patentee: Douglas J. Toth 

Patent No.: 5.803,073 

issued: September 8, 1 998 

For AN IMPROVED SECOND STAGE 
SCUBA DIVINGING REGULATOR 
HAVING A PNEUMATIC DEPENDENT 
ANTI-SET FEATURE 


TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patem & Trademark Office 
P.O. Box 1450 
Alexandria. VA 22313-1450 

Dear Sir 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1 .378(b) to revive ttie above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. TTie Request is supported by supplemental 
dedarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office. Ms. Janis Foreman and physician, Dr, Samuel 
Albert who is a board certified psychiatrist. 

Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
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reconsideration and granting of the pending petition and such is cBspectfully 
solicited. 

A fee of $4,355.00 (for the second annuity $1 .240.00; third annuity 
$2,055.00; Original Petition Fee $700.00; and $400.00 for the requested 
reconsideration) should be deducted from Deposit Account No. 06-0930. 



Attachnnents: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Adiditional Declaration of Jani$ Foreman (3 pages) 
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Attorney Docket No. : ATOMIC-2 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


RECEIVED 
CENTRAL FAX CENTER 

APR 2 2 2011 


Patentee; 
Patent No.: 
Issued: 


Douglas J. toth 
5.803.073 
September 8,1998 


For AN IMPROVED SECOND STAGE 
SCUBA DIVINGING REGULATOR 
HAVING A PNEUMATIC DEPENDENT 
ANTI-SET FEATURE 


TRAMSMITTAL OF REQEUST FO R RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP! PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Paterits 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria. VA 2231 3-1 450 

Dear Sin 

Enclosed herein Is this Request For Reconsideration of a Petltton under 
Rule 1.378(b) to revive the above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request Is supported by supplemental 
declarations of the undersigned. Leonard Tachner, counsel for the patentee, the 
office manager of counsers office, Ms. Jahls Foremah and physician, Dr. Samuel 
Albert who is a board certified psychiatrist. 

Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were tmly "unavoidable", justifies 
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reconsideration and granting of the pending petition and such is respectfully 
solicited. 

A fee of $4,355.00 (for the second annuity $1 ,240.00; third annuity 
$2,055.00; Original Petition Fee $700.00; and $400.00 for the requested 
neconsideratbn) should be deducted from Deposit Account No. 06-0930. 



Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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CEMmAL FAX CENTER 

APR 1 5 2011 


Attorney Docket No.: ATOMIC-2 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Patentee: Douglas J. Toth ) 

Patent No.: ' 5,803*073 

Issued: Septembers, 1998 

For AN IMPROVED SECOND STAGE 
SCUBA DMNGING REGULATOR 
HAVING A PNEUMATIC DEPENDENT 
ANTI-SET FEATURE 


; -7 


I. V 


TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 


84/19/2811 DALLEH 68988888 8689% 5883873 


91 FC:1599 
82 FC:1462 


1948.88 DA 
488.88 DA 


MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Sehfer Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir 

Enclosed herein Is this Request For Rec»nslderattoi1 of a Petition under 
Faille 1 .378(b) to revive the abbve?captiohed patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachher, counsel for the patentee, th€! 
office manager of counsel's office, Ms. Jahis Foreman and physician, Dr. Samuel 
Albert who is a board certified psychiatilst- 


Based ijpon the foregoing as more thoroughly detailed in the enclosed 
declarations, rt is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
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APR 1 5 2011 


reconsideration and granting of the |:>ending petftion and such is respectfully 
solicited. 

A fee of $4,355.00 (for the second annuity $1 ,240.00; third annuity 
$2,055.00; Oriiglnal Petition Fee $700.00; and $400.00 for the requested 
reconsideration) should tie deducted from Deposit Account No. 06-0930. 
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Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaratiph of Samuel H. Albert, M;0. (2 pages) 

3. Additional DeclaratiOh of Jartis Foreman (3 pages) 
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RECEIVED 

CENTRAL FAX CEI\rrER 
Attorney Docket No.: ATOMIC-2 \ ? ^011 

IN THE UNITED STATES PATENT & TRADEMARK OFHCE 


Patentee: Douglas J. Toth ) 

) 

Patent No.: 5,803.073 ) 

) 

issued: Septembers, 1998 } 

) 

For AN IMPROVED SECOND STAGE ) 
SGUBA DMNGING REGULATOR ) 
HAVING A PNEUMATIC DEPENDENT ) 
ANTI-SET FEATURE ) 


ADDITIONAL DECLARATION OF LEONARD TACHNER 

MAIL STOP: reTITIONS " 

Attn: Christlna.Tartera Donnell 

Senior Petitions Attorney ; . 

Cornmissioner for Patents " C 

U.S. Patent & Trademark Office ' • 

P.O. Box 1450 
Alexandria, VA 22313-1450 

I, Leonard Tachner, do hereby deciare as foltows: 


1 . I submit this declaration as an addition to my prior declaration 
submitted with the subject petition. This statement is part of the evidence I am 
filing in support of a request foireoonsideiTation. 


2. When Ms. Foreman told me in 2008 In regard to U.S. Patent No. 6, 
205,885 that the client told her that they would pay their own maintenance fees, 
at first it didn't seem suspicious because the client usually wrote most or all Of the 
Specification of their patent applications in order to reduce their fees. They left 
the claims to me to write. Only when the client disputed Ms. Foreman's 
statement did I begin to wonder whether Ms. Foreman was mistaken. However. I 


1 


PAGE 3lir.R(M)AT4l1Sj2011(:36:49li [Eastern DaylightTnnel'Sm 


04/15/2011 14:32 FAX 9499552415 


LAW OFFICE OF L TACHNER 


@IOp4 


still accepted her assertion that she believed the client had made that statement 
because up to then (by 2008 she had worked for me for 30 years) i had no 
reason to doubt her reliability. Only in late 201 0 when she asserted that other 
clients (ATOMIC and CSUF) had also taken on the responsibility to pay their own 
maintenance fees, djd I realize that I could no longer trust her because there was 
evidently something seriously wrong with Ms. Foreman. That is when I decided 
that I needed to have her see Dr. Albert* 

3. Over the 33 years that I have been in my own practice, I have filed 
applications that issued into roughly 600 U.S. patents for my clients. In a sniall 
riuniber of these applications and patents. It has been necessary to file a petition 
to revive due to a delayed response to an Office Action, a late issue fee payment 
and occasionally a late maintenance fee. Some of these petitions were 

necessary because of failures of clients to communicate in a timely manner. Up . ; 
to the recent events; a few such petitions were made necessary by innocent v ^ : 
ciericar errors of nciy staff. However, to the best of my recollection, every one of ^ 
those petitions to revive an application or to accept a late maintenance fee filed i - : 
by my fimi, had ultimately been granted. It Would be impossible for us to know i . 
the precise numbers of such petitions, because once resolved, we do not retain 
any data summarizing such events. Moreover, many of such files have since 
been transferred to other firms or othenA/lse disposed of. 

4. I now better understand the specific behavior that was Ms. 
Foreman's issue with meeting office deadlines primarily for paying maintenance 
fefes to tine U.S. Patent & Trademaric Office. She would entirely overtook a 
payment deadline. Then rather than infomn me in a timely manner so that I could 
remedy the delay, she would "cover up" her omission by alleging that the 
conesponding dient had told heir in a phone call or face to face discussion that 
they would pay such fees themselves. By way of example, here enclosed is a 
copy of a docket sheet entry apparentiy made by Ms, Foreman for this particular 
patent showing that the client would pay their own maintenance fee. Only when 
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I b^an to see this type of entry more than once did I begin to understand that I 
had a serious problem. 

5. I ibelieve that the heavy workload I had assigned to Ms. Foreman 
over the past years has contributed to her aberrant behavior. However, I believe 
that her actions went beyond merely normal stress and anxiety. Based on my 
discussions with Dr, Albert, I now recognize that Ms, Foreman had for several 
years since as eariy as 2005 and as recently as four months ago, been ill and 
unable to cope her respansibllities. i also believe that her illness was a 
direct cause of ttie firm's iailure to act in a timely manner in behalf of the client In 
this matter. 

6; I regard Ms. Foreman as more than just my employee. After more 
than three derades of a close vrarking^re^^^ Foreman Is more like a ' 

memberof my family, i believe that is the reason tfiat I did not FBCognize her r • 
prot)lems earlier. She will continue to see Dr. Albert at my expense. In the s c 
meantime I wjll tiansfer time-based responsibilities fn^mW^. Foreman to another 
vemplbyee.. iK- . i -^ - -- ■. . - ■ -vff- 

Pureuant to the terms of 28 U.S.G. §1746, 1 declare under penalty of 
peilury under the laws of the United States of America that the foregoing Is tme 
aiid connect. I further declare that all statements made herein of my own 
knowledge are true and that all statements made On information and belief are 
believed to be true. The declaration^ made herein are made with the knowlKlge 
that willful false statements and the like are punishable by fine, Imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize tfigi^lidity of the above- 
captioned patent 


Dated : -^ACL/J 

Leonard "plichMr 
Attorney for the Petitioner 
Registration No. 26,344 
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Samuel H. Albert, Inc. 
Diplomate 

American Board of Psychiatry & Neurology 

I, Dr. Samuel Albert, do hereby declare as follows: 

1 ; This declaration supplemenfe my prior statement submitted 
previously in regard to this niatter. 

2. Based upon my Interviews with Ms. Janice P. Foreman, and Mr. 
. Leonard Tachher, It is evident that her problems at her employment stemmed 
from a significant Increase in her workload and responsibilities that occurred at 
about the beginning of 2002 when another law firm went out of business and 
several hundred files were transferred to the Tachner firni. Evidently, she was 
able to handle the sudden workload increase for a period of two to three years. 
However, beginning in late 2004. early 2005 she started falling behind and could 
no longer keep current: r H^^^^ i . - . ; .. . . .. ^ • •. . 

-_ ■ :': ,3.. In retro&pect^he'nbw'^r^^^^^ v < 

..^he started a .pattern: qf, behaVibr vvhith; s^e ndW recojg'hizes as .irrational. Such [ [ 
'- behavior for exarnpje iriduded riiaW^^ . ^ . 

" ■ required actions su6h' as contacting ^^^^ responding to Mr. Tachner's.. 

questions with answers that may have had no factual basis, but which she 
believed would satisfy his inquiry. In my cpihion, it was during this period 
begihhlhg In mid-2005 when Ms. Foreman went through a transition from being 
merely over-worked and highfy stressed to being clinically ill. 

4. It appears that the extent of her illness varied depending upon her 
level of stress and anxiety, but that it didn't fully abate until the early months of 
2011. The principal symptom of this Illness was her inability to separate real 
events fronri imagined ones. Fromtime to time during this period, she would let 
her behavior and her actions be dictated by what she perceived to have 
previously occurred as opposed to events that had actually taken place. 

5. In my opiriion thereforei between mid-2005 and late 2010. and 
based upon her prior reliable behavior in regard to her duties at: the Tachner finr), 
Ms. Foreman's failure to take prcpef actions were due to a psychosis that 
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manifested in her inability to distinguish real events from imagined ones. This 
condition was of such a degree, that she could not function normally and if she 
were to be questioned or challenged in regard to her behavior, that would raise 
her stress level and exacerbate her condition. I have advised Mr. Tachner and 
Ms. Foreman that it would be my recommendation that Ms. Foreman enter 
treatment on a regular basis so that I can monitor her progress and be sure that 
there is no regression. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. 1 further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18.U.S.G. §1.Q0i and may jeopanilize the validity of the above- 
captioned patent. . . 


Dated: 




■ . Dr. Samuel Albert 
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CENTRAL FAX CENTER 
Attorney Docket No.: ATOMIC-2 APR I 5 2011 

IN THE UNITED STATES PATENT * TRADEMARK OFFICE 


Patentee: Douglas J. Toth ) 

) 

Patent No.: 5.803.073 ' ) 

) 

issued: Septembers, 1998 ) 

) 

For AN IMPROVED SECOND STAGE ) 
SCUBA DIVINGING REGULATOR ) 
HAVING A PNEUMATIC DEPENDENT ) 
ANTI-SET FEATURE . ) 


ADDITIONAL DECLARATION OF JANIS FOREMAN 

MAIL STOP: PETiriONS ' '-.^ - ' ; ■ •. 

, AttfirChrtstinaTartferaDpnnieli;^ !^ ^ ; > 

Senior Petftions Attorney ' . 

: GQinnfilssi6rier for Patents -.'l^^f '/-.•.■t'-.B ■ ^ 

U.S. Patert&Tradeftiark Office ■ j- 

P.O. B6x 1450 ■ • ' ■■ ■ • - • ; 

Alexandria, VA 22313-1450 " - 


I, Janis Foreman, do hereby declare as follows: 


1 . This declaration is a supplement to my prior declaration submitted 
in regard to a petition to accept an unavoidably delayed payment of the 
maintenance fee for the above-identified patent. 

2. Over the past few months I have^ as a result of discussions with 
arid medical treatment from Dr. Samuel Albert, begun to understand that over the 
last five or six years I have been ill and unable to function normally and rationally 
in my employment as Office Manager at the TaChner Law Rnn. My mindset was 
more attuned to survival than to properly carrying out my duties. 


1 

PAGE«11«RCVDAT4/l5l2lH16:36:49fM(EasteniDiylgM 


04'/15/2011 14:34 FAX 8499552415 


LAW OFFICE OF L TACHNER 


3. In regaiti to the subject patent in particular, my duty was to 
communicate in a timely manner with the client who is the patentee of the subject 
patent, to ascertain wliether that client wished to have our finri pay the 
maintenance fee that was required in order to retain the patent. Nomnally, I 
would have sent a letter or an email to the client about 45 days before the due 
date for payment of the maintenance fee. Then, If I receive a positive response, I 
would have prepared and mailed or emailed a statement to the client so that 
payment from the client would be received in time to forward the payment to the 
U.S. Patent & Trademark Office before the due date. 

4. It is my cun^nt recollection that what I did instead was to recognize 
that a maintenance fee was coming due for this patent, but continually put it off 
as something that I could attend to in due course, since I had more urgent things 
to do before I could get to that rnatter. Then I vvould rationalize that I could rely ^ 
on a six-month surcharge period if needed and continue, to put off communicating 
vwth the client. Eventually, I ran out of. time, but It would dcojr to me that this 
client had wanted to piay its own maintenance fees and l would simply make such 
an entry in tlie conesponding . docket sheet 

5. There was no logic or rational explanation for my behavior. I simply 
felt hopelessly overwhelmed and this was a way for me to handle it. I had no 
animosity tovrard the client or toward the law finn. It was just my way of coping 
with what I perceived to be an impossible situatbn without admitting to Mr. 
Tachner that T could no longer handle all of my usual responsibilities. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
peijury under the laws of the United States of America that the foregoing is true 
and correct I further declare that all statements made herein of my own 
knowledge are tme and that all statements made on information and belief are 
believed to be tme. The declaration made herein are made with the knowledge 
that willful folse statements and the like are punishable by fine, impn'sonment, or 
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both under 18 U.S.C. §1001 and may jeopardize the validrty of the atxive- 
captfoned patent. 


Dated:_^ '^/sV/ jA,rt^i4^-y^m/iy)^ 

lanis Foreman 



v.- - - :•; • >■.■ 
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Unijep States Patent And Trademark Office 


Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 

Alexandria. VA 22313-1450 
www.1npto.90v 


LEONARD TACHNER. A PROFESSIONAL LAW MAILED 
CORPORATION 

17961 SKY PARK CIRCLE, SUITE 38-E FEB 1 5 Z01 1 

IRVINE CA 92614 OFFICE OF PETmONS 


In re Patent No. 5,803,073 : 

Issue Date: September 8, 1998 : DECISION ON PETITION 

Application No. 08/613,070 : 

Filed: March 8, 1996 : 

Attorney Docket No. ATOMIC-2 : 


This is a decision in response to the petition under 37 CFR 1.378(b), filed December 22, 2010, to 
accept the unavoidably delayed payment of the maintenance fee for the above-identified patent. 

The patent issued on September 8, 1998. The maintenance fee could have been paid during the period 
from September 8, 2005 through March 8, 2006, or with a surcharge during the period from March 9, 
2006 through September 8, 2006. Accordingly, this patent expired on September 9, 2006, for failure to 
timely remit the maintenance fee. 

A grantable petition to accept a delayed maintenance fee payment under 37 CFR 1 .378(b) must include 
the following: 

(1) the required maintenance fee set forth in § 1.20(e) through (g); 

(2) the surcharge set forth in § 1 .20(i)(l); and 

(3) a showing that the delay was unavoidable since reasonable care was taken to 
ensure that the maintenance fee would be paid timely and that the petition was filed 
promptly after the patentee was notified ofj or otherwise became aware of, the expiration of 
the patent. The showing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware, of the expiration 
of the patent, and the steps taken to file the petition promptly. 


The present petition lacks items (1), (2) and (3). 
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The USPTO finance record reveals that the Deposit Account contains insufficient funds to charge the 
$1,240.00 maintenance fee due at 7.5 years, the $2,055.00 maintenance fee due at 1 1.5 years, and the 
$700.00 surcharge after expiration. The Office notes that the maintenance fees, as well as the required 
surcharge, must be paid as a condition for accepting the late maintenance fee on petition. 

In view of the above, the Office is unable to treat the present petition on the merits until petitioner 
submits a new petition under 37 CFR 1.378(b), the payment for the surcharge after expiration 
(currently $700.00), the maintenance fees due at 7.5 and 1 1.5 years, as well as documentary evidence 
in support of a showing of unavoidable delay. Thus, the petition is dismissed . The Office reminds 
petitioner that the fees must be paid in the amount due on the date the new petition is filed. 

Although the Office will not address the petition on its merits, the Office reminds petitioner that 
35 U.S.C. 41(c) requires the payment of fees at specified intervals to maintain a patent in force, rather 
than some response to a specific action by the Office under 35 U.S.C. 133, a reasonably prudent person 
in the exercise of due care and diligence would have taken steps to ensure the timely payment of such 
maintenance fees. Rav v. Lehman, 55 F.3d 606, 609, 34 USPQ2d 1786, 1788 (Fed. Cir. 1995). 

That is, an adequate showing that the delay in payment of the maintenance fee at issue was 
"unavoidable" within the meaning of 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) requires a showing of 
the steps taken to ensure the timely payment of the maintenance fees for this patent. Id. Thus, where 
the record fails to disclose that the patentee took reasonable steps, or discloses that the patentee took no 
steps, to ensure timely payment of the maintenance fee, 35 U.S.C. 41 (c) and 37 CFR 1 .378(b)(3) 
preclude acceptance of the delayed payment of the maintenance fee under 37 CFR 1 .378(b). 

Acceptance of a late maintenance fee under the unavoidable delay standard is considered under the 
same standard for reviving an abandoned application under 35 U.S.C. 133. This is a very stringent 
standard. Decisions on reviving abandoned applications on the basis of "unavoidable" delay have 
adopted the reasonably prudent person standard in determining if the delay was unavoidable: 

The word 'unavoidable' ... is applicable to ordinary human affairs, and requires no more 
or greater care or diligence than is generally used and observed by prudent and careful 
men in relation to their most important business. It permits them in the exercise of this 
care to rely upon the ordinary and trustworthy agencies of mail and telegraph, worthy and 
reliable employees, and such other means and instrumentalities as are usually employed 
in such important business. If unexpectedly, or through the unforeseen fault or 
imperfection of these agencies and instrumentalities, there occurs a failure, it may 
properly be said to be unavoidable, all other conditions of promptness in its rectification 
being present. 


In re Mattullath . 38 App. D.C. 497, 514-15 (1912) (quoting Pratt, 1887 Dec. CommV Pat. 31, 32-33 
f 18871): see also Winkler v. Ladd , 221 F. Supp. 550,552, 138 USPQ 666, 667-68 (D.D.C. 1963), affd, 
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143 USPQ 172 (D.C. Cir. 1963^: Ex parte Henrich, 1913 Dec. Comm'r Pat. 139, 141 (1913). In 
addition, decisions on revival are made on a "case-by-case basis, taking all the facts and circumstances 
into account." Smith v. Mossinghoff , 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). 
Finally, a petition cannot be granted v/here a petitioner has failed to meet his or her burden of 
establishing that the delay was "unavoidable." Haines v. Quigg , 673 F. Supp. 314, 316-17, 5 USPQ2d 
1 130, 1 131-32 (N.D. Ind. 1987). Moreover, patentee's lack of knowledge of the need to pay the 
maintenance fee and the failure to receive the Maintenance Fee Reminder do not constitute 
unavoidable delay. See Patent No. 4,409 J63 , 7 USPQ2d 1798 (Comm'r Pat. 1988). 

In determining whether the delay in paying a maintenance fee was unavoidable, one looks to whether 
the party responsible for payment of the maintenance fee exercised the due care of a reasonably 
prudent person. Rav v. Lehman , 55 F.3d 606, 608-609, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995). The 
patent owner at the time of the expiration of the patent is ultimately the person responsible to ensure 
the timely payment of the maintenance fees. The patent owner may engage another to track and/or pay 
the maintenance fees; however, merely engaging another does not relieve the patent owner from his 
obligation to take appropriate steps to ensure the timely payment of such maintenance fees. See 
California Medical Prods, v. Tecnol Medical Prods ., 921 F. Supp. 1219 (D. Del. 1995). Moreover, the 
USPTO must rely on the actions or inactions of duly authorized and voluntarily chosen representatives 
of an applicant, and an applicant is bound by the consequences of those actions or inactions. Link v. 
Wabash, 370 U.S. 626, 633-34 (1962); Huston v. Ladner , 973 F.2d 1564, 1567, 23 USPQ2d 1910, 
1913 (Fed, Cir. 1992). Specifically, delay caused by the actions or inactions of a voluntarily chosen 
representative does not constitute unavoidable delay, Haines v. Quigg , 673 F. Supp. 314, 5 USPQ2d 
1 130 (D. Ind. 1987). 

In the present petition, petitioner asserted that over a protracted period beginning in 2005, counsel's 
office manager, Ms. Foreman, experienced a medical condition that caused her to fail in her office 
duties which included notifying the patentee of the need to pay the maintenance fees, obtaining the 
client's authorization to pay the maintenance fee, and proceeding to send the payment to the USPTO. 
In support of the petition, petitioners provided a statement from patent practitioner Leonard Tachner, 
office manager Ms. Foreman, and Dr. Samuel A. Albert. 

To establish a showing of "unavoidable" delay based upon medical incapacitation, petitioner must 
demonstrate that the incapacitation was of such a nature and degree as to render the person unable to 
conduct business {e.g,, correspond with the USPTO) during the period when the maintenance fee was 
due. Such a showing must be supported by a statement(s) from the person's treating physician(s), and 
such statement(s) must provide the nature and degree of the person's medical condition during the 
period from when the maintenance was due until the filing of a grantable petition. Namely, petitioner 
should provide the USPTO with a statement from a treating physician, asserting that from the time the 
maintenance fee was due until the filing of a grantable petition, the person's medical condition was of 
such a degree of severity that it prevented her from timely paying the maintenance fee. Additionally, 
the treating physician must describe the person's medical condition, the degree of incapacitation, and 
the duration of the medical illness. Lastly, petitioner should submit evidence to show that "but for" the 
person's medical condition, the maintenance fee would have been timely paid. Without a thorough 
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explanation or documentary evidence, the Office is left to speculate as to the circumstances that 
transpired. 

The Office cautions petitioner to remove or mark through any personal information in any document 
submitted to the USPTO that could contribute to identity theft. Personal information such as social 
security numbers, bank account numbers, or credit card numbers (other than a check or credit card 
authorization form PTO-2038 submitted for payment purposes) is never required by the USPTO to 
support a petition or an application. If this type of personal information is included in documents 
submitted to the USPTO, petitioner should consider deleting such personal information from the 
documents before submitting them to the USPTO. Petitioner is advised that the patent file is available 
to the public after the issuance of a patent. However, checks and credit card authorization forms 
(PTO-2038) submitted for payment purposes are not retained in the application file, and therefore, are 
not publicly available. 

Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

By FAX: (571)273-8300 

Attn: Office of Petitions 

By hand: Customer Services Window 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Correspondence may also be submitted electronically via EFS-Web. 

The patent file is being returned to Files Repository. 

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-321 1. 

Christina Tartera Donnell 
Senior Petitions Attorney 
Office of Petitions 
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PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE FEE IN AN EXPIRED PATENT (37 CF R 1, 378(b)) 


Docket Number (Optional) 
ATOMIC-2 


Mcdlto: hAatt Stop Petition 

Commissioner for Patents 
P.O. Box 14&0 
Alexandria VA 2231^1450 
Fax: (571)273-6300 
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NOTE: If informstlon or assistance is needed in comploting this form, piaas© contact Petitions Informatton at 
(571)272-3282. 
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Patent Numt)er: 5,803,073 


Appncatton Number: Oye^S'O^O 
Filing Date: March8,199G _ 


Issue Date: Septemt^er 8. 1998 

CAUTION; Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent 

numt)ef (or reissue patent number, if a reissue) and (2) the application number of the artua^ 
U.S. application (or reissue application) leading to Issuance of that patent to ensure the fee(6) 
Is/are associated wfth the connect patent. 37 CFR 1 .36a(c) and (d). 

Also complete the following Infonmatlon. If applicable: 

The above-Identified patent: 

I I Is a reissue of original Patent No. , 


original ap|;^tcat>on number 
original filing date 


ortginal issue date . 


Q resulted from the entry into the U.S. under 35 U.S.C. 371 of international application 
filed on - - 


CERTIFICATE OF MAIUNG OR TRANSMISSION (37 CFR 1.«(a)) 
I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is 
(1 ) being deposited with the United States Postal Service on the date shown below with sufficient postage as fir^<^a^ 
maa in an envefcroe addressed to Mail Stop Petition. Commissioner for Ratewte. P.O. Box 1450. Alexandna, VA 2231^ 


nia3 in an envelope 
1450 OR 

(2) transmitted by facsimile on the date shown below to the Ui 
8300, 


r Dat^ 



{571)273- 



Sig nature 


LEONARD TACHNER 


Typed or printed name of person signing Certificate 
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SST USL Dcpartmart of&wnmerua. P.O. Box 1450. Ate«W>drfai. VA 22313-1450. 00 NOT SEND FEES OR COMPLETED FORMS TO TOIS ADOF^. SEND 
TC^Mad StopPetttlon. CommtBBlonsr for Potsnto. P.O. Box 1450. Alaifandita, VA 22313-1450. 
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PTO/SB^(0^) 
>^MlOveO for use mnxjsn 0301/2013. OfAB 0651-0016 
US. PWem and TredcmB* Offic«; U^. DEPARTMENT OF COMMERCE 
Under tha Papework Reduction Act ©11996. rtO po»Bona era required to respond to a coftoctlon of tnfbrmiiiton unlsBs It displays « va W 0MB canool numbor. 


1. SMALL ENTTTY 

[/] Patentee claims, or has previously claimed, small entity status. Sea 37 CFR 1-27 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

I I Patentee is no lomger entitled to small entity status. See 37 CFR 1 27{g) 

3. MAINTENANCE FEE (37 CFR 1 .2(XeKg)) 

The appropriate maintenance fee must be submitted with this petition, unless it was paid earlier. 


NOT Small EntHy 
Amount Fee (Code) 

Small Entity 

Amount Fee (Code) 

1 1 S 314vrfee (1551) 

1 1 s 7V4vrfee (1552) 

n $ nvSvrfee (1553) 

1 1 S S'ySvTfee (2551) 
[7] S 1240 7'Avriee (2552) 
J/1 s 2055 llV4vrfee (2553) 


MAINTENANCE FEE BEING SUBMITTED $ 


4, SURCHARGE 

The surcharge required by 37 CFR 1.20(iX1) of $ 122 (Fee Code 1657) must be paid as a 

condition of accepting unavoidably delayed payment of the maintenance fee. 

SURCHARGE FEE BEING SUBMITTED $ 700 ; 


5. MANNER OF PAYMENT 

(~| Enclosed Is a dieck for the sum of $ 

[/I Please Charge Deposit Account No. 0^ 0^^ the sum of $i§§5 

Payment by credit card. Fonm PTO-2038 (s attached. 

6. AUTHORIZATION TO CHARGE ANY FEE DEFICIENCY 

ryl Tlie Director Is hereby authorized to charge any maintenance fee, surcharge or petition fee deficiency to 
— Deposit Account No. 00^30 
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AppiQved for use mraugh 03/31/2012. 0M8 0S51-001S 
U*5. PBtsnt and Tfadomark Offio©; U.S. DePARtWENT OF COM MERCE 
Urtd»f thePapgiwoffc ReducticnActof 19S5. no pyBona btb requhBd to reopondtoe ooltecttonof Informafl^ 0MB cmtrd m^nber. 


7. OVERPAYMENT 


A$ to any oveipayment made, please 

171 CredH to Deposit Account hto. OS-0930 
OR 

n Send refund check 


WARNING: 

Petitton9r/9pplicant is cautioned to avoid submitting personal inlbnnation in documents filed in e patent application that may 
oontrlbute to Identity theft. Personal irifDmr^tlcn such a? social security nunrriaere, bank account number^, or credit card 
numt>ers (other than a check or credit card aulhorizailon form PTO-203d submrttad for payment purposes) Is never required by 
the USPTO to support a petition or an application. If this type of pereonal information is irxduded in documents submitted to the 
USPTO, p^rlioners/applicants should consider redacting such pereonal infbmiation from the documents before submitting them 
to the USPTO. Petitfoner/appncant Is advised that the record of a patent application is available to the public after publication of 
the application (unless a rkon--pubtication request in compliance with 37 CFR 1 .213(a) is made in the application) or Issuance of 
a patent. Furthermore, the record finom an abandoned application may also be available to the public if the application is 
referenced tn a published application or an Issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO- 
2038 submitted for payment purposes are not retained In the application file and therefore are not publicly avaitable. 


8. SHOWING 

The enclosed steten^nt v«U show that the delay in timely payment of the maintenance fee was unavbidable 
since reasonable care vk/as taken to ensure that the maintenance fee would be paid timely and that this 
petition is being filed promptly after the patentee was notified of, or otherwise became aware of, the 
expiration of the patent. The statement must enumerate the steps taken to ensure timely payment of the 
maintenance fee. the date and the manner in which tha patentee became aware of the expiration of the 
f^rX, and the steps taken to file the petition promptly. 


9. PETmONE»W) REQUESTS THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE 
PATENJ4?EINSTATE0. 



Petitioner($] 

LEONARD TACHNER 

T^^ or printed name(9) 

17961 SKY PARK CIRCLE. SUITE 36-E 
Address 


26.344 

Registration Numt)er. if applicable 
949-752-8525 


Telephone Number 


IRVIIsiE, CALIFORNIA 92614 

Address 


ENCLOSURES: 

[71 Maintenance Fee Payment 
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ApmovBd fdrusotWOUgh Wl/3l/20ia. QMB 0651-0016 
\JS. Patem and Trsd&maik Omos: u s. DEPARTMEf^ OF C^MERCe 
Under the Paporwortt RaJurton Act of 1995, no persons are required to respond to a coitecttort of brfbrmetibn ynlwe ll ^teys a valid OMB contrd number. 


37 CFR 1.378(d) stales: "Any petition under this section must be signed by an attorney or agent 
registered to practice before the Patent and Trademark Office, or by the patentee, the assignee, or 
other papCrth iriterest'' 



^ ( Date 


Date 

LEOUARD TACHNER 2G.344 


Type or printed name Registration Number, if applicable 

STATEMENTT 

(In the space befow, please provide the lowing of unavoidable delay recited in paragraph 8 above.) 


This petition is supported by declarations of the undersigned, Leonard Tachner 
counsel for the patentee, the office manager of counsel^ s office, Ms. J^nis 
foreman iand a phyalctativ I>r* Samuel A» Albert who la a board certified 
psychiatrist. 

The declaration eyldence shows that over a protxacted period beginning in 2005 
Ms. Foreman experienced a psychological breakdown or psychotic episode as 
described by Ih:.. Albert who has intervtewed her for purposes of making his 
enclosed Stat emeht /Declaration . The breakdown of Ms. Foreman caused her to 
fail in her office duties which included notifying the patentee of- the need to 
pay maintenance fees, obtaining the client's authorization to make such 
i>ayments and theia proceeding to send such payments to the U.S. Patent & 
Trademark Office In a timely manner. Only int he past few w^eks has her 
etrange and unexpected behavior come to light. 

Ms 4 Foreman has been a loyal and reliable employee of Tacbner's office fbr mort; 
than thirty-two years. She did not eKhifclt any form of overt personality 
characteristics or behavior which would have led Mr. Tachoer to anticipate 
that she would not have fulfilled her normal office duties as she had done 
for more than three decades* Baaed upon Dr. Albert's interview and diagnosis 
of Ms. Foreman, it is only now understood that, she was overworked and stressed 
beyond her limit (see Dr. Albert's Statement/Declaration) but that she was 
"ptogrammed" to bide her predicament for fear of losing her position. 
Based upon the foregoing as more thoroughly detailed in the enclosed 
declaracionsi it is earriestly believed that the revival of the Subject patent 
based upon entirely unforeseen circumstances that were truly '•unavoidable'", 
justify a granting of this petition and such is respectfully solicited. 


(Please attach eddmonel sheets ff addltloha! space is needed) 
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I, Leonard Tachner, do hereby declare as follows: 

A. INTRODUCTtON 

1 . I am a member of the State Bar of Califomia (1973) and admitted to . 
practice before the U.S. Patent and Trademark Office (1 971 ), I make this 
declaration in support of petition under Rule 1.378(b). This declaration is based 
on my personal knowledge and if called as a witness, I could and would testify 
competently to the facts set forth herein under oath. 

B, BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I earned a Bachelor of Science degree In Electrical Engineering 
from City College of the State University of New Yortc in 1 955 and a Master of 
Science degree in Electrical Engineering from Califomia State University at Long 
Beach in 1969. I received a Juris Doctor degree cum laude from Western State 
University in 1973. 

3. I was admitted to practice before the United States Patent and 
Trademark Office as a patent agent since about December 1 971 and I was 
assigned registration number 26,344. I was admitted to the State Bar of 
Califomia In 1973- Over my entire career no disciplinary action has been taken 
against me by the United States Patent and Trademark Office, the State Bar of 
Califomia or any other agency or administrative body. 

4. I am admitted to practice before the U.S. Supreme Court, the Court 
of Appeals for the Federal Circurt, the Ninth Circuit Court of Appeals, all the U.S. 
District Courts of Califomia and the Supreme Court of Califomia. 

5. I began my legal career in 1973 and have more than 35 years of 
private practice experience in intellectual property matters including patent, 
trademartc, copyright and unfair competition. I began my own private practice as 
a patent attomey In March 1978, initially as a partner in a small firni and later as 
a sole practitioner in 1984. 

6. I have prepared and prosecuted over 800 U.S. patent applications. 
In addition, I have been lead trial counsel in numerous U.S. District Court trials 
involving patent validity and infringement and served as a testifying patent law 
expert in federal district court litigation and arbitratfon proceedings. 

V r 
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7. I have an "Av" MarUndale-Hubbell Peer Review rating. 
C, LAW PRACTICE MANAGEMENT 

8. I have two employees working full time as office staff, Janis 
Foreman is my office manager. Ms. Foreman was hired In June 1978 and has 
been continualty employed by me since that time. In 1988 I hired Jodie Pyle as a 
typist. Jodie, now Mrs. Jodie Miller, has been continually employed by me since 
that time. 

9. For at least the past twenty years, Ms. Foreman, as office manager, 
has been responsible for entering information into my patent and trademark 
docket and handling routine communications with clients and associates, all 
under my direction and supervision. In addition, Ms. Foreman does the 
bookkeeping for my office including billing and tracking our accounts receivable 
and accounts payable. She also prepares the final version of documents to be 
filed in the U.S, Patent and Trademark Office. 

10. I have personally devoted uncountable hours to training and 
teaching Ms. Foreman over the past three decades. Over the last thirty two 
years of employment, she has become well-trained in every aspect of the 
administration of my practice. However, despite her acumen, we have always 
maintained clear lines between her responsibilities as an employee arid mine as 
a patent attomey. Her work is done under my supervision. She Is not authorized 
to make any decision that could affect, diminish or be inimical in any way to a 
client's rights. Her actions in dealing with clients, the U.S. Patent and Trademark 
Office and with our foreign associates, must be based or> my instructions that she 
receives by conferring with me. She is not to cany out such actions until and 
unless she first confers with me. Our office procedure is clear - all substantive 
incoming comrriunicatbns are to be reviewed by me. 

11. I maintain a docketing system whereby Ms. Foreman receives all 
incoming conrespondence and dockets relevant dates in our electronic docket. 
As each due date in the docket is responded to Ms. Foreman has the 
responsibility for noting when the due date was met. 
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1 2. I maintain supenn'sory authority of the docket. I foutrnely check the 
docket to keep aware of upcoming deadlines. I also regularly confer with Janis 
regarding matters coming up on the docket. IVIs. Foreman also reviews the 
docket for upcoming due dates. Where appropriate. Ms. Foreman consults with 
me regarding matters entered Into the docketing system. 

1 3. When IVIs. Foreman is either sick or on vacation or otherwise 
unavailable, Jodie fills in. Jodie's responsibilities include, typing drafts of patent 
applications and prosecution documents and preparing fomi letters to clients. 

1 4. Over the years of her employment In my office, Ms. Foreman has 
been a loyal and devoted employee. Janis has nomially handled her 
responsibilities in a professtonai and competent manner. 

D. CHRONOLOGY OF EVENTS IN THIS MATTER 

15. On or about Monday November 22, 2010 Ms. Foreman showed me 
a table of patent-related matters of Atomic Aquatics that she had prepared at the 
request of Mr. Dean Garraffa, one of that company's principals. Atomic Aquatics 
has been an Important client of mine for about the past fifteen years and I have 
known its principals, Dean Garraf^ and Ooug Toth for more than twenty years. 

1 6. I noticed that the table had a number of entries for Atomic Aquatics 
issued U.S. Patents which Indicated that they had become abandoned for failure 
to pay maintenance fees between 2005 and 2008. She infonmed me that she 
believed that these abandonments were known to the clients principals and were 
the result of their lack of adequate funds or because the corresponding products 
had become obsolete. To the best of my knowledge, Ms. Foreman sent this 
table to Mr. Gamaffa that day on Wednesday morning, November 24. On that 
same day I left Southern California for the four-day Thanksgiving weekend, 
am'ving at my destination that evening. I checked my email and opened an email 
from Ms. Foreman stating that Mr. Garraffa had received the table and had called 
the office that day and expressed a desire to see me as soon as I retumed from 
the Thanksgiving weekend. 
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1 7. When I returned to the office on Monday November 29, 201 0. Mr. 
Garraffa was already waiting for me In the lobby tall<ing to Ms. Foreman. He 
indicated a need to meet with me to speak to me about the contents of the table 
Ms. Foreman had sent to him. Mr. Garnaffa then proceeded to explain that he 
and Mr. Toth were shocked to learn that several of their Issued U.S. patents had 
apparently expired without their knowledge and that they needed to find out how 
it had happened and what could be done to remedy the situation. I told him that I 
would Investigate the various files involved and report to him soon as 
possible. 

1 8. Over the ensuing two days I had discussions with Ms. Foreman and 
I examined a number of the Atomic Aquatics patent files, I also spoke to Mr. 
Garraffa about a provisional application that was supposed to be followed by a 
corresponding non-provisional but hadn't been,. In examining the file, I found 
various instructions I had prepared for Ms. Foreman including a set of claims for 
the non-provisional, but no evidence that Ms. Foreman had carried out my 
instructions or that a non-proviisional had been prepared and filed. It became 
evident to me that Ms. Foreman had failed to do her work in regard to a number 
Qf Atomic Aquatics files Including the file No. ATOMlC-2 (Patent No. 5,803.073) 
for which this petition is being filed. 

19. When I confronted; her, she eventually admitted to me that she had 
lost control of her tasks, particulariy over a several year period between 2005 
and 2008 when she just couldn't keep up with the demands of the job and 
perfomn all of her duties In a timely manner. She revealed that she was too • 
afraid and embarrassed to tell me about this behavior. I then reported to Mr. 
Garraffa and advised him that I Would immediately begin preparation of petitions 
to revive the Atomic Aquatics patents that had been lost as a result of Ms. 
Foreman's shocking and totally unexpected behavior. 
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20. I afranged for Ms. Foreman to consult with a psychiatrist 
acquaintance so I could learn whether her problems were treatable and whether I 
could trust her work in the future. A Declaration Report of Dr, Samuel Albert is 
enclosed herewith. 

21. Based upon Dr. Albert's Report and my own observations, I believe 
that Ms. Foreman, as a result of ovenA«5rk and stress beyond her limit, 
experienced a lengthy period of irrational behavior. During this period she simply 
didn^t cany out all of her usual responsibilities including communicating with 
clients and paying patent issue and maintenance fees including the following: file 
No. ATOMIC-2 for Patent No- 5,803,073 maintenance fees. Furthermore, Ms. 
Foreman was afraid to admit her inadequacies and endanger her position which 
had become such a predominant aspect of her life. Consequently, she did all 
she could to hide the problems until just recently. 

Pursuant to the terms of 28 U.S.C. §1 746. 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and connect. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment or 
both under 18 U.S.C. §1001 and may jeopardize the valklity of the above- 
captioned patent. 
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I, Janis Foreman, do hereby declare as follows: 

A, INTRODUCTION 

1 . This declaration is based on my personal knowledge and if called 
as a witness, I could and would testify competently to the facts set forth herein 
under oath. 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I am the office manager for attorney Leonard Tachner. I was hired 
In June 1978 and have been continually employed by Mr. Tachner since that 
time. 

3. Over the past thirty two years, I have received an extensive amount 
of training and instruction from Mr. Tachner in all aspects of his practice. For the 
last approximately twenty years, I have been responsible for entering information 
into Mr. Tachner's patent and trademark docket I handle routine 
communications with clients and associates, all under Mr. Tachner's direction 
and supervision. I also manage the bookkeeping, billing, and tracking of Mr. 
Tachner's accounts receivable and accounts payable. I prepare the final version 
of documents to be filed in the U.S. Patent and Trademart^ Office. 

4. Our office procedures are clearly defined by Mr. Tachner. I receive 
all incoming correspondence and docket relevant dates in our electronic docket 
As each due date in the docket is responded to, I am responsible for noting In the 
electronic docket when the due date was met. 

5. Mr. Tachner maintains supervisory authority of the docket and 
routinely checks it for accuracy and upcoming deadlines. Mr. Tachner regularty 
conievs with me regarding matters coming up on the docket I review the docket 
daily for upcoming due dates and Mr. Tachner periodically reviews the docket for 
the same purpose. Where appropriate, I consult with Mr. Tachner regarding 
matters entered into the docketing system. 

6. In connection with preparing this declaration » I have reviewed 
conrespondence. emails and other documents relating to tt>ls matter. Though I 
cannot explain or justify many of my actions described below, I have set forth In 
this declaration my true recollection of the events. 


I PA(S10/l8»RCVDATimi05:23:41PMIEasteilia^ 


12/22/2010 14:21 FAX 9499552^15 LAW OFFICE OF L TACHNEl^ ©Oil 


G. CHRONOLOGY OF EVENTS iN THIS MATTER 

7. On or about November 1 7. 201 0, 1 received a phone call from Mr. 
Dean Gan^ffa of Atomic Aquatics. He asked me to prepare a tabular report 
showing the current status of all, of their patent-related files in our office. 

S. In response to Mr. Garraffa's request, I spent the following two days 
carefully examining all of the patent-related files of Atomic Aquatics. I found that 
there were a number of Issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. 1 also 
found a pending design patent application that had become abandoned for failure 
to pay an Issue fee and a provisional application that had been allowed to lapse 
- without filing a corresponding non-provisional. 

9. I actually filled out the tabular report to reflect the true status of all 
of the Atomic Aquatic files, but I could not fully understand why there appeared to 
be numerous problems associated with these flies, particularly In regard to the 
past several years. My initial reaction was that the client had communicated 
authorization to withhold such payments and filings because of their financial 
problems or product obsolescence, but I could riot find any documents brother 
evidence supporting these 'teelings". In retrospect, I now realize that these were 
unsupported rationalizations that cover a period of several years during which I 
was functioning at less than my normal capabilities. 

10. I don't know precisely what may have affected my mental 
perfonrnance dufihg this period, but I do recall that I was under a great deal of 
pressure and stress due to my work load and that I was feeling continuously 
ovenwhelmed and unable to keep up. However, I was reluctant to tell Mr, 
Tachner of my concerns because I did not want to disappoint him after so. many 
years- 

1 1 . Upon discussing this matter with Mr. Taehner and Dr. Samuel 
Albert,. I now realize that it was a mistake to keep Mr. Tachner in the dark in 
regard to my serise of being overwhelmed and that I should have informed Mr. 
Tachner of rny need for help. I also now realize the harm my actions have 
caused the client and Mr. Tachner. I am truly sorry. 
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Pursuant to the terms of 28 U.S.C. §1746, 1 declare ynder penalty of 
perjury under the laws of the United States of America that the foregoing is tnje 
and correct, i further declare that all statements made herejn of my own 
knowledge are taie and that ail statements made on infomi^tion and belief are 
believed to be true. The declaratloh made herein are madeiwith the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 1 8 U.S.C. §1 001 and may jeopardize the validity, of the above- 
wptioned patent. ^ 
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COHFlDENTIAl 


Statement of Samuel H. Albert. M.D. 


I. Samuel H. Albert M.D., am a practising Psychiatrist haying an office in 
Fountain Valley, California. I have been a licensed physician in the State of California 
beginning July 1, 1969- I have been in practice as a Psychiatrist since October 1, 1972 
and a board certified Psychiatrist since November 1978. • 

In [ate November 2010 I was asked to render professional consultation as a 
psychiatric expert for the purpose of diagnosing a Ms. Janis Foreman, who is a legal 
secretary and office manager for Attorney Leonard Tachner in Irving, Califomia. 

I was presented with certain facts relating to Ms. Foreman's job role and 
apparent inrational behaviour over the past few years or so in regard to her performance 
of her duties at Mr. Tachner's office. As I understand these facts, Ms. Foreman has 
had for over thirty years working in the Tachner law firm, the responsibility for billing 
clients for professional services carried out by the Tachner firm/as well as 
communicating with vendors of outside services for the firm and its clients, and 
generally running the day to day activities of the firm according to established rules and 
Instructions of Mr Tachner. 

Besides Ms. Foreman and Mr. Tachner, I am infomned that there is another full 
time secretary who takes instnjction directly from Ms. Foreman and that from time to 
time there are one or two additional part time employees who may be brought in to 
cany out certain maintenance-type activities such as library upkeep, filing, copying, mail 
preparation and the like. 

As t understand their relationship, Mr. Tachner spends his time mostly doing 
legal wortc for the firm's clients and he depends heavily on Ms, Foreman to run the 
business aspects of the finm including billing, docketing, payroll and communicating with 
outside service providers. She also handles Mr. TachneKs document preparation and 
maintaining his files which are quite numerous. Clearly from what I've learned, the 
Tachner law finm is a very busy firm and Ms. Foreman has a heavy wortcload with many 
varied and important responsibilities. 

I have had the opportunity to read Mr. Tachner's statement regarding Ms. 
Foreman's behaviour in relation to the client Atomic Aquatics. I have also read Ms. 
Foreman's statement pertaining to thbse matters. In addition, I have had a two hour 
Interview with Ms. Foreman in which she participated voluntarily at the request of Mr 
Tachner. 
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I do not consider Ms. Janis Foreman to be a patient of mine at this time because 
I have been asked to consult in the capacity of an expert with the intent of 
communicating my diagnosis with the constraints of physician-patient privilege. I have 
made this special purpose of my participation in this matter clear to Ms. Foreman and 
she has acknowledged that she understands that she Is not my patient and that I am 
not her physician. 

Based upon these facts communicated to me, my reading of the Tachner and 
Foreman statements and my interview with Ms. Foreman, I have formed a preliminary 
hiedical opinion as follows: 

Ms. Foreman's In-ational behaviour is a result of her reaction to a temporary but 
continually increased work overload which became more than she could handle without 
any apparent way to vent the frustration, the worry and concern that's she increasingly 
fett as she fell behind in her work. 

u 

She oon-ectly regards her most significant responsibility as control of cash flow 
by timely billing of clients and payments to vendors. In the period from earty 2005 to 
the end of 2007, she evidently became so busy thaf s she tost the ability to bill clients in 
a timely manner and pay the firm's obligations when they were due. 

She began feeling a sense of guilt for not being able to prpperiy handle these 
responsibilities. She did not want to Infonm Mr. Tachner of these problems because 
she did not want to have her position diminished or lose any esteem in the eyes of her 
boss. She had no one else to tell of these difficulties and therefore no way to share 
these problems. After almost 30 years of being so capable and trustworthy, she could 
not bring herself to admit any inability to handle her responsibilities. She worried about 
her job, she worried about what Mr. Tachner would think of her, she spent more time 
concerned with her problems then with solving her problems. 

This t^e of destabilizing behaviour resulted in a spiralling down in her ability to 
think and act rationally. She began to do and say unreasonable and unrealistic things. 
She lost any sense of reality. She lost her sense of proportionality. Her goal became 
one of maintaining a sense of oontlnuallty and stability for Mr. Tachner even by 
misleading hirn and making false statements to him and to others. Ms. Foreman v^s 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
Important environment, her workplace where she had succeeded for decades. 
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If Ms. Foreman were my patient I would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
high levels of vyork pressure in a more motive and stable manner. I would prescribe an 
anti-depressant medication to address her symptoms of depression. Such medications 
include Prozac, Paxil. Zoloft, Lexapro, Wellbutrin and others. I would prescribe ah anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium, Ativan, Klonopin» Tranxene and others. 


I would suggest to her that she should help her enriptoyer adjust her office 
responsibilities to reduce her work load if possible. I believe that Ms. Foreman's illness 
Is amenable to treatment. 


I dedar© under penalty of perjury that the foregoing is true and correct. 
Executed this J3 day of December 2G10 at Fountain Valley. California. 



Samuel H. Albert, M.D. 
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The following information is appended so. as to provide medical basis and reasoning for 
my conclusion: 

Assigned Duties and Work Load of Ms. Foreman: 

Ms. Janis Foreman is a Caucasian female age 61, bom 4-26-1949. She has been an 
employee since June 19, 1978 of Leonard Tachner, Esq. Ms. Foreman is the office 
manager. 

Ms. Foreman states that she is a Legal Secretary and is the Manager of the office 
where she works. She describes her assigned duties as numerous, detailed and often 
ovenwhelmlng. 

She states, "I have a giant case load. I do many Jobs." Among the long list of tasks for 
which she is responsible, she mentioned the following: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 


1 . Managing the foreign filing of patent infonnation, 

2. Managing the United States filing of patent information, 

3. File patent application in the United States, 

4. File world-wide trademarks, a cumbersome process. 

5. File United States trademark applications, 

6. Obtain required documents from the client and the United States 
Patent Office. 

7. Obtains a United States copy of certified documents, 

8. Prepares and files Assignment documents in the United States and 
Worldwide, 

9- She does docketing of all the documents that enter the office, 

10. She sends out form letters, 

1 1 . Prepares and obtains Power of Attorneys from companies, 

12. She types all amendments and applications, 

13. She files copyrights, 

14. She does filing, pulling and replacing files, 

15. She does drawing corrections and declarations. Til get the 
draftsman to come in and do new drawings", 

16. Oversee preparation of photocopying (me or Jodie), 

17. She does wori< related to the international Patent Cooperation Treaty 
(PCT). She does wortc related to the PCT, an international treaty 
involving nations that have signed the PCT agreement with the U.S.A.. 

18. Letters take a great deal of time and each letter has to be placed in the 
file appropriate to the letter, 

19. From the parent case there are often several other cases that come from 
the parent case, each having its own number, 

20. Oversignt of the office docketing system, 
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21 . Typing of drafts Of patent applications and prosecution documents. 


TIME PRESSURES Often become extreme due to the following factors 

1, Everything received by the office has a deadline of 30, 60 or 90 days, 

2. Often the inventor works for a company and then leaves the company. 


OVERWORK of Ms. Foreman can be ascertained by examining these factors: 

The quantity of documents Is massive. 

Locate a misplaced document might take several hours or days. 

Msi Foreman often works 2 or 3 nights extra each week to 7-10 PM depending on what 

is going on in the office. 


ASSIGNED OFFICE TASKS NOT RELATED TO THE LEGAL WORK 

1. Ms. Foreman does the bHIing of clients for the office, and the bill 
paying. The attomey in the office sighs the checks. 

2. Pays bills. 

3. Bills clients. 

4. Bill clients for costs. 

5. "t am responsible to obtain supplies for the office; I order or buy supplies 
at Sam's Warehouse or Costco stores or stationary stores including soft 
drinks and bulk paper^. 

6- She deang the office on the weekends^ 


HELP AND ASSISTANCE ARE PRAOVIDED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE, TO A LIMITED DEGREE. 

The Secretary (Jodie) does help a bit. 


PiWX17/18*RGVDAT12Q2/20105:23:41PM^p^ 


12/22/2010 14:22 FAX 949955^05 LAW OFFICE OF L TACHNE^^ ©018 


CONFIDENTIAL 

Current psychiatric mental status evaluation: 

Caucasian Female appearing her stated age. Judgement intact for basic activities of 
daily life, but is revealed to be quite weak during the time of the events starting In eariy 
2005, She did think In a way that can only be described as psychotic at the time. She 
made extremely poor decisions, thought in unusual manners, believed events to be true 
that were in fact false, and acted upon these convictions rather than logic or the usual 
standing orders of her employer. 

Her mood is one of anxiety with an undercurrent of depression. Her daily life is usually 
non-eventful. She spends most of our evaluation session talking about the events 
whi{*i occumed while she was employed by the law firm of Leonard Tachner. She has 
many recollections of the events. Speech is grammatical most of the time. No stutter, 
stammer or lisp. Dress is casual, with cotton-wash pants and a nondescript shirt. No 
jewelry, other than an inexpensive wristwatch. No symptoms to indicate disorientation, 
hallucinations, Illusions, delusions, true phobias, obsessive thinking, compulsive or 
stereotypic movement Inappropriate affect. Affect Is congruent to speech and thought 
and is appropriate mood. Psychological understanding and insight is absent. 

Diagnosis: Major Depression, severe, with psychotic episodes. 
Generalized Anxiety Disorder 


Very truly yours, 


Samuel H. Albert. M.D. 
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Petitioner's Exhibit X 


Post-Issuance History in 
Pat. No. 6,463,640 
"Atomic- 10" 


UNITED STATES PATENT & TRADEMARK OFHCE 
Washington* D.C 20231 


REQUEST FOR PATENT FEE REFUND 


1 Date of Requests 


09/28/11 


2 Serial/Patent # 


6.463.640 


3 Please refund the following fee(s) : 


k PAPER 
NUMBER 


S DATE 
FILED 


6 AMOUNT 


Filing 


Anendnent 


Extension of Time 


Notice of Appeal/ Appeal 


Petition 


Issue 


Cert of Cbrrectioh/Tcrininal Disc. 


Mainti^nancie 


X 


Other 


IFW 


04/1 1/1 1 


$ 1,640.00 



10 REASON: 


7 TOTAL AMOUNT 
OF REFUND 


1,640.00 


8 TO BE REFUNDED BY: 


Treasury Check 


Overpayment 


Credit Deposit K/C #; 


Dupiiicate Payment 


No Fiee Due (Explanation) : 


They told us to charge total of $1 .240 and $400 to Deposit Account. We charged it $2,880 and $400. 


Sum of $1 .640 ($2(880 - $1 i240) is therefore refundable. 


11 REFUND REiQUESTED BY: 


TYPED/PRINTED 
SIGNATURE: 
OFFICE: 


Charles Steven Brantley 



TITLE : Senior Petitions Attorney 
PHONE: 571-272-3203 


Officeof Petitions 


THIS SPACE RESERVED FOR FINANCE USE ONLY: 


APPROVED: 



DATE: 


Instructions for completion of this form appear on the back. After completion, attach 
white cmd yellow copies to the official, file and mail or hand<arry to: 


FORM pro 1S77 

<pl/») 


Office of Finance 
Refund Branch 
Giystal Park Oni^ Room SCQB 
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Attorney Docket No.: ATOMIC-10 


RECEIVED 
CEMTHAi: FAX CENTER 

APR 1 1 ^U11 


IN THE UNITED STATES PATENT & TRADEWARK OFFICE 


Patentee: 
iPatent No.: 
issued: 


Douglas J. Toth 
6.463.640 
October 15, 2002 


For. STRAP CONNECTING BUCKLE 


— 't 61 


cn 


TRANSMITTAL OF REQEUST FOR REGONSIDERATION QF A 
PETITION TO REVIVE A PATENT 


18/86/2811 BftRIftS WB8B881 BM93B 64B64B. 
8l fC:i599 1248.88 M , . 


MAIL STOP: PETFTIOMS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Gommlssioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 2231 3-1450 

Dear Sin 

Enclosed herein is this Request For Recdnsideralion of a Petition under 
Rule 1 .378(1)) to revive the above^ptibned patent t>y delayed acceptance of 
previously unpaid maintenance fees. The Reqwest Is supported by supplemental 
declaralions of the undersigned, Leonard Tachner, counsel for the patentee, the 
ofrii» manager of counsers office, Ms. Jahis Foreman arid physician, Dr. Samuel 
Albert Who Is a board certified psychiatrist. 


Based upon the foregoing: as more thoroughly detailed in the enclosed 
declarations) it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were tnJIy "unavoidable**, justiftes 
reconsideration and granting of the pending petrtipn and such is respectfully 
Golicfted. 

84/14/2811 MLLEN 88888886 868938 6463648 


1 


81 FC:1599 
8? FC:1462 


2888^88 DA 
488.88 Dfl 
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UNITED States Patent and Trademark Office 


Commissioner for Patents 
United States Patent and Trademaik Office 
P;6. Box 1450 
Alexandria, VA 22313-1450 


Leonard Tachner 
Suite 38-E 

17961 Sky Park Circle 
Irvine, CA 92614 


MAILED 

OCT 06 2011 
OFRCEOFPETmONS 


In re Patent of Toth 
Patent No. 6,463,640 


Issue Date: October 15, 2002 
Application No. 09/483,145 
Filing Date: January 13, 2000 


Request for Information 


Attorney Docket No. Atomic- 10 


Request for Inforination 


This commxmication responds to the renewed petition under 37 C.F.R. § 1.378(b) filed April 11, 
2011, aiid responds to a letter filed April 22, 201 1 . 

By Petitioner's own admission, the Tachner firth, or persons employed by that firm, have not 
been truthful with tiie USPTO. Furthermore, there is a specter of bias in the declaration of Dr. 
Albert since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid to 
provide his opinion by Mr. Tachner The record fails to include any evidence corroborating Dr. 
Albert's diagnosis. Given the cifcunistances of this case, corroborating evidence for Dr. Albert's 
diagnosis is required. 

It is extremely odd that the people that were closest to Ms. Foreman did not notice that, as stated 
by Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her sense of reality' ■ or 
"lost her sense of proportiohali^." Further, as stated in Mr. Tachner 's declaration, it appears 
that for about two years, Ms. Forenian was failing td bill clients or pay firm obligations even 
though the performance of these tasks appears to have been her primary duty. Therefore, it is not 
clear firom the record how Mr. Tachner could have failed to recognize Ms. Foreman was failing 
to properly bill clieriis and.pay finn obligations. 

In response to the instant request for informiation, Petitioner is required to provide a rebuttal to 
all the assertions set forth in the petition filed July 2 1 , 2010 in U.S. Patent No. 6,205,885. ' 
Furthermore, Petitioner must explain why the current explanation provided in this case is any 
iriore believable than other explanations previously provided. Petitioner is required to provide 


' A copy of the petition can be accessed using the Office's Public Patent Application Information Retrieval system 
located at http://poital.uspto.gov/extemal/portal/pair. 


Patent No. 6^463^640 


Page 2 


corroborating evidence of Ms. Foreman's condition from a source that is independent of Dr. 
Albert. Additionally, Petitioner must fully discuss how the actions of Ms. Foreman, with regard 
to the docket, went undetected from early 2005 until January 2011 . Further, Petitioner must 
explain how Ms. Foreman's failure to bill clients and pay firm obligations went undetected from 
early 2GQ5 until the end of 2007, 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of 
this letter. Extensions of time may not be obtained. No additional fee is due for a response to 
the instant request for information. The response to this Requirement for Information should 
include a cover letter entitled "Response to Request for Information." The failure to file a reply 
to the instant Request for Information will be interpreted as a desire to no longer pursue 
reinstatement of the patent arid the Office will give no fiirther consideration to the matter. 

Petitioner filed a letter on April 22, 201 1, in this case and in Patent No. 5,803,073. The letter 
states, "We have noticed that [an] extra $1,240 in fees was charged for 6,463,640 on April 14, 
2011.*' The letter requests the Office "correct the Gvereharg^ The April 11, 2011 petition filed 
in this case instructed the Office to charge the deposit account $ 1 ,240 for the 7.5 year 
maintenance fee and $400 for the request for reconsideration. The Office charged the deposit 
account $2>8«Q and $400. Therefore, a refimdof ($2^^ $1,240) is warranted and the 
sum of $ 1 ,640 has been credited bafck to the deposit account. 

Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Steven Brantley at (571) 272-3203. 



Anthon/Knight 
Director 

Office of Petitions 


04/22/2011 09:39 FAI 9499552415 
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RECEIVED 
CEMTRALFWC CENTER 

APR 2 2 2011 
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Deposit Account Statement 
Requested Statement Month: April 2011 


Deposit Account Number 

Name: 

Attention: 

Street Address 1: 

Street Address 2: 

CHy: 

State: 

Zip: 

Country: 


060930 

LEONARD TACHNER-A PROFESSIONAL LAW CORPORATION 

REGISTERED PATEh(r ATTORNEY 

17961 SKY PARK CIRCLE 

SUITE 38-E 

IRVINE 

CA 

92614-4364 
UNITED STATES 


DATESEQ 


POSTING 
REFTXr 


ATTORNEY 

DOCKET 

NBR 


FEE 
CODE 


AMT 


BAL 


04/14 8 . 
04/14 9 
04/14 10 
04/14 11 
04/18 6785 
04/18 7 

0(i/<waBii8 


6463640' 
6483640^ 

60^924 CS^r-^Z. 
6347766 ^ ca*</ f^-fX-Cfp 
E-REPLENISHMENT « 
6761163 -^>^j?^/C -/^ 


04/19 11 
04/19 12 


nnfli8n98 

5803073 
5803073 


1599 
1462 
1462 
1462 
9203 
1462 


Tiin nn^ irrm nn w . . ^ 

$Z880.00 53.197.00 V^/^^d/>0 
. $400.00 $2,797.00 
$400.00 $2,397.00 
$400.00 $1,997.00 
-$3,000.00 $4,997.00 
$400.00 $4,597.00 


1599 $1,940.00 $2,382.00 

1462 $400.00 $1,982.00 


START 
BALANCE 

$6,257.00 


SUM OF 
CHARGES 

$7,275.00 


SUM OF END 
REPLENISH BALANCE 

$3,000^00 $1,982.00 


Need Help? I USPTOHomePage l Finance Online Shopping Page I Alerts Page 
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CEMmALBOCCENTER 

APR 2 Z 2011 

Attorney Docket No.: ATOMIC-10 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Patentee: Douglas J. Toth ) 

Patent No.: 6,463,640 ) 

) 

Issued: October 15. 2002 ) 

) 

Fon STRAP CONNECTING BUCKLE ) 

TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP: PETITIONS 

Attn: Ghristiha Tartera Donnell 
Senior Petitions Attorney 
,v Cqnimli»l6ner for Patent - , . .. 
U.S.. Patent & Trademark Office 

P.O. Box 1450 ■ - -j-:, 

ifyexandna. VA 22313:1450 ' 

Dear Sin 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1 i378(b) to re>rfve the above-captioned patent by delayed acceptance of 
previously unpaiid maintenance fees. The Request Is supported by supplemental 
declaratiohs the undersigned, LeonanJ Tachner, counsel for tti© patentee, the 
office manager of cdunsel's officie, Ms. Janls Foreman and physician, Dr. Samuel 
Albert who Is a board certified psychiatrist. 

Based upon the foregoing as more thoroughly detailed In the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
reconsideration and granting of the pending petition and such is respectfully 
solicited. 
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A fee of $1 ,640.00 (for the second annuity $1 ,240.00 and $400.00 for the 
requested reconsideration) should be deducted from Deposit Account No. 06- 
0930. 



Attachments: 

1. Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert. M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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LEONARD TACHNER 
A PROFESSIONAL LAW CORPORATION 
REGISTERED PATENT ATTORNEY 
1 7961 SKY PARK CIRCLE 
SUITE 38E 
IRVINE, CALIFORNIA 92614-6364 


@ooi 

RECEIVED 

CENTRAL R\X CENTER 

APR 2 2 2011 


PATENTS 

TRADEMARKS 

COPYRIGHTS 


TEL: (949) 752-8525 
FAX: (949) 955.2415 ^ 


PLEASE DELIVER THE FOLLOWING MATERIAL AS SOON AS POSSIBLE 

TO: Christina Tartera Donnell» Senjpr Petitions Attorney 

FROM: teonard Tachner ' . 

NUMBER OF PAGES: 6 
DATE SENT: »-22-i i 


no 
cn 


•u 


.(INCLUDING THIS COVER PAOE) 
TIME SENT: 11 AM 


R:E: 5,803,073 and 6,463,646 


jCUENT AND/OR DOCKET NO.) 


PLEASE NOTIFY OPERATOR IMMEDIATELY IF THE ABOVE IS *NOT* RECEIVED PROPERLY AT (949) 752*8525 


UNLESS.OTHERWISE INDICATED OR OBVIOUS FROM THE NATURE OF THE TRANSMITTAL, THE INFORMATION 
CONTAINED IN THIS FACSIMIUE MESSAGE IS ATTORNEY/CUENT PRMLEOED A^^^ 

INFORMATION INTENDED FOR THE USE OF THE INDIVIDUAL OR ENTITY NAMED ABOVE. IF THE READER OF 
THIS'MESSAGE IS NOTTHElNTENDEO REaPIENT, OR EMPLOYEE. OR AGENT RESPONSIBLE TO DELIVER IT TO 
THE INTENDED RECIPIENT. YOU ARE HEREBY NotlFIED THAT ANY DISSEMINATION, DISTRIBUTION OR . 
COPYING OF THIS COMMUNICATION IS STRICTLY FROHIBlTEO. IF YOU HAVE RECEIVED THIS COMMUNICATION 
IN ERROR OR ARE NOT SURE WHETHER It IS PRIVILEGflSD. PLEASE IMMEDIATELY NOTIFY US BY COULECT 
TELEPHONE AND RETURN THE ORIGINAL MESSAGETO Ui& AT THE ABOVE ADDRESS VIA THE U^S. POSTAL - 
SERVICE AT OUR EXPENSE. THANK YOU. 

Dear fls. Donnell: We recently filed Request? For Reconsideration of a Petition under. 
Rule l,378(t>) to revive the above-captloned patent© by delayed acceptance of previously 
mpaid fflaintenance fees, (see copy of transmittal letter f err each case attached) . 
The transmittal letters requesti&d the. fees be deducted from our Deposit Account 
06-0930. We have noticed that aiid extra $1,2^0.00 in fees was charged for 6,463,640 
on April 14 • That overcharge resulted in a deficiency on April 19 when the feea 
needed for 5,803 r073 were deducted f rom buif Deposit Account* Please can you correct 
the overcharge for Patent 6,463,640 of $1,240.00 and deduct the remaining fees for 
Patent No. 5,803,073 of $2,055>00 from pur Deposit Account. We are enclosing a copy 
of our Deposit Account statement for April 2011. Thank you for your assistance. 
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RECEIVED 
CENTHAL FAX CENTER 

Attorney Docket No.: AT0MIO10 APR 1 1 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Patentee: Douglas J. Toth 

Patent No.: 6,463,640 
Issued: October 1 5, 2002 

For STRAP CONNECTING BUCKLE 

ADDITIONAL DECLARATION OF LEONARD TAGHNER 

MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Pietitiohs Attorney 
Coifnmlssioner for Patents 

U.S. Patent & Trademark Office ' 
P.O. Box 1450 
Ale)candria, VA 22313-1450 

I, Leonasd Tachner, do hereby declare as follows; 

1 . I subriiit this declaration as an additibn to my prior declaration 
submitted with the subj^t petition. This staternerit is part of the evidence I am 
filing: In support of a request for reconsideration. 

2. Wihen Ms. Foreman told me in 2008 in regard to U.S. Patent No. 6, 
205,885 that the clienl told her that they would pay their own maintenance fees, 
at first if didn't seem suspicious because the client usually wrote most or all of the 
spiecification of their patent applications in order to reduce their fees. They left 
the claims to me to write. Only when the client disputed Ms. Foreman's 
statement did I begin to wonder whether Ms. Foreman was mistaken. However, I 
still accepted her assertion that she believed the client had made ttiat statement 
because up to tiien (by 2008 she had wdrlted for me for 30 years) I had no 
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reason to doubt her reliability. Only in late 2010 when she assert^ that other 
clients (ATOMIC and CSUF) had also taken on the responsibility to pay their own 
maintenance fees, did I realize that I could no longer trust her because there was 
evidently something seriously wrong with Ms. Foreman. That is when I decided 
that I needed to have her see Dr. Albert. 

3. Over the 33 years that I have been in my own practice, I have filed 
applications that issued into roughly 600 U.S. patents for my clients. In a small 
number of these applications and patients^ it has been necessary to file a petition 
to revive due to a delayed response to an Office Action, a late Issue fee payment 
and occasionally a late maintenance fee. Some of these petitions were 
necessary because of failures of cliente to communicate in a timely manner. Up 
to the recent events; a few such petitions were made necessary by innocent 
cleriral errors of my staff, l-lQwever, fo the best of my recollection, every one of 
those petitions to revive an application or to accept a late maintenance fee filed 
by my firm, had ultimately l)een granted. It would be impossible for us to know 
the precise numbers of such petitioris, because once resolved, we do not retain 
any data summarizing such events. Moreover, many of such files have since 
been transfen-ed to other firms or othenArise disposed of. 

4. I now better understand the specffic behavior that was Ms. 
Foreman's Issue with meeting office deadlines prtmarily for paying maintenance 
fees to the Ul S. Patent & Trademark Office. She would entirely overlook a 
payment deadline. Then rather than inform me in a timely manner so that I could 
remedy the delay, she would "cover up" her omission by alleging that the 
conesponding client had told her in a phone call or fece to face discussion that 
they vvould pay such fees themselves. By way of exampfe, here enclosed is a 
copy of the face of the file showing the eritry, apparently made by Ms. Forenrian 
for this particular patent, showing that the client would pay their own 
maintenance fee. Only when I began to see this type of entry more than once 
did I begin to understand that I had a serious problem. 
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5. i believe that the heavy workload I had assigned to Ms. Foreman 
over the past years has contributed to her aben^nt behavior However, i believe 
that her actions went beyond merely normal stress and anxiety. Based on my 
discussions with Dr. Albert, I now recognize that Ms. Foreman had for several 
years since as early as 2005 and as recently as four months ago, been ill and 
unable to cope with her responsibilities. I also believe that her illness was a 
direct cause of the firm's failure to act in alimely manner In behalf of the client In 
this matter. 

e. I regard Ms. Foreman as more than just my employee. After more 
than three decades of a dose working relationship, Ms. Foreman rs more like a 
member of my family. I believe that is the reason that I did not recognize her 
. problems earlier. She will continue to see Dr. Albert at my expense. In the 
. .meantime I will transfer time-based responsibilities fifom Ms, Foreman to another ' ' ^ 
employee. . : . i\ ^- 

Pursuant to the tenns of 28 U.S.C. §1 746, 1 declare under penalty of 
peijury under the laws of the United States of America that the foregoing is true 
and connect. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on infomnation and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment or 
both under 18 U.S.C. §1001 and mayj^pardlze the validity of the above- 
captioned patent. 


Dated 



Attorney for the Petftioner 
Registration No. 26,344 
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Samuel H. Albert, M.D., Inc. 
Diploitiate 

American Board of Psycliiafry & Neurology 

l,/Dr. Samuel Albert, do hereby declare as follows; 

1 . This declaration supplements my prior statement submitted 
previously in regard to this matter. 

2. Based upon my inten/levvs with. Ms. Janice P, Forenlan, and Mr. 
Leonard tachner. jt is evident that her problerr© at her employment stemmed 
from a significaht ihcrease in her vkrorklo^d and respdnsibilities that ocdjf red at 
about the begihhing of 2002 when afibther law fimi went out of business aind 
several hundred files were transferred tottie Tachner firm. Evidently, she was 
able to hdndie lhe sudden wdrklodd increase for a peridd of two to three years. 
HdweVer, beginning In late 2004, early 2005 she started falling behind and could 
nplongerktepjpu'^fint. V:*' ; . r 

3! . !; ; In .retrospect she now reiailzes thsiit within a few months theneafter 
she s^Ma pattern of.behavior which sl^e ridw recpgnizes as irrational. Such;, 
behavior for example included making up felse eixcus^ for falling to take 
required al^lohs such as contacting clients arid responding to Mr. Tdchner's 
questions with angers that rnay have had no factual basis, but which she 
believed wbuld s^ti&iiy his inquiry. In my opinlbn. It was during this period 
beginning in mW-2005 when Ms. Foreman went ttirbugh a tfainsftldn j^^ being 
merely dveir--w0rked and highly stressed tb being ciinically ill. 

4, It appears that the extent of her illness varied depending upon her 
level of stress and anxiety> but that rt didn't fully abate until the early months of 
201 1 . The principal symptorn of this illness was her Inability to separate real 
events from Imagined ones. From time to time duririg this period, she would let 
her behavioi' and her actions be dictated by what she perceived to have 
previously occurred as opposed to events that had actually taken place. 

6. In my opinion therefbre. between mid-2005 and late 201 0, and 
based upon her prior reliable behavior in regard to her duties at the Tachner fihn, 
Ms. Foreman's failure to take proper actions were due to a psychosis that 

1 


PAGE 7/ir RCVD AT 4/11J2(Hie3F:l» pail [Eastern Day^ 


04/11/2011 14:24 FAX 9499552415 


LAW OFFICE OF L TACHNER 


@ooa 


manifested in her inability to distinguish real events from Imagined ones. This 
condition was of such a degree, that she could not function normally and If she 
were to be questioned or challenged in regard to her behavior, that would raise 
her stress level and exacerbate her condition. I have advised Mr. Tachner and 
Ms. Foreman that it would be my recommendation that Ms. Foreman enter 
treatment on a regular basis so that I can monitor her progress and be sure that 
there is no regression. 

F^ursuant to the temis of 28 U.S.C. §1746; I declare under penalty of 
perjury under the lav\« of the United States of Amenca that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on infomnation and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful felse statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.G. §1001 and rnay jeopardize the validity of the above- 
captioried patent; ' . ; ' \- 


-Dated: 



Dr. Samuel Albert 
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CENTRAL FAX CENTER 

APR 1 1 2011 


AttDmey Docket No.: ATOMIOIO 


IN THE UNITED STATES PATENT & TRADEMARK OFRCE 


Patentee: 
Patent No.: 
Issued; 


Douglas J. Toth 
6,463.640 
Octot)er15, 2002 


Fon STRAP CONNECTING BUCKLE 


ABDITIQNAL DECLARATION OF J AMIS FOREMAN 

MAIL STOP; PETinONiS 

Attn: Christina Tartera Donnell 

Senior Petitfons Attorney . . . 

Commissioner for Patents 

U.S. Patent & Trademark Office 

P.O. Box 1450 : r 

Alexandria, VA 22313-1450 ,v 

I, Janis For«man/do hereby declare as fo^^^ 


i . This dieclaratlon is a supplement to my prior declaration submitted 
in regard to a petition to accept an unavoidably delai^d payment of the 
maintenance fee for the al)ove-ident}fied paitenti 
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2. Over the past few months I have, as a result of discussions vwth 
and medical treatmerrt from Dr. Samuel Albert, begun to understand that over the 
last five or six years I have been ill and unable to function normally and rationally 
In my employment as Office Manager at the Tachner Law Firm. My mindset was 
more attuned to survival than to property canrytng out my duties. 
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3. In regard to the eubject paient in particular, my duty was to 
Gommunlcate In a timely manner with the client who is the patentee of the subject 
patent, to ascertain whether that client wished to have our linn pay the 
maintenance fee that was required in orderto retain the patent. Normally, I 
would have sent a letter or an email to the client abOut 45 days before the due 
date for payment of the maintenance fee. Then, if I rec^ve a positive response, I 
would have prepared and mailed or emailed a statement to the client so that 
payment from the client would be reGeiyed in time to fonwcird the payment to the 
US. Patent & Trademark Office before ftie due diate. 

4. It is niy current recollecb'On that what 1 did Instead was to recognize 
th^t a mainlenanGe fee Was coming due for this patent, but continually put it off 
as softiething that I could attend to In due course, since I had more urgertt things 
to do before I could get tb that mattef: Then I Would rationalize that I could rely 

Ort a six-month surcharge period if heeded and continue to put off communicating % 
with the client. Eventually ^ I ran out Of timie, but It would; occur to me that this 
dlerit had wanted to pay Its own maintenance fees and I would simply make such 
an.erttry in the corresponding docketjSheet. . 

5. There was no logic 6r rational explanation for rhy behavior. I simply 
felt topelessly pyeiwhelmed and this was a way for me to handle It. I had no 
animosity toward the client or toward the law firm. It was just my way of coping 
with What I perceived to be ah impossible situation without admitting to Mr. 
tachnerthat 1 could no longer handle all of my usual responsibilities. 

Pursuant to the temis of 28 U.S.G. §1 746, 1 declare under penalty of 
peijury under the laws of the United States of America that the foregoing is taie 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on Information and belief are 
believed to be tnje. the deolaratlon made herein are made with the knowledge 
to willful false stertements and the like are punishable by fine, imprisonment, or 
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both urtder 18 U.S.C. §1001 and may jeopardize the validity of tfie at>ove- 
captioned patent. 


Dated: 
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Attorney Docket No.: ATOMIC-10 


RECEIVED 
CEMTRAi: FAX CENTER 

APR 1 1 M 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patwrtee: 
Patent No,: 
issued: 


Douglas J. Toth 
6,463.640 
October 15. 2002 


For STRAP CONNECTING BUCKLE 


3S 


en 


OOCH>. 
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TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP; PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria. VA 22313-1450 

Dear Sin 

Enclosed herein is this Request For Reconsideration of a Petrtron under 
Rule 1 .376(b) to revive the above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The ResjCiest Is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
oiffioe manager Qf counsel's office, Ms. Janis Foreman and physician, Dr. Samuel 
Albert who is a board certified psychiatrist 


Based upon the foregoing as more thoroughly detailed iri the enctosed 
declarations, rt is eamestly believed that the re>^val of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justices 
reconsideration and granting of the pending petition and such is respect^lly 
solicsted. 

B4/i4/28U DALLEH 88688888 868938 6463648 
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A fee of $1 ,640,00 (for the second annuity $1 ,240.00 and $400.00 for the 
requested reconsideration) should be deducted from Deposit Account No. 06* 
0930. 



Attadiments: 

1. Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of iSamuel H. Albert, M.D. (2 images) 

3. Additional Declaration of Janis Foreman (3 pages) 
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Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 
Alexandria. VA 22313-1450 
www.11spto.90v 


LEONARD TACHNER, A PROFESSIONAL LAW 
CORPORATION 

17961 SKY PARK CIRCLE, SUITE 38-E 
IRVINE CA 92614 

OFRCE OF PETITIONS 

In re Patent No. 6,463,640 

Issue Date: October 15,2002 : DECISION ON PETITION 

Application No. 09/483,145 : 
Filed: January 13,2000 : 
Attorney Docket No. ATOMIC- 1 0 : 


MAILED 

FEB 10Z011 


This is a decision in response to the petition under 37 CFR 1 .378(b), filed January 3, 20 11 , to accept 
the delayed payment of the maintenance fee for the above-identified patent. 

The petition under 37 CFR 1.378(b) is dismissed without prejudice to reconsideration. 

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR 1 .378(e) must 
be filed within TWO (2) MONTHS fi-om the mail date of this decision. No extension of this two- 
month time limit can be granted under 37 CFR 1 .136(a) or (b). Any such petition for reconsideration 
must be accompanied by the petition fee of $400.00 as set forth in 37 CFR 1 .17(0- The petition for 
reconsideration should include an exhaustive attempt to provide the lacking item(s) noted below 
because the Director will not undertaken any further reconsideration or review of the matter after a 
decision on the petition for reconsideration. 

The patent issued on October 15, 2002. The first maintenance fee could have been paid during the 
period from Monday, October 17, 2005 through Monday, April 17, 2006, or with a surcharge during 
the period from Tuesday, April 18, 2006 through Monday, October 16, 2006. Accordingly, this patent 
expired on October 16, 2006, for failure to timely remit the first maintenance fee. 

A grantable petition to accept a delayed maintenance fee payment under 37 CFR 1.378(b) must include 
the following: 

(1) the required maintenance fee set forth in § 1 ,20(e) through (g); 
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(2) the surcharge set forth in § 1.20(i)(l); and 

(3) a showing that the delay was unavoidable since reasonable care was taken to 
ensure that the maintenance fee would be paid timely and that the petition was filed 
promptly after the patentee was notified of, or otherwise became aware of, the expiration of 
the patent. The showing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware of the expiration 
of the patent, and the steps taken to file the petition promptly. 

This petition lacks requirement (3). 

As 35 U.S.C. 41(c) requires the payment of fees at specified intervals to maintain a patent in force, 
rather than some response to a specific action by the Office under 35 U.S.C. 133, a reasonably prudent 
person in the exercise of due care and diligence would have taken steps to ensure the timely payment 
of such maintenance fees. Rav v. Lehman , 55 F.3d 606, 609, 34 USPQ2d 1786, 1788 (Fed. Cir. 1995). 

That is, an adequate showing that the delay in payment of the maintenance fee at issue was 
"unavoidable" within the meaning of 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) requires a showing of 
the steps taken to ensure the timely payment of the maintenance fees for this patent. W- Thus, where 
the record fails to disclose that the patentee took reasonable steps, or discloses that the patentee took no 
steps, to ensure timely payment of the maintenance fee, 35 U.S.C. 41(c) and 37 CFR 1 .378(b)(3) 
preclude acceptance of the delayed payment of the maintenance fee under 37 CFR 1.378(b). 

Acceptance of a late maintenance fee under the unavoidable delay standard is considered under the 
same standard for reviving an abandoned application under 35 U.S.C. 1 33. This is a very stringent 
standard. Decisions on reviving abandoned applications on the basis of "unavoidable" delay have 
adopted the reasonably prudent person standard in determining if the delay was unavoidable: 

The word 'unavoidable' ... is applicable to ordinary human affairs, and requires no more 
or greater care or diligence than is generally used and observed by prudent and careful 
men in relation to their most important business. It permits them in the exercise of this 
care to rely upon the ordinary and trustworthy agencies of mail and telegraph, worthy and 
reliable employees, and such other means and instrumentalities as are usually employed 
in such important business. If unexpectedly, or through the unforeseen fault or 
imperfection of these agencies and instrumentalities, there occurs a failure, it may 
properly be said to be unavoidable, all other conditions of promptness in its rectification 
being present. 

In re Mattullath . 38 App. D.C. 497, 514-15 (1912) (quoting Pratt, 1887 Dec. Comm'r Pat. 31, 32-33 
(1887^): see also Winkler v. Ladd. 221 F. Supp. 550, 552, 138 USPQ 666, 667-68 (D.D.C. 1963), affd, 
143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich , 1913 Dec. CommV Pat. 139, 141 (1913).. In 
addition, decisions on revival are made on a "case-by-case basis, taking all the facts and circumstances 
into account." Smith v. Mossinghoff , 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). 
Finally, a petition cannot be granted where a petitioner has failed to meet his or her burden of 
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establishing that the delay was "unavoidable." Haines v. Quigg . 673 F. Supp. 314, 316-17, 5 USPQ2d 
1 130, 1 131-32 (N.D. Ind. 1987). Moreover, patentee's lack of knowledge of the need to pay the 
maintenance fee and the failure to receive the Maintenance Fee Reminder do not constitute 
unavoidable delay. See Patent No. 4.409.763 . 7 USPQ2d 1798 (Comm'r Pat. 1988). 

In determining whether the delay in paying a maintenance fee was unavoidable, one looks to whether 
the party responsible for payment of the maintenance fee exercised the due care of a reasonably 
prudent person. Rav v, Lehman . 55 F.3d 606, 608-609, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995), The 
patent owner at the time of the expiration of the patent is ultimately the person responsible to ensure 
the timely payment of the maintenance fees. The patent owner may engage another to track and/or pay 
the maintenance fees; however, merely engaging another does not relieve the patent owner from his 
obligation to take appropriate steps to ensure the timely payment of such maintenance fees. See 
California Medical Prods, v. Tecnol Medical Prods .. 921 F. Supp. 1219 (D. Del. 1995). Moreover, the 
USPTO must rely on the actions or inactions of duly authorized and voluntarily chosen representatives 
of an applicant, and an applicant is bound by the consequences of those actions or inactions. Link v. 
Wabash, 370 U.S. 626, 633-34 (1962); Huston v. Ladner . 973 F.2d 1564, 1567, 23 USPQ2d 1910, 
1913 (Fed. Cir. 1992). Specifically, delay caused by the actions or inactions of a voluntarily chosen 
representative does not constitute unavoidable delay. Haines v. Ouigg . 673 F. Supp. 314, 5 USPQ2d 
1 130 (D.Ind. 1987). 

In the present petition, petitioner asserted that over a protracted period beginning in 2005, counsel's 
office manager, Ms. Foreman, experienced a medical condition that caused her to fail in her office 
duties which included notifying the patentee of the need to pay the maintenance fees, obtaining the 
client's authorization to pay the maintenance fee, and proceeding to send the payment to the USPTO. 
In support of the petition, petitioners provided a statement from patent practitioner Leonard Tachner, 
office manager Ms. Foreman, and Dr. Samuel A. Albert. 

To establish a showing of "unavoidable" delay based upon medical incapacitation, petitioner must 
demonstrate that the incapacitation was of such a nature and degree as to render the person unable to 
conduct business (e.g., correspond with the USPTO) during the period when the maintenance fee was 
due. Such a showing must be supported by a statement(s) from the person's treating physician(s), and 
such statement(s) must provide the nature and degree of the person's medical condition during the 
period from when the maintenance was due (/.e., October 16, 2006) until the filing of a grantable 
petition. Namely, petitioner should provide the USPTO with a statement from a treating physician, 
asserting that from the time the maintenance fee was due (/>., October 16, 2006) until the filing of a 
grantable petition, the person's medical condition was of such a degree of severity that it prevented her 
from timely paying the maintenance fee. Additionally, the treating physician must describe person's 
medical condition, the degree of incapacitation, and the duration of the medical illness. 

In this instance, petitioner has not provided sufficient evidence at this time to show that "but for" Ms. 
Foreman's medical condition, the maintenance fee would have been timely paid. The Office is 
particularly interested in the duration of Ms. Foreman's medical condition - the date of when Ms. 
Foreman's medical condition began until the date she sought treatment. Petitioner may wish to 
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provide a statement from her treating physician. Additionally, petitioner should submit a statement 
from Ms. Foreman explaining in detail the exact actions or inactions she took with regard to the 
docketing and timely paying of the maintenance fees for this patent. The present statements submitted 
on petition provide the Office vnth generalities as to the actions/inactions of Ms. Foreman that 
ultimately resulted in the delayed payment of the maintenance fees. 

In summary, petitioner must show that Ms, Foreman's medical condition was the cause of the error in 
failing to timely pay the maintenance fee; her condition was of such a degree of severity that it 
prevented her from performing specific duties with regard to the docketing and paying of the 
maintenance fee for this patent; and that her condition spanned the entire period from the due date for 
the maintenance fee until the date of the filing of a grantable petition. Without any further explanation 
or documentary evidence, the Office is left to speculate as to the circumstances that transpired. 

The Office cautions petitioner to remove or mark through any personal information in any document 
submitted to the USPTO that could contribute to identity theft. Personal information such as social 
security numbers, bank account numbers, or credit card numbers (other than a check or credit card 
authorization form PTO-2038 submitted for payment purposes) is never required by the USPTO to 
support a petition or an application. If this type of personal information is included in documents 
submitted to the USPTO, petitioner should consider deleting such personal information from the 
documents before submitting them to the USPTO. Petitioner is advised that the patent file is available 
to the public after the issuance of a patent. However, checks and credit card authorization forms 
(PTO-2038) submitted for payment purposes are not retained in the application file, and therefore, are 
not publicly available. 

For the reasons stated, the petition is dismissed . 

Petitioner should note that if this petition under 37 CFR l,378(b)/(e) is not renewed, or if renewed and 
not granted, petitioner may obtain a refund of the maintenance fee and post -expiration surcharge . The 
$400.00 petition fee for seeking further reconsideration is not refundable 

Any request for refund should be in writing to the following address: 


Mail Stop 16 

Director of the US Patent and Trademark Office 
PO Box 1450 

Alexandria, VA 22313-1450 


A copy of this decision should accompany petitioner's request. 


The Office charged the deposit account for the $490.00 maintenance fee due at 3.5 years, the 
$1,240.00 maintenance fee due at 7.5 years, and the $700,00 surcharge after expiration as authorized. 
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Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

By FAX: (571)273-8300 

Attn: Office of Petitions 

By hand: Customer Services Window 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Correspondence may also be submitted electronically via EFS-Web. 

The patent file is being returned to Files Repository. 

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-321 1 . 

Christina Tartera Donnell 
Senior Petitions Attorney 
Office of Petitions 
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PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1.378(b)I_ 


Docket Number (Optional) 
ATOMIC-10 


M^lto: Mail Slop Petition 

Commissioner tor Patents 
P.O. Box 1450 
Alexandria VA 22313-1480 
Fax: (671) 273-3300 

NOTE; If Information or asstetanoe is needed in completing this fomi, please 

(571)272^282. g, ^^,1599 


on 


Patent Number 6,463,640 


1190.80 M 

Applicslion Number Q9/483.145 


\ 


Issue Date: OctoberlS, 2002 


Filing Date: January 13, 2000 


CAUTION: Maintenance fee (and surttiarge. If any) payment must corfectly identify: (1) the patent. 

number (or reissue patent nymberi if a reissue) and (2) the application number of the actual 
U.S. application (or tissue application) leading to issuance of that patent to ensure the fee(s) 
is/are associated wtth the correct patwt 37 CFR 1.366(c) and (d). 

Also complete the following lnfonnatton< If applicable: 

The abovendentiflQd patent: 

n is a reissue of original Patent No. . . 

original application number - - 

original filing date 


original issue date . 


P] resulted from the entry Into the U.8. under 35 U.S.C. 371 of international application 
filed on - 


CERTIFICATE OF MAIUN6 OR TRANSMISSION (37 CFR 1.8(a}} 
I hereby certify that this paper (along with any paper referred to as being attached or enclosed) Is 

(1 ) being deposited with the United States Postal Service on the date shewn below with sufflcient postage as first dass 
mail in an envelope addressed to Mail Stop Petition, Commissioner for Pgi^m^. P.O. Box 1450, Alexandria. VA 22313- 
1450 OR 

(2) transinltted by facsimile on the date shown below to the U^ted/tates IPptwrt and Tr^eijanfk Office at (571) 273- 
8300. 


2£L 



LEONARD TACHNER ■ 

Type<l or pnnted name of person signing Certiflcata 


02/10/2011 CKHLOK BBBB8814 660930 Mi 1640 
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ThlsaiaectiinorMbnnatlonlaiequired by87CFR ^37e(b^Tbeinfem)ate^lBtDqulrBdtooewnorfet^a'iS6^ 

«) preoeas) an aDtneeOon. ConHdanSality b t/mewMOf 3i U.S.C. 122 «ncl 37 CFR 1 .11 and 1.14. Thb eollQctbn Is etumated d lalce 8 hours ts cnmptou. hduding 
a'auiertna. pi^rtnSi af« «u«ma^ «n Domptetod appNcaOon fomt to tha'USFTO. Time wU vaiy deo«>1dln0 upon (he tndMdval caso. Any cornnenb on tha amount 
of Um« you raqulrsto compicM IN» toim encVbr susMSSent for reducing Vis bui^efS tnould be sant to (ha CMaf IntBrnsDon Ofileer, U.S. Patent and Tredenwk 
Ofllca. U.S. DepamnenI of Conuneree, P.O. Bex 14$0. Max^Mrtt, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND 
TO: MbU Slop Painian, Comnilssianer lisr PsnntB, P.O. Box 1460. Alaxandri^ VA a2313>14S0. 

Uyou need Bssiatsnca ampleiing iM (em, ceB l-eoo-PTO-919_9 ondesioet option 2. 


diustoent dite: 02/10/2011 
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J 

1. SMALL ENxmr 

17] Patetifiee claims, or has previously clalmeci. small entity status. See 37 CFR 1 .27 

2. LOSS OF ENTITLEWeNT TO SMALL ENTiTY STATUS 

rn Patentee is no longer entitled to small entity status. See 37 CFR 1 .27(g) 

3. MAI^^■ENANGE FEE(37CFR1;2^^ 

the appropriate mamtenahce fee must be submittecl! with this petition, unless it was pajd earlier. 


NOT Small Entity 

/^bunt Fee (Code) 

Smati Entity 

Amount . Fee (Code) 

S 3%vrfee (1551) 
\ 1 S 7!^vrfee Y1552Y 
1 1 « i^^vrfee (1553) 

f/] a 3V4vrfee (2551) 
\y] S 1240 7Vivrfee ^2552) 
,„ S ,„„ 11 V4 vrfee (2563) 


MAirsTTENANCE FEE BEING SUBMrttED S 


4. SURCHARGE 

The surcharge required by 37 CFR 1.26(1)(1) of $ I£L 


(Fee Code 1557!) must be paid as a 


Gondttlon of accepting unavoidably delayed payment of the maintenance fee. 

SURCHARGE FEE BEING SUBMITTED S Z00_ 


5. MANNER OF PAYMENT ; 
Fnrlnsftri ift fl fthArJc fnr the sum of S 
; 2 Please charge Deposit Acoouht No. 06-0930 the sum of $il2L 

~| Payment by credit card Fomre PTO-2038 is attached. 


9. AUTHDRIZAT10NT0 CHARGE Alf^ i 
rTl; the ESrectpr is hereby authorized to charge any maintenance fee. surcharge or petition fee deficiency to 
^ Deposit Account No. . '* 
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AppfDvol for uae through oaOtA2012. 0MB 0651-0016 
u^, p«eht and Tradetnofk omc*: u^. ogpartment of commerce 

_ Under the Papgworit Reduction Act of 19$S; no eafaona ere requlrgd to f&spond to » coflsctfon of tnfamiBtfon uritesa H dteplaya a walld 0^3 control mimt»f. 


7; OVERPAYMENTT 


As to any overpayment m^de. pf^se 

f71 Crecflt to Deposit Account No. 
OR 

I I Send refund check 


WARMING: 


I 


Pettttoner/appUcant t& cautioned to avoid submitting per&challnformatlon in do<aiments filed in a patent application that nrtay 
cbntrilHite to Identity tt>efi Personal informatlcn such as socraJ security numbers, bank account numtjers, or credit cani 
numbers (other than a check or credit card authorization form PTO2038 submitted tor payment purposes) is- nevar irequired by 
tfie USpto to support a petition or an appifcaUon. If this type of persona! information is Included in documents subrtitJed lo the 
USFTO. petrtioners/^plicants should consider redacting sucti personal information from Uia documents before submitting them 
to ttteUSPTG; Peblkiner/applteant Is advised that the record of a patent application is available to the public after publication of 
the application (unless, a non-publication request in compliance with 37 CFR 1513(a) Is made in the appHcatkJh) or Issimnce of 
a patent Furthermore, the record from an abandoned application may also be:avai)dbie to the public if the application Is 
refefenced in a published application or ai^^u^^ 1.14). Oiecks and credit card authorization fbnrns PTO- 

2038 subrnltted fbr payment purposes are not retaned lathe application file arid therefore are not publidy available. 

8. SHOWING ; , ; ! 

The er>c(os6d staien^ent wit) show that the delay in timely payrrient of ft\e maintenance fee was unavoidable 
sirtce reasonable care was takeri to ensure that the malntenanoe fee would be paid timely and that ^is 
petition is being filed promptly after the patentee was notified of. or othenAn^e became aware of, the I 
expiratlpn of the patent. The statement must enun'^erate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which the patentee bec^e aware of the expiration of the 
patent, and the st^ taken to file the petition promptly. ; 

9. PETlTlONeR(3) REdUESTS THAT THE DEUVYED PAYMENT OF THE MAINTENANCE FEE BB, ACCEPTED AND THE 
PATEI^EfrJSTATED. 



E[5hsr(s) 

LEONARD TACHNER 

Typed.or printed name(3) 



26,344 


17961 SKY PARK CIRCLE, SUITE 38-E 
" ~ Adoress ' ^ 


IRViNE. CAUFORNIA 92614 


Regi^ftratton fjlumber, if sipf>Iicable | 
: 949-752-8525 ' • !■ 

: Telephone Number 


Address 


ENCLOSURES: 

[71 Malntertance Fee Payment • . • » j . 

[71 Statement why maintenance fee was hot paid timely • •! 

(771 Surcharge urider 37 CFR 1 ;20{iX1 ) (fee for filing the maintenance fee 'peaiUcfrd ^ . ' • t 

Qo^r— — ^ — - ■ M'lisfam: 

*— ' eiFC:1599 1198.08 Dfl 
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STATEMENT . 

(tn the ^ce below, please provide the showing of unavoidable delay recited In paragraph 8 above.) 

This petition is supported by declarations of the undersigned, Leonard Tachner , 
counsel for the patentee, the office manager of counsel's office, Ms. Janls 
foreman and a physician^ Dr. Samuel A* Albert who is a board certified 
psychiatrist P 

The declaration evidence shows that over a protracted period beginning in 2005 
Mfi« Foreman experienced a psychological breakdown or psychotic episode as, 
described by Dr. Albert who has interviewed her for purposes of waking his 
enclosed Statement/Beclaratlon. The breakdown of Ms. Foreman" caused her to 
fail in hex office duties which Included notifying the patentee of the need to 
pay m a in tenance fees, obtaining the client's authorization to make such 
payments and then proceeding to send such payments to the U,S« Patent & 
Trademark Office in a timely manner. Only int he past few weeks has her 
strange and unexpected behavior come to light. 

Ms. Foreman has been a loyal and reliable employee of Tachner's office for morit 
than thirty-two years. She did not exhibit any form of overt personality 
characteristics or behavior which, would have led Mr. Tachner to anticipate 
that she would not have fulfilled her normal office duties as she had done 
for. more than three decades. Baaed upon Dr. Albert •s interview and diagnosis 
of Ms. Foreman* it is only now understood that she was overworked and stressed 
beyond her limit (see Dr. Albert's Statement/Declaration) but that she was 
'•programmed" to hide her predicament for fear of losing her position. 
Based, upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent 
based upon entirely unforeseen circumstances that were truly "unavoidable". 
Justify a granting of this petition and such is respectfully solicited. 


(Please aUoch addmn&l sftsdfs ifeddlUonal space is needed) 
(Page 4 cf 4] 


PA(X 4/18 * RCVD AT 12/3112010 3:58:44 PM [Eastern standard rime] ' SVR:^^^^ 


^|6t Available Copy 

)SBll5 LAW OFFICE OF L TACH^^ 


12/31/2010 12:54 FAX 9499s 

• .1- : i 


©005 


i != 


] * i ir 

1, Leonard Tachner, do hereby declare as follows: ]- ^ 

It :' 

A. INTRODUCTION ; 'y- 

1 . I am a member of the State Bar of California ( 1 973) and admitted tq 
practice before the U.S. Patent and Trademark Office (1 971 ). Ii make this j . .' : 
declaration In support of petition under Rule 1 .378(b). This declaration is based ' 
on my personal knowledge and if called as a witness, I could arid would testify . 
competently to the facts set forth herein undier oath. 

B BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I eamed a Bachelor of Science degree in Electrical Engineehng 
from City College of the State University of New York in 1 965 and a Master of j; 
Scienra degree, in Electrical Engineering from California State University at Ltong 
Beach In 1969. I received a Juris Doctor degree cum laude from West<eiti State . 
University In 1973. 

3. I was admitted to praetlce before the United States Patent and 
Trademark Office as a patent iagent since about December 1 971 and I was 
assigned registration number 26,344. I was admitted to the State Bar of . ; 
California in 1973. Over my entire career no disciplinary action has been taken ! 
against me by the United States Patent and Trademark Office, the State Bar of 
Carrfomia or ^ny other agency or administrative body. 

4. I am admitted to practice before the U.S. Supreme Court, the Court 
of Appeals for the Federal Circuit, the Ninth Orcuit Court of Appeals, all the U.S. 
District Courts of California and the Supreme Court of California. 

5; I began my legal career in 1 973 and have more than 35 years of 
private practice experience in ihtellaitual property matters including patent, 
trademark, copyright and unfair competition. I began my,o;wn private practice as 
a patent attorney in M^rch 1 978, initially as a partner In a small firm and later as 
a sole practitioner In 1984. 

6; I have prepared; sind prosecuted over 800. 0.5. patent applications. 
In addition, I have been lead trial counsel in numerous U.S.. District Court trials 
involving patent validity and infringement and served a testifying patent law 
expert in federal district court litigaition and art)ltration proceedings. 
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7. I have an "Av^ Martindale-Kubbell Peer Review rating. 
C. LAW PRACTICE MANAGEMENT 

8. i have two employees working full time as office staff, Janis 
Foreman is my office manager Ms. Foreman was hired in June 1978 and has 
been continually employed by me since that time. In 1988 I hired Jodie Pyle as a 
typist Jodie, now Mrs, Jodie Miller, has been continually employed by me since 
that time. 

9. For at least the past twenty years, Ms. Foreman, as office manager, 
has been responsible for entering Irjformation Into my patent and trademark 
docket and handling routine communications with clients and associates, all 
under my direction and supenrtsipn. In addition. Ms. Foreman does the 
bookkeeping fcSr my office including^ billing and trabkihg oUr accounts receivable 
and accounts payable. She also prepares the final version of documents to be 
filed in the U.S. Patent and Trademark Office. 

10. I have personally devoted uncountable hours to training and 
teaching Ms, Foreman over the past three decades. Over the last thirty two 
yeiars of employment, she has become well-trained in every aspect of the 
administration of my practice. However, despite her acurtien, we have always 
mainlined clear lines between her responsibilities as ah employee and mine as 
a patent attorney. Her work Is done under my supervision. She is not authorized 
to make any decision that iDould affect, diminish or be. inimical in finy way to a 
client's rights. Her actions in dealing with clients, the U.S. Patent and Trademark 
Office arid with diif forSigh associates, must be based on my instrticttdns that she 
receives by confening with me. She is not to carry out such actions until and 
unless she first confers with me. Our office procedure is clear - all substantive 
incoming comrnunlcations are to be reviewed by me. ^ . 

11 . I rnalntain a> docketing system whereby Ms. Foreman receives all 
iricbmirig correspondence and dotkets relisx^ht dates in our electronic docket. 
As each due date In the docket Is responded to Ms. Fon^an has the 
responsibility for noting when the due date was met. 
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12. I maintain supervisory atrthority of the docket I routinely check the 
docket to keep aware of upcoming deadlines. I also regularly corrfer wrth Jam's 
regarding matters coming up on the docket Ms. Foreman also reviews the 
docket for upcoming due dates. Where appropriate, Ms. Foreman consults with 
me regarding matters entered into the docketing system. 

1 3. When Ms. Foreman is either sick or on vacation or otherwise 
unavailable, Jodie fills in. Jodie's responsibilities include, typing drafts of patent 
applications and prosecution documents and preparing fonn letters to clients. 

14. Over the years of her employment in my office, Ms. Foreman has 
been a loyal and devoted employee. Janis has nomially handled her 
responsibilities in a professional and competent manner. .: . | 

D. CHRONOLOGY OF EVENTS IN THIS MATTER 

15. On or about Monday November 22, 2010 Ms. Forenrian showed me 
a table of patent-related matters of Atomic Aquatics that she had prepared at the 
request of Mr. Dean Gan-affa. one of that company's principals. Atomic Aquatics 
has been an important client of mine for about the.past fifteen years and .1 have 
known its principals, Dean Gan-affa and Doug Toth for more than twenty years. 

■ ■ ■■ iM = - i 

1 6. I noticed that the table had a numjaei; pf entries for Atomic Aquatics 
issued U.S. Patents which Indicated that they had become abandoned for failure 
tc> pay. maintenance fees between 2005 and 2di08jr She informed me that she 
believed that these abandonments were knowri|tOj;the client's priri.cipals ar>d were 
the result of their lack of adequate funds or befiause the corresponding products 
had.become obsolete. To the best of my knowledge^ Ms. Foreman sent this 
table to Mr, Garraffa that day on Wednesday r|iomjng, November 24, On that 
same day I left Southern California for the four-day Thanksgiving weekend, 
arriving at my destination that evening, I checked my email and opened an email 

from Ms. Foreman stating that Mr, Gan^affa hflrfreceived the table and had called 

: M I I -I 

the office tfiat day and expressed a desire to's^ nie as soon as I returned from 

the Thanksgiving weekend, . =?; U\ i | ' 

; !• * • 

. . I • , 
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1 7. When I returned to the office on Mbnday November 29, 20;l 0, Mr. 
Ganraffa was already waiting for me in the lobby talking to Ms. Foreman. He 
indicated a need to meet with me to speak to me about the contents of the table 
Ms, Foreman had sent to him. Mr. Garraffa then proceeded to explain that he 
and Mr Toth were shocked to learn that several of their issued U.S. patents had 
apparently expired without tfieir knowledge and that they needed to find out how 
It had happened and what could be done to remedy the situation. I told him that I 
would inM 
possible. 


would investigate the various files involved and report to him as soon as' 


18. Over the ensuing two days I had dispusslbns wrth Ms. Foreman and 
I examined a number of the Atomic Aquatics patent files. I also spoke to Mr.^ 
Garraffa about a provisional application that was supposed to be fpllowed by a 
corresponding non-provlslonai but hadn't been.. In examining the file, I found 
various instructions 1 had prepared for Ms. Foreman including a set of claims for 
the non-provisional, but: no evidence that Ms. Foreman had cam'ed out my 
instructions or that a non-provisional had been prepared and filed. It became 
evident to me that Ms. Fo/ernan had failed to do her work in regard to a number 
of Atornic Aquatics fil^ including the file No. ATOMIG-10 (Paten? No. 6,463,640) 
for which this petition is being filed. i 

, 19. When I confronted her, she eventually admittetf to me that she had , 

^ ' ' . i 

lost control of her tasks, partlculariy over a several year period between 2005 
and 2008 when she just couldn't keep up wrt^i the 'demands of the|job arid 
perform all of her duties In a timely manner. She revealed that she was too , 
afraid and emban^ssed to tell me about this behavior; I then, reported to Mr.i 
GarrafTa and advised him that I wbpjd immediately begin preparation of petitions 
to revive the Atomic Aquatics patents that had been lost as a resuJt of Ms. 
Foreman's shocking and totally unexpected behavior. -i 
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20. I arranged for Ms- Foreman to consult with a psychiatrist 
acquaintance so I could learn whether her problems were treatable and whether I 
could trust her work In the future. A Declaration Report of Dr. Samuel Albert is 
enclosed herewith. { • 

21 . Based upon Dr. Albert's Report and my own observations, 1 believe 
that Ms. Foreman, as a result of oven/vork and stress t)eyond her limit, j ] t 
expenenced a lengthy period of irrational behavior. During this period s|j»e simply 
didn't carry out all of her usual responsibilities including cornmunlcating with 
clients and paying patent issue and maintenance fees including the following: file 
No. ATOMIC-10 for Patent No. 6,463,640 maintenance fees.' Furthermore, Ms. 
Forerndn was afraid to admit her inadequacies and endanger her position which 
had become such a predominant aspect of her life. Consequently, she did all 
she could to hide the problems until just recently. , ^ 

Pursuant to the terms of 28 U.S.C. §1746, 1, declare under penalty of 
pequry under the laws of the United States of America that the foregoing is true 

and correct. I further declare that all statements made herein of rriy own ' 

' i ' 

knowledge are true and ttiat all statements made on information and belief are 
believetd to be true, the declaration made herein are made with^ the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 

both under 18 U.S.G. §1001 and may Jeopardize the validity of the above- 

I • • • 

captioned patent. 


Respectfully submitted, 



, , /<j 

Leonard Tachner I ^ 
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I. Janis Foreman, do hereby declare as follows: 

A, INTRODUCTION 

1 . This declaration Is based on my personal knowledge and If called 
as a wftness, I could and would testify competently to the facts set forth herein 
under oath. 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I am the office manager for attorney Leonard Tachner. I was hired 
in June 1978 and have been continually employed by Mr. Tachner since that 
time. 

3. Over the past thirty two years, I have received an extensive amount 
of training and instruction from Mr. Tachner in all aspects of his practice. For the 
last approximately twenty years. I have been responsible for entering infonnatron 
into Mr. Tachner's patent and trademark docket. I handle routine 
communications with clients and associates, all under Mr. Tachner's direction 
and supervision. I also manage the bookkeeping, billing, and tracking of Mr. 
Tachner's accounts receivable and accounts payable. I prepare the final version 
of documents to be filed in the U.S. Patent and Trademark Office. 

4- Our office procedures are clearly defined by Mr. Tachner I receive 
all incoming correspondence and docket relevant dates In our electronic docket. 
As each due date in the docket is responded to, I am responsible for noWng in the 
electronic docket when the due date was met. 

5. Mr. Tachner maintains supervisory authority of the docket and 
routinely checks it for accuracy and upcoming deadlines. Mr. Tachner regularly 
confers with me regarding matters coming up on the docket. I review the docket 
daily for upcoming due dates and Mr. Tachner periodically reviews the docket for 
the same purpose. Where appropriate, I consult with Mr. Tachner regarding 
matters entered into the docketing system. 

6. In connection with preparing this declaration, I have reviewed 
correspondence, emails and other documents relating to this matter Though I 
cannot explain or justify many of my actions described below, I have set forth in 
this declaration my true recollection of the events. 
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C. CHRONOLOGY OF EVENTS IN THIS MATTER 

7. On or about November 1 7, 2010, 1 received a phone call from Mr. 
Dean Garraffa of Atomic Aquatics. He asked me to prepare a tabular report 
showing the current status of all of their patent-related files in our office. 

8. In response to Mr. GarrafFa's reciuest, I spent the following two days 
carefully examining all of the patent-related files of Atomic Aquatics. I found that 
there were a number of issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. I also 
found a pending design patent application that had become abandoned for failure 
to pay an issue fee and a provisional application that had been allowed to lapse 
without filing a corresponding non-provisional. 

9. I actually filled out the tabular report to reflect the true status of all 
of the Atomic Aquatic files, but I could not fully understand why there appeared to 
be numerous problems associated with these files, particularfy in regard to the 
past several years. My initial reaction was that the client had communicated 
authorization to withhold such payments and filings because of their financial 
problems or product obsolescence, but I could not find any documents or other 
evidence supporting these ^feelings". In retrospect. I now realize that these were 
unsupported rationalizations that cover a period of several years during which I 
was functioning at less than my nonmal capabilities. 

10. I don't know precisely what may have affected my mental 
perfomnance during this period, but I do recall that I was under a great deal of 
pressure and stress due to my work load and that I was feeling continuously 
ovenA/helmed and unable to keep up. However, I was reluctant to tell Mr. 
Tachner of my concerns because I did not want to disappoint him after so many 
years. 

1 1 . Upon discussing this matter with Mr. Tachner and Dr. Samuel 
Albert,. I now realize that it was a mistake to keep Mr. Tachner in the dart< In 
regard to my sense of being overvy/helmed and that I should have informed Mr. 
Tachner of my need for help. I also now realize the harm my actions have 
caused the client and Mr. Tachner. I am truly sorry. 
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Pursuant to the terms of 28 U.S.C. §1 746, 1 declare linder penalty of 
perjury under the laws of the United States of America that the for^egoing is true 
and correct. I further declare that all statements made here^in of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made 'with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.G. §1 001 and may jeopardize the validity of the above- 
captioned patent: ^ 
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CONFIDENTIAL 

I Statement of Samuel H. Albert. M P. : 

I. Samuel H, Albert. M.D„ am a practising Psychiatrist having an office in 
Fountain Valley, California. I have been a licensed physician in the State of California 
beginning July 1, 1969. I have been In practice as a Psychiatrist since October 1. 1972 
and a board certified Psychiatrist sinc^ November 1978. ^ 

In late November 2010 I was asked to render professional consultation as a 
psychiatric expert for the purpose of diagnosing a Ms. Janis Forpman, vjho is a legal 
secretary and office manager for Attorney Leonard Tachner in Irvine, California. 

I was presented wrth certain facts relating to IVIs. Foreman's job role and 
apparent inrational behaviour over the past few years or so in regard to her performance 
of her duties at Mr. Tachner's office. As I understand these facts, Ms'. Foreman has 
had for over thirty years working in the Tachner law flmi, the resipprisibility for billing 
clients for professional services candied out by the Tachner firm, as well as 
communicating with vendors of outside services for the firm and its clients, and 
generally running the day to day activities of the firm according to established mies and 
I instructions of Mr. Tachner. 

Besides Ms. Foreman and Mr. Tachner, I am informed that there is another full 
time secretary who takes instruction directly from Ms. Foreman and that from time to 
time there are one or two additional part time employees who may be brought in to 
carry out certain maintenance-type activities such as library upkeep, filing, copying, mail 
preparatton and the like. 

As I understand their relationship. Mr. Tachner spends his time mostly doing 
legal work for the fimr>*s clients and he depends heavily on Ms. Foreman to run the 
business aspects of the fimn including billing, docketing, payroll and communicating with 
outskie service providers. She also handles Mr. Tachner's document preparation and 
maintaining his files which are quite numerous. Clearty from what IVe learned, the 
Tachner law firm Is a very busy firm and Ms. Foreman has a heavy workload with many 
varied and fmportant responsibilities. 

I have had the opportunity to read Mr. Tachner's statement regarding Ms. 
Foreman's behaviour in relation to the client Atomic Aquatics, f have also read Ms. 
Foreman's statement pertaining to those matters. In addition, I have had a two hour 
Interview \Arfth Ms. Foreman in which she participated voluntarily at the request of Mr. 
Tachner. 
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I do not consider Ms. Janis Foreman to be a patient of mine at this time because 
I have been asked to consult in the capacity of an expert wrth the intent of 
communicating my diagnosis with the constraints of physician-patient privilege, I have 
made this special purpose of my participation In this matter clear to Ms. Foreman and 
she has acknovy^ledged that she understands that she is not my patient and that I am 
not her physician. 

Based upon these facts communicated to me, my reading of the Tachner and 
Foreman statements and my interview with Ms. Foreman, I have fonned a preliminary 
medical opinion as follows: 

Ms. Foreman's irrational behaviour is a result of her reaction to a temporary but 
continually increased work overload which became more than she could handle without 
any apparent way to vent the frustration, the worry and concern that's she increasingly 
felt as she fell behind in her vuork. 

She con^ctly regards her most significant responsibility as control of cash flow 
by timely billing of clients and payments to vendors. In the period from eariy 2005 to 
the end of 2007, she evidently became so busy that's she lost the ability to bill clients in 
a timely manner and pay the firm's obligations when they were due. 

She began feeling a sense of guilt for not being able to property handle these 
responsibilities. She did not want to Inform Mr. Tachner of these problems because 
she did not want to have her position diminished or lose any esteem in the eyes of her 
boss. She had no one else to tell of these difTtculties and therefore no way to share 
these problems. After almost 30 years of being so capable and trustworthy, she could 
not bring herself to admit any inability to handle her responsibilities. She worried about 
her job, she worried about what Mr. Tachner would think of her, she spent more time 
concerned with her problems then with soMng her problems. 

This type of destabilizing behaviour resulted in a spiralling down in her ability to 
think and act rationally. She began to do and say unreasonable and unrealistic things. 
She lost any sense of reality. She lost her sense of proportionality. Her goal became 
one of maintaining a sense of continuality and stability for Mr. Tachner even by 
misleading him and making false statements to him and to others. Ms. Foreman was 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
important environment, her workplace where she had succeeded for decades. 
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If Ms. Foreman were my patient I would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
high levels of work pressure In a more motive and stable manner. I would prescribe an 
anti-depressant medication to address her symptoms of depression. Such medications 
include Prozac, Paxil, Zoloft, Lexapix>, Wellbutrin and others. I vwjuld prescribe an anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium, Ativan. Klonopin, Tranxene and others. 

I would suggest to her that she should help her employer adjust her office 
responsibilities to reduce her work load if possible. I believe that Ms. Foreman's illness 
is amenable to treatment. 

I declare under penalty of perjury that the foregoing is taie and correct. 
Executed this J3, day of December 201 0 at Fountain Valley, California. 


By:. 

Samuel H. Albert. M.D. 
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The following information is appended so as to provide medical basis and reasoning for 
my conclusion: 

Assigned Duties and Work Load of Ms. Foreman: 

Ms, Janis Foreman is a Caucasian female age 61 , bom 4-26-1 949. She has been an 
employee since June 19, 1978 of Leonard Tachner, Esq, Ms. Foreman Is the office 
manager. 

Ms. Foreman states that she is a Legal Secretary and is the Manager of the office 
where she works. She describes her assigned duties as numerous, detailed and often 
ovenwhelming. 

She states, "I have a giant case load. I do many jobs." Among the long list of tasl<s for 
which she is responsible, she mentioned the following: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 

1 . Managing the foreign filing of patent Information, 

2. Managing the United States filing of patent Information, 

3. File patent application In the United States, 

4. File world-wide trademarks, a cumbersome process, 

5. File United States trademark applications, 

6. Obtain required documents from the client and the United States 
Patent Office, 

7. Obtains a United States copy of certified documents, 

8. Prepares and files Assignment documents in the Unfted States and 
Worldwide, 

9. She does docketing of all the documents that enter the office, 

10. She sends out form letters, 

1 1 . Prepares and obtains Power of Attorneys from companies, 

12. She types all amendments and applications, 

13. She files copyrights, 

14. She does filing, pulling and replacing files. 

15. She does drawing conrections and declarations. Til get the 
draftsman to come in and do new drawings". 

16. Oversee preparation of photocopying (me or Jodie), 

17. She does work related to the intematiorfal Patent Cooperation Treaty 
(PCT). She does work related to the PCT. an international treaty 
Involving nations that have signed the PCT agreement with the U.S.A., 

18. Lettens take a great deal of time and each letter has to be placed in the 
file appropriate to the tetter, 

19. From the parent case there are often several other cases that come from 
the parent case, each having Its own number, 

20. Oversignt of the office docketing system. 
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21 . Typing of drafts of patent applications and prosecution documents. 


TIME PRESSURES often become extreme due to the following factors 

1. Everything received by the ofRce has a deadline of 30, 60 or 90 days^ 

2. Often the inventor works for a company and then leaves the company. 


OVERWORK of Ms. Foreman can be ascertained by examining these factors: 
The quantity of documents is massive. 

Locate a misplaced document might take several hours or days. 

Ms. Foreman often works 2 or 3 nights extra each week to 7-10 PM depending on what 

Is going on in the office. 


ASSIGNED OFFICE TASKS NOT RELATED TO THE LEGAL WORK 

1. Ms. Foreman does the billing of clients for the office, and the bill 
paying. The attorney In the office signs the checks. 

2. Pays bills. 

3. Bills clients. 

4. Bill clients for costs. 

5. "I am responsible to obtain supplies for the office; I order or buy supplies 
at Sam's Warehouse or Costco stores or stationary stores Including soft 
drinks and bulk paper". 

6. She cleans the office on the weekends. 


HELP AND ASSISTANCE ARE PRAOVIDED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE, TO A LiMrTED DEGREE. 

The Secretary (Jodie) does he[p a brt. 


•it 
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Current psychiatric mental status evaluation: 

Ciaucasian Female appearing her stated age. Judgement intact for basic activities of 
daily life, but is revealed to be quite weak during the time of the events starting in early 
2005. She did think in a way that can only be described as psychotic at the time. She 
made extremely poor decisions, thought in unusual manners, believed events to be true 
that were in fact false, and acted upon these convictions rather than logic or the usual 
standing orders of her employer. 

Her mood is one of anxiety with an undercurrent of depression! Her daily life Is usually 
non-eventful. She spends nhost of our evaluation session talking about the events 
which occurred while she was employed by the law firm of Leonard Tachner. She has 
many recollections of the events. Speech is grammatical most of the tinne. No stutter, 
stammer or liisp. Dress is casual, with cqtton-wash pants arid a nondescript shirt. No 
jewelry other than an inexpensive wristwatch. No symptoms to indicate disorientation, 
hallucinations, illusions, delusions, tme phobias, obsessive thinking, ^ 
stereotypic movement ihappropriate affect. Affect is congruent to speech and thought 
and. is appropriate mood. Psychological understanding and insight is absent. 

Diagnosis: Major Depression, severe, with psychotic episodes. 
Generalized Anxiety Disorder 


Very truly yours, 


Samuel H. Albert. M.D. 
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LEONARD TAGHNER, A PROFESSIONAL LAW 
CORPORATION 

17961 SKY PARK CIRCLE, SUITE 38-E 
IRVINE CA 926 lit 


DATE PRINTED 


11/15/06 


NOTICE OF PATENT EXPIRATION 


According to the records of the U.S. Patent and Trademark Office (USPTQ), payment of the 
maintenance fee for the paten t(s) listed below has not beeii received timely prior to the 
end of the six^month graoe pefiod in accordance with 37 CPR 1.362(e). THE PATENt(S) 
LISTED BELOW HM TliEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C. 41(by. Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid, AND the delay in 
payment of ttie maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or iiniritentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of ^e maintenance fee and surcharge upon petition imder 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C 41(c)(2). 

?0T instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, you 
may call the USPTO Contact Center at 8(K)-786-9199 or 571-272-1000. 


U.S. 

APPLICATION 
NUMBER 


PATENT 
ISSUE DATE 


APPLICATION 
FILING DATE 


EXPIRATION 
DATE 


ATTORNEY 
DOCKET NUMBER 


O9U831A5 


10/15/02 


01/1 3/00 


10/16/06 


Petitioner's Exhibit Y 


Post-Issuance History in 
Pat. No. 6,761,163 
"Atomic-14" 


United states Patent and Trademark office 


Commissioner for Patents 
United States Patent and Trademarit Office 

P.O. BO)(-14S0 

Alexandria, VA 22313-1450 


LEONARD TACHNER, A PROFESSIONAL LAW CORPORATION 
17961 SKY PARK CIRCLE, SUITE 38-E 
IRVINE CA 92614 


MAfLED 


O CT 06 2011 


In re Patent No. 6,761.163 
Issue Date: July 13, 2004 
Application No. 10/347,608 
Filed: January 21, 2003 
Attorney Docket No: ATOMIC-14 


OFRCEOFPETinONS 


ON PETITION 


REQUEST FOR INFORMATION 


A petition was filed on April 12, 2011 under 37 CFR 1.378(e). requesting recohsideratioh of a 
decision hnailed February 10, 2011, which refused to accept the delayed payment of the 
maintenance f^ for the above-identified patent. 

By Petitioner's own admission, the Tachner firm, or persons employed by that firm, have not 
been tnjthful with the USPTO. Furthemiorei there is a specter of bias in the declaration of Dr. 
Albert since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid 
to pfovlde his opinion by Mr. Tachner. The record fails to include any evidence corroborating 
Dr. Aiberf s diagnosis. Given the circumstances of this case, con"oborating evidence for Dr. 
Albert'is diagnosis is required. 

It is extremely odd that the people that were closest to Ms. Foreman did not notice that, as 
stated by Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her sense of reality" 
or "lost her sense of proportionality." Further, as stated in Mr. Tachner^s declaration, it appears 
that for about two years, Ms. Foreman was failing to bill clients or pay firrn obligations even 
though the performance of these tasks, appears to have been her prihriary duty. Therefore, it is 
not clear from the record how Mr. Tachner could have failed to recognize Ms. Foreman was 
failing to properly bill clients and pay finn obligations. 

In response to the instant request for infbmiatjph^ Petitioner is required to provide a rebuttal to 
all the assertions set forth in the petition filed July 21, 2010 in U.S. Patent No. 6,205.885.^ 
Furthermore. Petitioner must explain why the current explanation provided in this case is any 
rihbfe believabfe thari other explanations previously provided. Petitioner is required to provide 
cbrroborafing evidence Of Ms. Foreman's condition from a source that is independent of Dr. 
Albert. Additionally. Petitioner must fully discuss how the actions of Ms. Foreman, with regard 
to the docket, went undetected from early 2005 until January 2011. Further, Petitioner must 

' A copy of the petition can be accessed Using the Office's Public Patent Application Information 
Retrieval system located at http://portal.uspto.gov/extemal/portal/pair. 


In re Patent No. 6,761^163 


Page 2 


explain how Ms. Foreman's failure to bill clients and pay fimri obligations went undetected from 
early 2005 until the end of 2007. 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of 
this letter. Extensions of time may not be obtained. No additional fee is due for a response to 
the instant request for information. The response to this Requirement for Information should 
include a cover letter entitled "Response to Request for Information." The failure to file a reply 
to the instant Request for Information will be interpreted as a desire to no longer pursue 
reinstatement of the patent and the Office wjll give no further consideration to the matter. 

the response to this Request for Infbrmatibn should include a cover letter entitled "Response 
to Request for Information." 

Ff urthef correspoiidenGe with respect to this matter should be addressed as follows: 

By mail: Mail Stop Petitions 

GornrnissiiQher for Patentis 
P.O. Box: 1450 
Alexandria VA 22313-1450 

By FAX: (571)273-8300 

Attn: Office of Petitions 

Telephone inquiries concerning this matter may be directed to Senior Petitions Attorney 
Patricia Faisoh^Ball at (571) 272-3212. 



Director, 

Office of Petitions 


04/11/2011 14:29 FAI 94gd552415- 
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Samuel H. Albert, M.D., Inc. 
Diplomate 

American Board of Psychiatry & Neurology 

I, Dr. Samuel Albert, do h$f0t)y declare as foljows: 

1 . This declaration supplements my prior statement submitted 
previously in regard to this matter. 

2. Based upon rny interviews vyitht Ms. Janice P. Foreman, and Mr. 
Leonard Tachner. it Is evident that her problems at her employment stemmed 
from a significant increase iri her worl^oad and responsibilities that occurred at 
about the beginning of 2002 when another law firrn went out of business and 
several hundred fites were transferred to the Tachner firm. Evidently, she was 
able to handle the-suddenwprkload Increase for a period of two to three years. 
However, beglnfiin'g in late 2004, early 2005 she started falling behind and could 

-y^^' t nolortger keep Gun^nt. . 

: 3. In retrospect she now realizes that withiri a ffew months thereafter 

' she started a pattern of behiavibr whkh she noW recoghizes a ; 
. behavior for example Included makihg up faliSe excuses for failing to take 
required actions such as contacting clients- and responding to Mr. Tachher'is 
questions with answers that may have: had no Actual basis, but which she 
believed would satisfy his Inquiry. In my opinion, it was during this period 
beginning in mld-2005 when Ms. Foreman went through a transition firom being 
merely over-woiked and highly stressed to being clinically III. 

4. It appears' that the extent of her illness varied depending upon her 
level of stress and anxiety, but that it didn't fully abate until the early months of 
201 1. The principal symptom of this illness was her Inability to separate real 
events from imagined ones. From time to time during this period, she would let 
her behavior and her actions be dictated by what she perceived to have 
previously occurred as opposed to events that had actually taken place. 

5. In my opinion therefore, between mid-2005 and late 201 0, and 
based upon her prior reliable behavior in regard to her duties at the Tachner firm, 
Ms. Foreman's failure to take proper actions were due to a psychosis that 
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manifested In her inability to distir^ulsh real events from Imagined ones. This 
condition was of such a degree, that she could not function normally and If she 
were to be questioned or challenged in regard to her behavior, that would raise 
her stress level and exacerbate her condition. I have advised Mr. Tachner and 
Ms. Foreman that it would be my recommendation that Ms, Foreman enter 
treatment on a fegular basis so that I can monitor her progress and be sure that 
there is no r^ression. 

Pursuant to the terms of 28 U.S.C. §1746. 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is tme 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 


captioned patent. 



Dr. Samuel Albert 
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RECEIVED 
CEMTRAt FAX CENTER 

Attorney Docket No.: ATOMIC-14 ^ ^ ^^^^ 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: Douglas J. Toth 

Patent No.: 6,761.163 

Issued: July 13,2004 

For INFLATOR REGULATOR WITH 
MULTIPLE ADAPTERS FOR 
CONNECTION TO DIFFERENT SIZE 
BC HOSES 


ADDITIONAL DECLARATION OF JANIS FOREMAN 


MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney . 
. Comrnis.sioner for Patents . 
U.S. Patent & Trademark OfTice 
P.O. Box 1450 
Alexandria. VA 22313-1450 


I, Janis Foreman, do hereby declare as follo\A»: 

1 . This declaration is a supplement to my prior declaration submitted 
In regard to a petition to accept an unavoidably delayed payment of the 
maintenance fee for the above-identified patent. 


ooo* 


ro 


2. Over the past few months I have, as a result of discussions with 
and medical treatment from Dr. Samuel Albert, begun to understand that over the 
last five or six years I have been ill and unable to function normally and ratior^lly 
In my employment as Office Manager at the Tachner Law Firm. My mindset was 
more attuned to survival than to properly carrying out my duties. 

1 
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3. In regard to the subject patent in particular, my duty was to 
communicate in a timely manner with the cirent who is the patentee of the subject 
patent, to ascertain whether that client wished to have our fimi pay the 
maintenance fee that was required in order to retain the patent. Normally, I 
would have sent a letter or an email to the client about 45 days before the due 
date for payment of the maintenance fee. Then, If I receive a positive response, I 
would have prepared and mailed or emailed a statement to the client so that 
payment from the client would be received in time to fonA/ard the payment to the 
U.S, Patent & Trademark Office before the due date. 

4. it is my current recollection that what I did instead was to recognize 
that a maintenance fee was coming due for this patent, but continually put it off 
as something that I could attend to in due course, since I had more urgent thir>gs 
to do before I could get to that matter. Then I would rationalize that I could rely ^ 
on a six-month surcharge period if needed and continue to put off communicating 
with the dient. Eventually, 1 ran out of time, but it would occur to me that this 
client had wanted to pay its own maintenance fees and I would simply make such 
an entry in the corresponding docket sheet. 

5. There was no logic or rational explanation for my behavior. I simply 
felt hopelessly overwhelmed and this was a way for me to handle ft. I had no 
animosity toward the client or toward the law firm. It was just my way of coping 
with what I perceived to be an impossible situation without admitting to Mr. 
Tachner that I could no longer handle all of my usual responsibilities. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declane under penalty of 
perjury under the laws of the United States of America that the foregoing Is true 
and con-ecL I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 

2 


PAGE10/irRCVDAT4/11120116:33:4ira[EastemDayBgM 


. 04/M/2011 14:31 FAX g489552415- LAW OFFICE OF L TACHNER IglOll 

I . • 

.1 


that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 
captioned patemt 


Dated : ^^-// 
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Attorney Docket No.: ATOMIC-14 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE" 


Patentee: 

PiatentNp.: 

Issued: 


Douglas J. Toth 
6,761,163 
July 13. 2004 


For INFLATOR REGULATOR WITH 
MULTIPLE ADAPTERS FOR 
GONNECTION TO DIFFERENT SIZE ) 
BC HOSES ) 
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TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 


84/16/2811 DALLEN 88888884 
81 FC;14M 488.68 M 


MAIL STOP; PETITIONS . 
Attn: Christina Tartera Donneil . 
Senior Petitions Attorney 
Comrtiissipner for Patents . 
UiS. Patent & Trademark Office 
P;0. Box 1450 
Alexandria, VA 22313-1450 

Dear Sin 


Enclosed herein is tfiiis Request For Reconsiderat'on of a Petitton under 
Rule 1 .378(t)) to revive the above-captioned patent by delayed acceptahcis Of 
prevbusly unpaid maintenance fees. The Request Is supported by supplemental 
declaratioris of the undersigned, Leonard tadiner. counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician, Dr. Samuel 
Albert who Is a board certified psychiatrist. 

Based upon the foregoing as more thoroughly detailed In the enclosed 
declarations, it is ^mestiy believed that the re^^al of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 


67611^ 
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reconsideration and granting of the pending petition and such is respectfully 
solicited. 

A fee of $ $^400.00 for the requested reconsideration should be deducted 
from Deposit Account No. 06-0930. 



Leonard Tachner 
Attachment: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaraf on of Samuel H. Albert, M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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RECEIVED 
CENTRAL FAX CEISTTER 

Attorney Docket No.: ATOMIC-14 ^ ^ ^^^^ 

IN THE UNITED STATES PATENT & TRADEMARK OFRCE 


Patentee: Douglas J. Toth ) 

Patent No.: 6.761.163 ) 

Issued: July 13, 2004 ) 

For INFLATOR REGULATOR WITH ) 

MULTIPLE ADAPTERS FOR ) 

CONNECTION TO DIFFERENT SIZE ) 

BC HOSES ) 

ADDITIONAL DECLARATION OF LEONARD TACHNER 


MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell • 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 2231 3-1 450 

I. Leonard Tachner. do hereby declare as follows: 


1 . I submit this declaration as an addition to my prior declaration 
submitted with the subject petition. This statement is part of the evidence I am 
filing in support of a request for reconsideration. 


2. When Ms. Foreman told me In 2008 In regard to U.S. Patent No. 8, 
205.885 that the client told her that they would pay their own maintenance fees, 
at first it didn't seem suspicious because the client usually wrote most or all of the 
specification of their patent applications in order to reduce their fees. They left 
the claims to me to write. Only when the client disputed Ms. Foreman's 
statement did 8 begin to wonder whether Ms, Foreman was mistaken. However. I 
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Still accepted her assertion that she believed the client had made that statement 
because up to then (by 2008 she had worked for me for 30 years) I had no 
reason to doubt her reliability. Only In iate 2010 when she asserted that other 
clients (ATOMJC and CSUF) had also taken on the responsibility to pay their own 
maintenance fees, did I realize that I could no longer trust her because there was 
evidently something seriously wrong with Ms. Foreman. That is when I decided 
that I needed to have her see Dr. Albert. 

3. Over the 33 years that I have been in my ovm practice, I have filed 
applications that Issued Into roughly 600 U.S. patents for my clients. In a small 
number of these applications and patents, it has been necessary to file a petition 
to revive due to a delayed response to an Office Action, a late issue fee payment 
and occasionally a late maintenance fee. Some of these petitions were 
necessary because of failures of clients to communicate in a timely manner Up 
to the reCfent events; a few such petitions were made necessary by innocent ^ 
clerical emors of my staff. However, to the best of my reoollection, every one of ^ 
tiio^ petitions to revive an application or to accept a late maintenance fee filed 

by fiiyflmi, had ultimately been granted. It would be impossible for us to know 
the precise numbers of such petrtk)ns. because once resolved, we do not retain 
any data summarizing such events. Moreover, many of such files have since 
been transferred to other firms or otherwise disposed of. 

4. I now better understand the specific behavior that was Ms. 
Foreman's issue with meeting ofRce deadlines primarily for paying maintenance 
fees to the U.S. Patent & Trademark Office. She would entirely overlook a 
payment deadline. Then rather than infomi me In a timely manner so that I could 
remedy the delay, she woukj "cover up" her omission by alleging that the 
com&sponding client had told her in a phone call or face to face discussion that 
they would pay such fees themselves. By way of example, here enclosed is a 
copy of the face of the file showing the entry, apparently made by Ms. Foreman 
for this particular patent, showing that the client would pay their own 
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maintenance fee. Only when I began to see this type of entry more than once 
did I begin to understand that I had a serious problem. 

5. I believe that the heavy workload I had assigned to Ms. Foreman 
over the past yedrs has; contributed to her abennant behavior. However, I believe 
that her actions Went beyond merely nomnal stress and anxiety. Based on my 
discussions \yith dr. Albert, i how recognize that Ms. Foreman had for several 
years since as early as 2005 and as recently as four months ago, been III and 
unable to cope with her responsibilities. I also believe that her Illness was a 
diifect oause of the finfn^s^iture to act in a timely manner In behalf of the client in 
this matter 

6. I regard Ms. Foreman as more than just my employee. After more 

than three decades of a close working relationsKipj Ms. Foreman is more like a - ' 
" member of my family. I believe that is the reason that I did not reobgnize her ' 
pfobiehris earljer, She wlHi QOhtlnue to see Dr. Albert-iat my expense. In the ^ • = 
meahtime 1 will transfer time-based responsibilities from Ms. i^oreman to another 
employee. ' . . vvv 

Pursuant to the terms of 28 U S C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of Amenea that the foregoing is true 
and correct, j Itrther declare that all statemente made herein of my own 
knov^edge are true and that all statements made on information and belief are 
baijeved to be tme. The declaration made herein are made with the knowledge 
that 'Mrillful false j^tatements and the like are punishable by fine, imprfsdnment, or 
both under 18 U^S.C. §iOOi and may jeopardize the validity of the above- 
captioned patent 


Dated: 




Leonard Taihner 
Attorney for the Petitioner 
Registration No. 26,344 
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LEONARD TACHNER, A PROFESSIONAL LAW 
CORPORATION 

17961 SKY PARK CIRCLE, SUITE 38-E 
IR\^INECA 92614 


MAILED 

FEB 1 0 2011 

OFRCE OF PETITIONS 


In ic Patent No. 6,761 ^1 63 ; 

Issue Date: July 1 3, 2Q04 : DECISION ON PETITION 

AppliGatiGn No. 10/347,608 : 

Filed: January 21 , 2003 : 

Anomey Doeket No. ATOMIC- 14 : 


This is a decision in response to the petition under 37 CFR L378(b), filed January 3, 201 1, to accept 
the unavoidably delayed paynient of the maintenance fee for the above-identified patent. 

The petition under 37 CFR 1 . 3 78(b) is dismissed without prejudice to reconsideration. 

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR 1 .378(e) must 
be filed within TWO (2) MONTHS from the mairdiate of this decision. No extension of this two- 
month time limit can be^ granted under 37 CFR. 1 . 1 36(a) of (b). Any such petition for reconsideration 
must be accompanied by the petition fee of $400.00 as set forth in 37 CFR LI 7(f). The petition for 
reconsideration should, include an exhaustive attempt to provide the lacking item(s) noted below 
because the Director will not undertaken any further reconsideration or review of the matter after a 
decision on the petition for reconsideration. 

The patent issued on jtily 1 3, 2004, The first maintenance fee could have been paid duririjg the period 
from July 1 3, 2007 through Monday, January 1:4, 2008, or with a surcharge during the period from 
Tuesday, January 1 5, 2008 through Monday, July 14, 2008. Accordingly, this patent expired on July 
14, 2008, for failure tO' timely remit the first maintenance fee. 

A grantable petition to accept a delayed maintenance fee payment under 37 CFR 1.378(b) must include 
the following: 


(1) the required maintenance fee set forth in § L 20(e) through (g); 


Patent No. 6,761,163 i Page 2 

Application No. 10/347,608 

i 

I 

(2) the surcharge set forth in § 1.20(i)(l); and 

i 

(3) a showing that the delay was unavoidable since reasonable care was taken to 
ensure that the maintenance fee would be paid timely and that the petition was filed 
promptly after the patentee was notified of, or otherwise became aware of, the expiration of 
the patent. Theishowing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware of the expiration 
of the patent, and the steps taken to file the petition promptly. 

I 

This petition lacks requirement (3). 

i 

As 35 U.S.C. 41(c) requires the payment of fees at specified intervals to maintain a patent in force, 
rather than some response to a specific action by the Office under 35 U.S.C. 133, a reasonably prudent 
person in the exercise 6f due care and diligence would have taken steps to ensure the timely payment 
of such maintenance fees. Rav v: Lehman , 55 F.3d 606, 609, 34 USPQ2d 1786, 1788 (Fed. Cir. 1995). 

That is, an adequate shoving that the delay in payment of the maintenance fee at issue was 
"unavoidable" within the meaning of 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) requires a showing of 
the steps taken to ensure the timely payment of the maintenance fees for this patent. Id. Thus, where 
the record fails to disclose that the patentee took reasonable steps, or discloses that the patentee took no 
steps, to ensure timely jpayment of the maintenance fee, 35 U.S.C. 41(c) and 37 CFR l,378(b)(3) 
preclude acceptance olthe delayed payment of the maintenance fee under 37 CFR 1.378(b). 

Acceptance of a late maintenance fee under the unavoidable delay standard is considered under the 
same standard for reviving an abandoned application under 35 U.S.C. 133. This is a very stringent 
standard. Decisions on reviving abandoned applications on the basis of "unavoidable" delay have 
adopted the reasonably prudent person standard in determining if the delay was unavoidable: 

: ! 

The word ^unavoidable' ... is applicable to ordinary human affairs, and requires no more 
or greater care or diligence than is generally used and observed by prudent and careful 
men in relation^to their most important business. It permits them in the exercise of this 
care to rely upon the ordinary and trustworthy agencies of mail and telegraph, worthy and 
reliable employees, and such other means and instrumentalities as are usually employed 
in such important business. If unexpectedly, or through the unforeseen fault or 
imperfection of these agencies and instrumentalities, there occurs a failure, it may 
properly be said to be unavoidable, all other conditions of promptness in its rectification 
being present. | 
t 

In re Mattullath. 38 Ajip. D.C. 497, 514-15 (1912) (quoting Pratt. 1887 Dec. Comm'r Pat. 31, 32-33 
ri887)^: see also Winkler v. Ladd. 221 F. Supp. 550, 552, 138 USPQ 666, 667-68 (D.D.C. 1963), affd, 
143 USPQ 172 (D.C. (Dir. 1963); Ex parte Henrich. 1913 Dec. Comm'r Pat. 139, 141 (1913). In 
addition, decisions on Revival are made on a "case-by-case basis, taking all the facts and circumstances 
into account." Smith v! Mossinehoff. 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). 
Finally, a petition caniiot be granted where a petitioner has failed to meet his or her burden of 
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establishing that the delay was "unavoidable." Haines v, Ouigg , 673 F. Supp. 314, 316-17, 5 USPQ2d 
1130, 1 131-32 (N.D. Irid. 1987). Moreover, patentee's lack of knowledge of the need to pay the 
maintenance fee and the failure to receive the Maintenance Fee Reminder do not constitute 
unavoidable delay. See Patent No. 4,409.763 , 7 USPQ2d 1798 (Gomm'r Pat. 1988). 

In determining whether the delay in paying a maintenance fee was unavoidable, one looks to whether 
the party responsible for payment of the maintenance fee exercised the due care of a reasonably 
prudent person. Raw.; Lehman . 55 F.3d 606, 608-609, 34USPQ2d 1786, 1787 (Fed. Cir. 1995). The 
patent owner at the timp of the expiration of the patent is ultimately the person responsible to ensure 
the timely payment of the maintenance fees. The patent owner may engage another to track and/or pay 
the maintenance fees; however, merely engaging another does not relieve the patent owner ftotn his 
obligation to take apprdpnate steps to ensure the timely payment of such maintenance fees. See 
California Medical Prods, v. Tecnol Medical Prods . 921 F. Supp. 1219 (D. Del. 1995). Moreover, the 
tJSPTO must rely on tlie actions or inactions of duly authorized and voluntarily chosen representatives 
of an applicaht, and an iapplicanf is bound by the consequences of those actions or inactions. Link v. 
Wabash, 370 U.S. 626; 633-34 (1962); Huston v. Ladner, 973 F.2d 1564, 1567, 23 USPQ2d 1910, 
1913 (Fed. Gir. 1992). . Specifically, delay caused by the actions or inactions of a voluntarily chosen 
fepfesehtatiye does not constitute unavoidable delay. Haines v. Quigg , 673 F. Supp. 314, 5 USP(3!2d 
1130^D.Ind. 1987). 

In the present petition, 'petitioner asserted that over a protracted period beginning in 2005, counsel's 
office manager j Ms. Foreman, experienced a medical condition that caused her to fail in her office 
duties which included notifying the patentee of the need to pay the maintenance fees, obtaining the 
client's authorization to pay the maintenance fee, and proceeding to send the payment to the USPTO, 
In support of the petition, petitioners provided a statenient from patent practitioner Leonard Tachnery 
office ifnanager Ms. Foreman, and Dr, Samuel A. Albert. 

To establish a showing: of "unavo deilay based iipon medical incapacitation, petitioner must 

demonstrate that the incapacitation was of such a nature and degree as to render the person unable to 
conduct business (e.g. , correspond with the USPTO) during the period when the maintenance fee was 
due. Such a showing must be supported by a statement(s) from the person's treating physician(s), and 
such staternent(s) must provide the nature and degree of the person's medical condition during the 
period from when, the rhaintenance was due (r e. , July 14, 2008) uritil the filing of a grantable petition . 
Namelyy petitioner should provide the USPTO with a statement from a treating physician, asserting 
that from the time the maintenance fee was due (/. e. , July 14, 2008) until the filing of a grantable 
petition, the person's medical conditiori was of such a degree of severity that it prevented her from 
timely paying the maintenance fee. Additionally, the treating physician must describe person's 
rnedical condition, the degree of incapacitationi and the duration of the medical illness. 

in this insfance, petitioner has not provided sufficient evideifice at this time to show that "but for" Ms. 
Foreman's medical condition, the maintenance fee would have been timely paid. The Office is 
particularly interested in the duration pf Ms. Foreman's medical condition - the date of when Ms. 
Foreman's medical condition began until the date she sought treatment. Petitioner may wish to 
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provide a statement from her treating physician. Additionally, petitioner should submit a statement 
from Ms. Foreman explaining in detail the exact actions or inactions she took with regard to the 
docketing and timely jiaying of the maintenance fees for this patent. The present statements submitted 
on petition provide the Office with generalities as to the actions/inactions of Ms. Foreman that 
ultimately resulted in the delayed payment of the maihtenance fees. 

In sunrunary, petitioner must show that Ms. Foreman's medical condition was the cause of the error in 
failing to timely pay the maintenance fee; her condition was of such a degree of severity that it 
prevented her from performing specific duties vvith regard to the docketing and paying of the 
maintenance fee for this patent; and that her condition spanned the entire period from the due date for 
the maintenance fee ui)tii the date of the filing of a grantable petition. Without any further explanation 
or documentary eviderice, the Office is left to speculate as to the circumstances that transpired. 

The Office cautions petitioner to remove or mark through any personal information in any document 
submitted to the USPTO that could contribute to identity theft. Personal information such as social 
security numbers, bank account numbers, or credit card numbers (other than a check or credit card 
authorization form PTOi2038 submitted for payment purposes) is never required by the USPTO to 
support a petition or an application. If this type of personal information is included in documents 
submitted to the USPTfO, petitioner should consider deleting such personal information from the 
documents before submitting them to the USPTO. Petitioner is advised that the patent file is available 
to the public after the issuance of a patent,^ However, checks and credit card authorization forms 
(PTO-2038) submitted for payment purposes are not retained in the application file, and therefore, are 
not publicly available. " 

For the reasons stated, the petition is dismissed . 

Petitioner should note that if this petition under 37 CFR 1 .378(b)/(e) is not renewed, or if renewed and 
not granted, petitioner may obtain a refund of the maintenance fee and post-expiration surcharge . The 
$400,00 petition fee fox seeking further reconsideration is not refundable 

Any request for reftmd should be in writing to the following address: 

Mail Stbp 16 

Directot* of the US Patent and Trademark Office 
PO Box 1450 

Alexandria, VA 223 1 3-1450 
A copy of this decision should accompany petitioner's request. 

The Office charged the deposit account for the $490,00 maintenance fee due at 3.5 years, the 

$1 ,240.00 maintenance fee due at 7.5 years, and the $700.00 surcharge after expiration as authorized. 
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Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

By FAX: (571)273-8300 

Attn: Office of Petitions 

By hand: Customer Services Window 

Randolph Building 
401 Dulany Street 
Alexandria, V A 22314 

Correspondence may also be submitted electronically via EFS-Web. 

The patent file is being returned to Files Repository, 

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-321 1 . 

^ Christina Tarlera Donnell 
Senior Petitions Attorney 
Office of Petitions 


. 12/31/2010 

r J 

JAN 12.2011 

OFRCEOFPETITiONS 


ri5 


LAW OFFICE OF L TA* 



@001 


PTQ^B/65 (03^} 
Approved for udo through 03/31/201^ 0MB 0651 -OOie 

U.S. Partem and rr&dcmtk owoe: as. oepartmeistt of commerce 

are required to reapond to a cdlactlon of fr rfbnna tton unlost.tt tfjgjgyr& a vaM pMB eojttrol numb er. ■ 


PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE! FEE IN AN EXPIRED PATENT (37 CFR 1.378(b)) 


Docket Number (Optional) 
ATOMlC-14 


Mail to: Mail Stop Petition 

Commissioner Ibr Patents 
P.O. B6x 1450 
Alexandria VA 22315-1450 
Fax: (571)273-6300 


ei/ii/aeu mm mms7 666930 

61 FC:1599 1198.88 M 


6^ B1163 


NOTE: If information or assistance is needed In oompteting this form, please contact Petitions Information at 
(571)272-3282. 


Patent Number. I 6>761,163 


Application Number: ''0^7,608 
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1. SMALL ENTITY 

[/] Patentee daims. or has previously dalmed, small entity status. See 37 CFR 1 .27 

2. LOSSdFENTrrLEMENTTOSKWLLENT^ 

I I Patentee is no longer entitled to small entity status. See 37 CFR 1 .27(g) 

3. MAINTENANCE FEE (37 CFR 1.20(e)-{9)) 

The appropriate maintenance fee must be submitted with this petition, unless it was paid eariier. 



NOT Small Entity 


Amount 

Fee 

(Code) 

Q s 

3%yrfee 

(1551) 

□ $ 

7Vivrfee 

(1552) 

□ $ 


(1553) 


Amount 


Small Enti^ 

Fee: 


■jC qde) 


(3 $ i!2_ 

n $ 1240 


.3VSyrfee 
, 7 14 yr fee 


j_'11 'A^rJee 


(2651) 
(2552) 
(2583) 


MAINTENySJsiCE FEE BEING SUBMrTTED $ 


4. SURCHARGE 


The surcharge required, by 37 Cf=R 1.2d(i)(1) of ;$-Z2L 


(Fee Code 1 557) must be paid as a j ' • 


cohditiph of jacteiptJng . unavoidably del^^ maintenance fee. 

? " \ ' SURCHARGE FEE BEING SUBMITTED $ TOO 


5. MANNER OF PAYMENT 

Enclosed is a check for the sum of $ 


Rease charge Deposit Account No. 06-0930 thesumof SllH- 

Paymerit by credit canJ. Form PTOi2036 is attached. 


6. AUTHORIZATION TO GI^RGE ANY FEE DEFICIENCY 

fy] TheOfrector is hereby authorized to charge any maintenance fee. surchanse or petition ifee deficiency to 
• Deposit AnnhtintNh 06-0930 . 


P^e 2 014] 
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7. OVERPAYMENT 


As to any ov^irpaymont made, ptoase 

17] Credit to Deposit Account No, 
OK ' 

V Q S6nd reftind check 


WARNINO: 

PetfUoner/applicaiit is cautioned to avoid submitting personal IrtfomiBiion In doojments filed in a patent appScation that may 
contribute to identity theft. Personal ihft»Yn^n such as s6d6l security numbers, bank account numbas, or credit card 
nufnDefB (other than a chedc or cred^it card authorfertdn form PTO-2038 submitted for payment purposes) Is never required by 
thjallSPTO to sufflxwt a petition or an appilcistion. If this type of personal information Is indiKJed in dooimenfe submitted to the 
USPTC petrtioners/appiicants should consider redacting sud^ peisonal information from th© documents before suOmftttf^ them 
to the USFTO, Petitk?ner/ap^ advised:that the/ecord of a patent; application is available to the public after publication of 
the applteation (urilees a rtwvipubiicat^ request in compliance with 37:pFR l^l3(a) is made in the application) or teuance of 
a p£^ent, Furthermore, the retard from en abanck)nod application may also be avaiiatTietothe publlc if the applicatron is 
fefefferloed in a published ajpplicatiDh or ah lesufed patigsrit (see 37 CFR 1.14>, Checks and dredit <ard authdrizatfen forms pto- 
2038 sutimrtted for payment purposes are not retained In the application ffie and therefore are not publldy available: 


8, SHOWING 

The endose'd statement will show that the delay In timely payment of the maintenance fee was unavoidable 
since re^nable care was taken to ensure tiat the m^nterianoo fee would be paid timety and that this ' 
petitfon is being filed prornptly afterthe pstentee was notified of, or otherwise .became aware of, the .\ 
» . ' .. V, e^^inartiori of the patent: The statefifeni^^^ payment of thfe* 

» maintenance fee, the date and the Ynsinner in which the" p^iahl^e' becanrte^ of the ekpiratlon of the • " - 
ji&tent; and the taken to^^fi^^^^ .m' .t * - .^v- . • . 


I REQUESTS THAT THE OELAYiO PAYMEWT OP THE MAINTENANCE FEE BE ACCEPTED AND THE 
aSTATED. 



Ipuh 

LEONARD TAGHNER; ' 

Typed or printed nan^s) 

17961 SKY PARK CIRCLE, SUITE 38-E 

T Addh^ 


7 / Date! 

26,344 

Rfgistration Nurr^r, tf ^pUcable 

949^7i52-8525 
F • Telephone Number 


IRVINE, CALIFORNIA 92614 
Address 


ENOLCXSURES: 

[71 Maintenance Fee Payment 
W \ St^enwnt why maintenance fee was rnrt paid timdy 
i/1 Surdiarge under 37 CFR 1.20(iX1)(ffia%-fiilng the maintenance fee petitkin) 
|~] Other, 



PAGE3/18*RCVDAT12l3120103:50;56.PM,[EastemStan(^ 


Available Copy 

12/M/2010 12:47 FAX 949d^Wl5 LAW OFFICE OF L TA^ 


@004 


ApprevQd for uaa fhrsueh 03/31/201 2. OMB 0651-00 IS 
as. P«em and Tradefwrt( Office; U^-DEPARTMHtyrr OF COMMERCS 
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37 CFR 1.378(d) states: 'Any pemion under tJtis section must be signed by an attorney or agent 
registered; to practice before the Patent and Tradenr\ark Office, or by the patentee, the assignee* or 
other p^rtyio Interest.* 



Ignature 


52te 


LEONARD TACMNER 


26,344 


Type or printed name 


R^istration Number, if applicable 


STATPWENT 

(In the space betov/, please provide the showing of unavbidablo delay recited In p^g^P^ B abovQ.) 


This petitipn 1$ supported by declaracionB of the undersigned, Leonard tachner 
counsel for the patentee ^ the office manager of counsel's office, Ms. Janis 
foreman and a physician. Dr. Samuel A. Albert who is a board certified 
psychiatrist. 

The declaration evidence shows that over a protracted period beginning in 2005' 
Ms. Foreman ; experienced a psychological breakdown or psychotic episoide as', "if!^ ' 
deacribed by Dr. Albert who has interviewed her for . purposes of making his. 
enclosed-^Statement/Peclaration^ breakdown 6f M^ . Foireman c^usWd! her^.Vo^'^; ' 

fa4-l -to notifying the psLtentee of the nVi"^ - to 

pajrii^^ .fe^eisv, obtaining'; the client's authorization. ta make-s^;lf T-^S^j^^ 

p^Lymeiit^^ such payments to the tj;S. Patencj k'^^'^'^^^, 

Trademark Office in a timely taanner* Only int he past few weeks has: her ' ;*^^^^ 
. strange and ^unexpected behavior come to light, • ' i^."* ' ,l^f - 

Ms.J-FdrCTdn-Kas been a loyal and reliable employee of Tachner 's of fiicfe ifbr. mp^ 
than thlrty-ittwo years. She did not exhlblc any form of overt persbnality ' 
characteristics or behavior which would have led Mr . Tachner to anticipate 
that she voiild not have fulfilled her normal office duties as she had done 
forV.mor« than three decades. Based upon Br. Albert* a interview and diagnosis 
of Me. Foreman,' it is only now understood that she was overworked and stressed 
beyond her limit (see Dr. Albert *s Statement /Declaration) but that she was 
"pi^ogrammed" to hide her predicament for fear of losing her position. 
Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations., it is earnestly believed that the revival of the subject patent 
based upon entirely unforeseen circumstances that were truly "^mavoidable", 
justify a granting of this petitlbh and such is respectfully solicited. 


(Piease attach additional sh&ets if adcfmnal space Is needed) 
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I, Leonard Tachner, do hereby declare as follows: OFFICE OF PETITIONS 

A. INTRODUGTION 
1. I am a member of the State Bar of California (1973) and admitted to 

practice before the U.S. Patent and Trademark OfRce (1971). I make this 
declaration In support of petition under Rule 1.378(b). This declaration is based 
on my personal knowledge and if called as a witness, I could and would testify 
competently to the facts set forth herein under oath. f 1 

B. BACKGROUND AND PROFESSIONAL EXPERtEIMCE ; 
2; I earned a Bachelor of Science degree in Electrfcal Engineering 

from City College of the State University of New York in 1965 and a Master of / 
Science degree in Eleqtrical Engineering from California State University kt Long 
Beach in 1 i969i I received a Juris Doctor degree cum laude from yvestem State . 
University In 1973. , ; j 

3- i was adm||tted to practice before the United States Patent and 
J ; Tnade^^^^ December .1^7^^ and I was T ; 

. • : assigned registration pumb^^^ 

dalifbmia iri 1.973." Oyer my eritire career no disciplinary- action has been taken ■ • 
against me by the United States Patent larid- Trademark Office, tfie State Bar of v: 
Calrfomla or any other agency or administrative body. 

4. ; I am admitted to practice before the U.S. Supreme Court, the Court 
of Appeals for the Federal Circuit, the Ninth Circuit Court of Appeals, all the U.S. 
District Courts of California aind the Supreme Court of California. 

5. I began my legal career in 1 973 and Have more than 35 years of 
private practice experience in intellectual property matters including patent, 
trademark, copyright and unfair competition. I began my own private practice as 
a patent attorney fn March 1978. Initially as a partner in a small firm and ibter as 
a sote practitioner in 1994, 

6. I have prepared and prosecuted over 800 U.S. patent applications. 
In addition, I have been lead trial counsel in numerous U.S. District Court trials 
involving patent validity and infringement and served as a testifying patent law 
expert In federal district court litigation and arbitration proceedings. '* 
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7. I have an "Av" Martindale-Hubbell Peer Review rating. 
C. LAW PRACTICE MANAGEMENT 

8. I have two employees working full time as office staff. Janis! 
Foreman is my office manager. Ms. Foreman was hired in Jun^ 1978 and has 
been continually employed by me since that time. In 1988 I hired Jodie Pyle as a 
typist. Jodie, now Mrs. Jodie Milier, has been continually employed by rtil since 
that time. j . , \\- 

9. For at least the past twenty years. Ms. Foreman, as office inanager, 
has been responsible for entering infbnnation into my patent and traderriark 
docket and handling routine communications with clients and associates *all 
under my direction and supervision. In addition. Ms. Foreinan does the', t ■ 
bookkeeping for my office including billing and tracking our acqounts receivable 
and accounts payable- She also prepares the final version of documents ;to be 

filed in the U.S. Paitent. and Traderpark Office. : .j t 

: ; teaching,IVt85^^io,F^jti.ari 6ye'rthe,.past three' decad the last thirty two ■■p^yMHi^- i^^^i. 

years of employment, .she, has Ijecpme well-trained. In every aspect of the. " . - -i cr •■ 
adfninistrajiiorv pf my practipe; However, despite her acumen, we. have always • ' *'if ■ 
maintained clear lines between her responsibilities as an employee and rnine as 
a patent attomey. Her work is done under my supervision. She is not authorized 
to make any decision that could affect, diminish or be inimical in any wa;^ to a 
cllenrs rights. Her actions in dealing with clients, the U.S. Patent and Trademari< 
Office and with our foreign associates, must be based on my instructions that she 
receives by conferring with me. She is not to carry out such actions until ignd 
unless she first confers with me. Our office procedure is clear - all subWntive 
incoming communications are to be reviewed by me, . • ' 

11. I maintain a docketing system whereby Ms. Foreman receives all 
incoming correspondence and dockets relevant dates In our electronic docket. 
As. each due date in the docket is responded to Ms. Foreman has the 
responsibility for noting when the due date was met. , j ' 


■ i • . = i; ' 

2 b ' ' ] ; 
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12. I maintain supervisory auttiority of the docl<et. I routinely check the 
doclcet to keep aware of upcoming deadlines. I also regularly confer withjJanis 
regarding matters coming up on the docket Ms. Foreman also reWws the 
docket for upcoming due dates. Where appropriate, Ms. Foreman consults with 
me regarding matters entered into the docketing syste'm. 

1 3. When Ms. Foreman is either sick or on vacation or ottierwise . . 
unavailable, Jodie fills In. Jodie's responsibilities include, typing drafts of patent 
applications and prosecution documents and preparing form letters to clients; 

14^ Over the years of her employment in my office, Ms.'iForemi^n has 
been a loyal and devoted employee. Janis has nonnally handled ^er 
responsibilities in a professional and competent rnanner i ' j- 

D. CHRONOLOGY OF EVENTS IN THIS MATTER i . ' \ 

15. On or about Monday November 22, 2010 Ms, Foiieman shovyed ime 
a table of patent-related nfiatters of Atomic Aquatics that she had prepared at the 
request of jyir- Pean -Gapra^^^^ principals. Atomic Aquatics 
has beep.an inripprtarit'Client of rnine fo years and I have » 
known its principals, pean .^afraffa: and Doug Tpth for more than twenty years, 

1 6, I noticed that the table had a number of entries for Atomic Aquatics 
Issued U.S,. iPatents which indicated that they had become abandoned for failure 
to. pay maintenance fees between 2005 and 2008. She infomried me that she 
believed that theise abandonments were known to the client's principals and were 
the resutt of their lack of adequate funds or because the corespondihg jjroducts 
had become obsolete. To the best of my knowledge. Ms. Foreman sent this 
table to Mr. Garraffa that day on Wednesday morning, November 24. Oh that 
same day I left Southern California for the four-day Thanksgiving weekend, 
arriving at my destination that evening. I checked my email and .opened an email 
from Ms. Foreman stating that Mr. Ganraffa had received tiie table and had called 
the office that day and expressed a desire to see me as soon as. I Yetumed from 
the Thanksgiving weekend. 
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17, When I returned to the ofRce on Monday November 29. 2010, Mr 
Garraffa Was already waiting for me in the lobby talking to Ms. Foreman. He 
indicated a need to meet with me to speak to me about the contents of the table 
Ms. Foreman had sent to him. Mr. Garraffa then proceeded to explain that he 
and Mr. Tpth were shocked to learn that several of their issued U.S. patents had 
apparently expired without their knowledge and that they needed to find put how 
it had happened and what could be done to remedy the situation. : I told him that I 
would investigate the various files involved and report to him as soon as . 
possible. , ; . I 

18. Over the ensuing two days I had discussions with Ms. Forernan and 
I examined a number of the Atomic Aquatics patent files. I also spoke to Mr 
GarrafTa about a provisional applicatton that was supposed to be follclvvkl by a 
corresponding non-provisional but hadnt beea. In Examining the filej.l'sfound 
varioijs ins^tructlpns I had prepiared for Ms. Foreman 'includi^^^^^ 

the Fiori-provisipnaK but no; evidence thiat;A/Isf^Foreman had carried out my 
Instructions or that a non-pnovislonal had beer>. prepared and filed.; It became 
evklent to me that Ms. Foreman had failed to do her wori< In regard to a number 
of Atomic Aquatics files including the file No. AT0MIC>14 (Patent ]mo» 6,761 ,163) 
for which this petition is being fll^- . I i 


i 


19. When I confronted her, she eventually admitted to rrie that she had 
lost control :of her tasks. particulartyovera several year period between 2005 
and 2008 when she just couldn't keep up with the demands.of the job and 
perfomn all of her duties in a timely manner. She revealed that she was too 
afraid and embarrassed to tell me about this behavior, i then reported to Mr. 
Garraffa and advised him that I; would immediately begin preparation .of petitions 
to revive the Atomic Aquatics patents that had been lost as a result of Ms. 
Foreman's shocking and totally unexpected behavior. | 
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20. I arranged for Ms. Foreman to consult with a psychiatrist 
acquaintance so I could learn whether her problems were treatable and whether f 
could trust her work in the future. A Declaration Report of Dr. Samuel Albert is 
enclosed herewith. 

21. ; Based upon Dr, Albert's Report and my own obsen/atlons, I believe 
that Ms. Foreman, as a result of overwork and stress beyond her limit, 
experienced a lerlgthy period of inratipnal behavior Dunng this period she simply 
didn't carry out all of her usual responsibilities including communicating \A^th 

i 

clients and paying patent issue and maintenance fees including the follovving: file 
No. ATOMIC-14 for Patent No. 6,761,163 maintenance fees. Furthermore, Ms. 
Foreman. Was afraid to admit her inadequacies and endanger her position which 
- - ^^had become such a predominant aspect of her life. Consequently, she did alt 

" ; she'66uia:|o^ • ; ■ • - '^^ 

V .^'/.Y- * ^:^RurBuant to tbe termsof 28 U.S.C. §1746, 1 declare under penalty of ' ' ' 

V t : . perjury 'under the 'laws of the: United States of America that the fbr^olhg is true ' -* 

and correct. I further declare that ail statements made herein of my o\m 
knowledge are true and that all sta|tements made oh informatioh Qpd belief are 
believed to* be truei. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under,18 U.S.C. §1001 and may jeopardize the validity of the above;; 
captioned patent 


Respeptfally submitted, 
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I I, Janis Foreman, do hereby declare as foltows: 

I A, INTRODUCTION 

I 1 . This declaration is based on my personal knowledge and if called 

! as a witneiss. I could and would testify competently to the facts set forth herein 

j under oath, 

B. BACKGROUND AND PROFESSIONAI EXPERIENCE 

2. ' I am the office manager for attomey Leonard Tachner. I was hired 
in June 1978 and have been continually employed by Mr Tachner slnc^ that 
time. 

3. Over the past thirty two years, I have received an extensive amount 
of training and instruction from Mr Tachner In all aspects of his practice. For the 
last approximately twenty years, I have been responsible for entering information 
into Mr. TathneKs patent and tfademari< docket. I handle routine 
communications with clients and associates, all under Mr. Tachner's direction 
and supervision. I.ateo manage the bookkeeping; faillingj and tracking of Mr " 

■ . ... : T^Ph^^^^s diccounts receivable and accounts payable: * i prepare the final version* 
. < of documents to be filed In tlie U.S. Patent and Trademiark Office. 

. 4. , Our office procedures are ctearfy defined by Mr Tachner {receive 
all incoming correspondence and docket relevant dates in our electronic docket 
As each due date in the docket is responded to, I am responsible for noting in the 
electron^ docket when the due date was met. 

5. Mr Tachner maintains supen/Isory authority of the docket and 
routinely checks it for accuracy and upcoming deadlines, Mr Tachner regularly 
confers lA^h me regarding matters coming up on the docket I review the docket 
daily for upcoming due dates and Mr Tachner periodically reviews the docket for 
the same purpose. Where appropriate, I consult with Mr Tachner regarding 
matters entered Into the docketing system, 

6. In connection with preparing this declaration. I have reviewed 
correspondence, emails and other documents relating to this matter Though I 
cannot explain or justify many of my actions described below, I have set forth In 
this declaration my true recollection of the events. 
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C. CHRONOLOGY OF EVENTS IN THIS MATTER 

7. On or about November 17, 2010, 1 received a phone call from Mr. 
Dean Garraffa of Atomic Aquatics. He asked me to prepare a tabular report 
showing the cument status of all of their patent-related files in our office. 

8. In response to Mr. Gan^ffa's request, I spent the following two days 
carefully examining all of the patent-related files of Atomic Aquatics. I found that 
there were a number of issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. I also 
found a pending design patent application that had become abandoned for failure 
to pay an issue fee and a provisional application that had been allowed to lapse 
without filing a corresponding non-provisional. 

9. I actually filled out the tabular report to reflect the true status of all 
of the Atomic Aquatic files, but I could not fully understand why there appeared to 
be numerous problems associated with these files, particularly in regard to the 
pastisey^raf ye^rs: , My initial re^ that the client had communicated 

.: authpiization^tp. withhold.such payments and filings because of th'eir financial ^' • >^*-' 
problems of product obsolescence, but I could not find any documents or other ' ' ' 

: evidence supposing these feelings". In retrospect, I now realize that these were ' * ' 
unsupported rationalizations that cover a period of several years during which I 
was functionir^ at less than my normal capabilities. 

10. I don't know precisely what may have affected my mental 
performance during this period, but I do recall that I was under a great deal of 
pressure and stress due to my woric load and that I was feeling continuously 
overwhelmed and unable to keep up. However. I was reluctant to tell Mr 
Tachner of rhy concerns because I dfd not want to disappoint him after sq many 
years. 

1 1 . Upon discussing this matter with Mr. Tachner and Dr. Samuel 
Albert,, I now realize that it was a mistake to keep Mr Tachner in the daric In 
regard to my sense of being overwhelmed and that I should have informed Mr, 
Tachner of n^y need for help. I also now realize the harm my actions have 
caused the client and Mr. Tachner. I am truly sorry. , 
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Pursuant to the terms of 28 U S.C. §1746, 1 decfare lender penalty of 
peijury under the laws of the United States of America that the foregoing is true 
and GorreGt. I further declare that all statements made herein of my ovm 
knowledge are true and that all statements made on informkion and belief are 
believed to be true. The decfaration made herefn are made ^with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both undef 18 U.S.C. §1001 and may jeopardize the validity, of the aboye- 
captioned patent ; 
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Statement of Samuel H. Albert. M.D, \ 

I, Samuel H. Albert, M.Om am a practising Psychiatrist haying an office in 
Fountain Valley, California, I have been a licensed physician In th© State of California 
beginning July 1, 1969. I have been In practice as a Psychiatrist since October 1, 1972 
and a board certified Psychiatrist since November 1978. 

In late November 2010 I was asked to render professional consultation as a 
psychiatric expert for the purpose of diagrrasing a Ms. Janis Forjeman, who is a legal 
secretary andjoffice manager for Attorney Leonard Tachner in Irvine, Califomia. 

I was presented wfth certain facts relating to Ms. Foreman's job role and 
apparent irrational t)ehaviour over the past few years or so in regard to her performance 
of her duties at Mr. Tachner's office. As I understand these facts, lyis. Foreman has 
had for over thirty years worthing in the Tachner law finm, the responsibility for billing 
dients for professfonal services carried out by the Tachner firm, as well as 
communicating with vendors of outside services for the firm and Its clients, and 
generally running the day to day activities of the firm according to established rules and 
instructions of Mr, Tachner. 

Besides; Ms. Fbreman and Mr Tachner, I am infonned that there is another full 
time secretary y/ho takes instruction directly from Ms. Foreman and that from tirne to 
time there are one or two additional part time employees, who may be brought Into ' 
carry out certain ftiaintenance-type acti^ Such as library upkeep, filing, copying! rriail 
preparation and the like. . : 

As I undjBrstahd their relationship, Mr. Tachner spends his time mostly doing 
legal wort< for tihe fimi's clients and he depends heavily on Ms. Foreman to run the 
business aspects of the firm including billing, docketing, payroll ^nd communicating with 
outside service provlders. She also handles Mr. Tachner's document preparatkjn and 
maintaining hisifiles which are quite numerous. Cleariy from what I've learned, the 
Tachner lawflrtn is a very busy fimi and Ms. Foreman has a heavy workload with many 
varied and important nBsponsibilities. ' 

I have had the opportunity to read Mr. Tachner's statement regarding Ms. 
Foreman's behaviour in relation to the client Atomic Aquatics. I have also read Ms. 
Foreman's statement pertaining to these matters. In addition. I have had a two hour 
Interview with Me. Foreman In which ^he participated voluntarily at the request of Mr. 
Tachner. 
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I do not consider Ms. Janis Foreman to be a patient of mine at this time because 
I have been dsked to consult in the capacity of an expert with the intent of 
communicating my diagnosis with the constraints of physician-patient privilege, I have 
made this special purpose of my participation in this matter clear to Ms, Foreman and 
she has ackrtowledged that she undei^ands that she is not my patient and that I am 
not her physician. 

Based upon these facts communicated to me, my reading of the Tachnerand 
Foreman statements and my interview with Ms. Forerhan, I have formed a preliminary 
medical opinion as follows: 

Ms. Fbremah's Irrational behaviour is a result of her reaction to a temporary but 
continually increased work overload which became more than she could handle without 
any appaifent vyay to vent the frustratibh, the worry and concern that's she increasingly 
felt as she fell ; behind in her work. 

She conreotly regards her most significant responsibility as control of cash flow 
by timely billing of clients and payments to vendors. In the period from early 2005 to 
the end 0(2007, she evidently became so busy that's she lost the ability to bill elienife In 
a timely manner iand pay the firm's obli^^ 

V. ..A' : ?' She liegari^^^^ sense of guilt for not being able to property handle these - ' v 
• iTiBSponsibilrtjes^^ She yid not want to Infomh Mr. tachner of these problems becaUp ;. ;f;^ 

she did not wajiit to have her position dimrnished or lose any esteem in the eyesWher . ' 

boss. She had no one else to tell of these difficulties and therefore no way to share 
' these problems. After almost 3d years of being so capable and trustworthy, she^ cbald 

not bring herself to admit any inability to handle her responsibilities. She womed about 

her job. she wpfried about What Mr. tachner would think of her, she spent more time 

concerned with her problems then with solving her problems. 

This type of destablllzlf^ behaviour resulted in a spiralling down in her ability to 
think and act rationally. She began to do and say unreasonable and unrealistic things. 
She lost any sense of reality. She lost her sense of proportionality. Her goal became 
one of maintaining a sense of oontinuality and stability for Mr Tachner even by 
misFeading hlrrv arid making false statements to him and to others. Ms. Foreman was 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
importartt ehvirohment, her workplace vvhere she had succeeded for decades. 
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If Ms. Foreman were my patient I would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
high levels of work pressure In a more motive and stable manner. I would prescribe an 
anti-depressant medicaton to address her symptoms of depression. Such medications 
include Proi^ac. Paxil, Zoloft, Lexapro. Wellbutrin and others. I would prescribe an anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium, Ativan, Klonopin, Tranxene and others. 

I would suggest to her that she should help her employer adjust her office 
responsibilities to reduce her work load if possible. I believe that Ms. Foreman's illness 
is amenable to treatment. 

I declare under penalty of perjury that the foregoing is true and correct. 
Executed this day of December 2010 at Fountain Valley, California. 


Samuel ^. Albert. M.D. 
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The following information is appended so as to provide medical basis and reasoning for 
my conclusion: 

! 

Assigned Duties and Work Load of Ms. Foreman: 

Ms. Janis Foreman is a Caucasian female ago 61, bom 4-26-1949. She has been an 
employee since June 19, 1 978 of Leonard Tachner, Esq. Ms. Foreman is the office 
manager. 

Ms, Foreman states that she is a Legal Secretary and is the Manager of the office 
where she works. She describes her assigned duties as numerous, detailed and often 
ovenvhelming. 

She states, "I have a giant case load. I do many jobs." Among the long list of tasks for 
which she is responsible, she mentioned the follo\A/ing: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 

: 1. Managing the foreign filing of patent infonria v - 

2. Managing the United States filing of patent Information, 

3. File patent application in the United States. :. 
; 4. File wQrldry^^ ^ ; ; / 

\ . .5.. File United^^^ *; ! V 

- : 6. Obtain. requi^ ' ^ 

Patent Office, 

7. Obtains a United Staites «py of certified docurhents, 

8. Prepares and files Assignment documents in the United States and 
Worldwide, 

9. She does docketing of all the documents that enter the office, 

10. She sends out form tetters, 

1 1 . Prepares and obtains Power of Attomeys from companies, 

12. She types all amendments and applications, 

13. She files; copyrights, 

14. She does filing, pulling and replacing files, 

15. She does dra\Adng correcttons and declarations. "I'll get the 
draftsman to come in and do nevv drawings*. 

16. Oversee preparation of photocopying (me or Jodie). 

17. She does woric related to the international Psitent Cooperation Treaty 
(PGT), §he does work related to the PCT, an international treaty 
Involving nations that have signed the PGT agreertient with the U.S.A., 

18. Letters take a great deal of time and each letter has to be placed in the 
file appropriate to the letter, 

1 9. From the, parent case there are often several other cases that come from 
the parent case, each having its own number. 

20. Oversignt of the office docketing system, 
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21 . Typing of drafts of patent applications and prosecution documents. 


TIME PRESSURES often become extreme due to the following factors 

1 . Everything received by the office has a deadline of 30, 60 or 90 days, 

2. Often the Inventor works for a company and then leaves the company. 


OVERWORK Of Ms. Foreman can be ascertained by examining these factors: 
The quantity of documents is massive. 

Locate a misplaced document might take several hours or days. 

Ms. Foreman often works 2 or 3 nights extra each week to 7-10 PM depending on what 

is going on In the office. 


ASSIGNED OFFICE TASKS NOT RELATED TO THE LEGAL WORK 

1, Ms. Foreman does the billing of clients for the office, and the biil 
r paying. The attorney in the office signs the bhecks; 
^ , V . - 2:. Pays bills. . . : : 

3. Bills clients. 

4; Bill clients for costs - > * ^ i . 

5, "I am responsible to obtain supplies for the pffice; I order or buy supplies 
at Sam's Warehouse or Costco stores or stationary stores including soft 
drinks and bulk paper^. 

6. She cleans the office on the weekends. 


HELP AND ASSISTANCE ARE PRAOVIDED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE. TO A LIMITED DEGREE. 

Ttie Secretary (Jodie) does help a bit j • 
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Current psychiatric mental status evaluation: 

Caucasian Female appearing her stated age. Judgement intact for basic activities of 
daily life, but Is revealed to be quite weak during the time of the events starting in eariy 
2005. She did think In a way that can only bo described as psychotic at the time. She 
made extremely poor decisions, thought tn unusual manners, believed events to be true 
that were In fact false, and acted upon these convictions rather than logic or the usual 
standing onJers of her employer. 

Her m<^d is one of anxiety with an undercurrent of depression. Her daily life is usually 
non^ventful. She spends most of our evaluation session talking about the events 
vvhich occun^d while she was emptoyed by the law finm of Leonard Tachner. She has 
many recollections of the events. Speech is grammatical most of the time. No stutter, 
stammer or lisp. Dress is casual, with cotton-wash pants arid a nondescript shirt. No 
jewelry other than an Inexpensive wristwatch. No symptoms to Indicate disorientation, 
hallucinations, illusions, delusions, true phobias, obsessive thinking, compulsive or 
stereotypic movement inappropriate affect. Affect is congruent to speech and thought 
and is appropriate mood. Psychological understanding and Insight is absent. 
I * .... 

Diagnosis: . Major Depression, severe, vvith psychoW 
. Generalized; Anx^^^ ■ 

Very truly yours,.. ^ 


■ i ... ■ ■ • •* 



Samuel H. Albert, M.D. 
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NOTICE OF PATENT EXPIRATION 

According to the recprds of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for flie patent(s) listed below has not been receive timely prior tp the 
end of the six-^month grace period in accordance with 37 CFR 1.362(e). THE PATEhfTCS) 
LISTED BELt)W HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U;SiG; 41(b). Notice of Uie expiriatibn will be published in the USPTO Official Gazette . 

Expirtti patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid, AND the delay in 
payihent of the maintenance fee ib shown tp the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment, of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered ais not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U,S;G 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, customers 
should call the Office of Petitions Help Desk at 571-272-3282 or refer to the USPTO Web site at 
www.uspto.gov/web76lfices/^c/d^^ The USPTO also permits 

reinstatement tinder 37 CFR 1.378(c) by electrohic petition, (e-petitiOri) using EFS-Web; 
e^petitions may be automaticaliy gfant^ if all ffie eligibiliQ^ fequiremerits are met For furtiher 
inf onnatioii on filing ah e-petitioh, please call the Electronic Business Center (EEC) at 
866-217-9197 (toll-frefe) or 571-272-4100 Or refer to the EBC's e-petition guide at 
vwWvUSpto.gov/ebc/p6rtal/efs/petition^quicte 

U.S. 

PATENT APPL I CATION PATENT APPLICATION EXPIRATION ATTORNEY 

NUMBER NUnBER ISSUE DATE FILING DATE DATE DOCKET NUMBER 

676 1 163 10347608 07/1 3/04 01/21 /03 07/ 1 3/08 ATOM I C- 1 4 


DATE PRINTED 
08/11/08 


NOTE* This notice was automatically generated based on the amount of time that elapsed since the 
date a patent was granted. It is possible that the intent term may have ended or been shortened due 
to a terminal disclaimer that was filed in the application. Also, for any patent that issued from an 
application filed on or after June 8, 1995 containing a specific reference to an earlier filed application 
Or applications under 35 U.S.C. 120^ 121, or 365(c), the patent term ends 20 years from the date on 
which the earliest such application was filed, unless: the term was adjusted or extended under 
35 U.S.C 154 or 156; 
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